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STATEMENT OF RELATED CASES 

On February 11, 2014, this Court ordered that this case be treated as a 

companion case with Vasudevan Software, Inc. v. TIBCO Software, Inc., 14-1096.  

The TIBCO case concerns U.S. Patent No. 7,167,864 and was assigned to the same 

district court judge. 

ix 



STATEMENT OF THE ISSUES 

1. Whether the district court correctly construed the claim term 

“disparate digital databases” where it was undisputed that the term had no pre-

existing customary and ordinary meaning and the court adopted the definition 

provided during prosecution? 

2. Whether the district court correctly held that “incompatible databases 

of different types” had the same meaning as “disparate digital databases” where the 

plaintiff asserted in the district court and continues to assert on appeal that the 

terms are synonymous? 

3.  Whether the district court correctly granted summary judgment of 

invalidity for lack of enablement where the plaintiff admits that the inventor could 

not practice the invention when he filed his patent application and required 

between 2,700 to 3,600 hours of post-filing experimentation and several failed 

attempts before he was allegedly able to do so?

04706.51984/5789174.11  x 
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INTRODUCTION 

 This appeal is VSi’s most recent attempt to expand its claims beyond the 

definition of “disparate digital databases” it provided during prosecution.  VSi 

added this limitation by amendment in response to a prior-art rejection and then 

provided a detailed definition.  Its expert testified that, outside the intrinsic 

evidence, the term had no customary and ordinary meaning.  The district court, 

therefore, correctly adopted the only meaningful guidance in the intrinsic evidence, 

the definition that VSi itself provided, which VSi stipulated establishes non-

infringement as a matter of law. 

 Under any construction of this term, even that which VSi has proposed, the 

claims are not enabled as a matter of law.  The district court correctly held that 

there was no dispute of material fact that a person of ordinary skill would require 

undue experimentation to practice the invention.  Despite the fact that VSi’s own 

expert characterized the inventor as one of “high” skill in the art, he could not 

practice the invention when he filed his patent application.  His subsequent 

experimentation required attempting and failing to implement the invention using 

various software products, “develop[ing] a whole new infrastructure,” and, by 

VSi’s own estimate, between 2,700 and 3,600 hours of work spread over several 

years before he had any program that allegedly could practice the invention.  The 
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district court correctly held that this undisputed evidence established that the 

specification did not enable practice of the claims. 

COUNTER STATEMENT OF FACTS 

VSi owns four related patents—U.S. Patent Nos. 6,877,006 (the “’006 

patent”); 7,167,864 (the “’864 patent”); 7,720,861 (the “’861 patent”); 

and 8,082,268 (the “’268 patent”)—all of which name Mark Vasudevan as the sole 

inventor.  The patents share a common specification and generally relate to 

methods and data storage media containing instructions for accessing and 

retrieving data from “disparate digital databases” and dynamically assembling that 

data into an online analytical processing (“OLAP”) cube.   

As VSi states, an OLAP cube is a multidimensional view of data that may be 

used to analyze data and answer business questions.  Br.9-10.  The data contained 

in the cube may come from more than one database.  Id. at 10.  When that is the 

case, the system requires a means for correlating the data in the separate databases.  
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In the prior art, this was commonly enabled through the use of “keys” 1 or “record 

identifier columns” that were shared by the multiple databases.2 

The inventor filed his first utility application on July 13, 2001.  A75.  The 

original claims recited the known task of generating OLAP cubes from “digital 

databases.”  A1879.  The Examiner rejected those broad claims in light of the prior 

art, and VSi filed an amendment in response that limited the invention to 

generating OLAP cubes from “disparate digital databases.”  A717.  In the 

accompanying Remarks, VSi defined this new term: 

The disparate nature of the above databases refers to the 
absence of compatible keys or record identifier (ID) 
columns of similar value or format in the schemas or 
structures of the database that would otherwise enable 
linking data within the constituent databases.   

A734.  VSi thus defined its invention as distinct from the prior art that relied on 

shared keys or record identifier columns to correlate data in different databases.  

Under this definition, the invention is limited to dynamically generating OLAP 

1   VSi’s expert stated that a key “refers to a domain or set of domains that 
serve to identify the records in database.  In a relational database, the word domain 
refers to column and includes the name of the column as well as the data contained 
in that column.”  A5421.  VSi states in its appeal brief that a key is “among other 
things, a column name or the data within a column (e.g., phone numbers) used to 
identify the rows of a database.”  Br.43. 

2   A record identifier column is “a column that contains keys or values such 
that the value in every row is different or unique or distinct.  So that the value in 
that particular row can be used as an unambiguous identifier for the row.”  A5429-
30; Br.43. 
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cubes from databases that have:  (1) an absence of compatible keys, (2) an absence 

of record identifier columns of similar value, and (3) an absence of record 

identifier columns of similar format in the schemas or structures that would 

otherwise enable linking data.   

It is undisputed that, at the time he filed the original application, the inventor 

did not know how to practice the invention on “disparate” databases.  At that time, 

he knew only the prior-art method of generating OLAP cubes from “digital 

databases.”  The inventor would later swear that, after filing his application, he 

spent at least two years and up to 3,600 hours working to allegedly practice the 

invention on “disparate” databases.”  Br.66.  Further, the inventor unsuccessfully 

experimented with several different pieces of database software, including the 

Jasmine database recommended by the specification, before he claims he was able 

to practice the invention.  A4141-42. 

In 2011, VSi filed complaints against MicroStrategy and TIBCO.  The cases 

were assigned to the same judge, who held a claim construction hearing and 

construed the term “disparate digital databases.”  The court held that the definition 

VSi provided during prosecution governed, and that the claim term therefore meant:  

“databases having an absence of compatible keys or record identifier columns of 

similar value or format in the schemas or structures that would otherwise enable 

linking data.”  A10. 
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After the close of expert discovery, VSi moved to strike the testimony of 

MicroStrategy’s experts.  A5589.  VSi argued that the district court’s claim 

construction should be rewritten as:  

[D]atabases are disparate if they lack (1) “compatible 
keys … in the schemas or structures that would otherwise 
enable linking data” OR (2) “record identifier columns of 
similar value … in the schemas or structures that would 
otherwise enable linking data” OR (3) “record identifier 
columns of similar … format in the schemas or structures 
that would otherwise enable linking data.” 

A5597 (emphasis in original).  VSi argued that MicroStrategy’s expert testimony 

should be excluded as inconsistent with VSi’s rewriting of the construction.  Id.  

Simultaneously, MicroStrategy moved for summary judgment that the claims were 

not infringed because the accused products required compatible keys and the 

claims were invalid for lack of enablement.   

The arguments on these motions made clear that the parties disagreed on the 

interpretation of the construction.  The district court therefore issued a “Claim 

Construction Clarification Order.”  A16-23.  Based on an analysis of the 

prosecution history and the plain language of the definition, the court held that 

disparate databases must have “an absence of compatible keys and an absence of 

record identifier columns of similar value and an absence of record identifier 

columns of similar format in the schemas or structures that would otherwise enable 

linking data.”  A23.  The court further held that the claim term “incompatible 
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databases of different types” as used in VSi’s related ’268 patent had the same 

meaning based on VSi’s representations that the terms were synonymous.  A17 n.3. 

VSi then stipulated to non-infringement.  A4726-31. 

The district court also granted MicroStrategy’s motion for summary 

judgment of invalidity based on lack of enablement.  A24-43.  In particular, the 

district court observed that it was undisputed that:  (1) the inventor could not 

practice the invention when he filed the patent specification, (2) the inventor 

admitted that he subsequently spent thousands of hours working to practice the 

invention, (3) that the specification’s Figures were screenshots from software that 

could not practice the invention, (4) that the patent taught the use of  Jasmine 

database, but the inventor failed at implementing the invention using that database; 

and (5) that the inventor experimented with other database software including 

Jasmine ii and Versant but failed to implement the invention with those programs. 

A39-40; A1940-41.  Based on this undisputed evidence, taken from the inventors’ 

own sworn statements, the court held that there was no material dispute of fact and 

the claims were not enabled.  A24-43. 

SUMMARY OF ARGUMENT 

The district court properly construed the terms “disparate digital databases” 

and “incompatible databases of different types.”  These constructions are dictated 

by VSi’s own definition provided during prosecution, its efforts to distinguish the 
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prior art, and its and its expert’s concessions that the two phrases were 

synonymous and had no customary and ordinary meaning outside the context of 

VSi’s patents.  Those constructions are fully consistent with, and required by, the 

intrinsic evidence. 

The court also properly granted summary judgment of invalidity based on 

lack of enablement.  The inventor admitted that he could not practice the invention 

when he filed the patent specification, that he tried and failed multiple times to 

design a system to practice the claims, that the system he ultimately devised did 

not use the Jasmine object database recommended by the specification, that the 

specification’s Figures were screenshots from software that did not practice the 

claims, and that it took the inventor between 2,700 and 3,600 hours of 

experimentation after filing his application to determine how to allegedly practice 

the invention.  These undisputed facts establish that the specification does not 

enable a person of ordinary skill in the art to practice the invention without undue 

experimentation. 

ARGUMENT 

I. STANDARD OF REVIEW 

This Court reviews a summary judgment and the construction of the claims 

de novo.  Lighting Ballast Control LLC v. Philips Elecs. N. Am. Corp., -- F.3d --, 

2014 WL 667499 (Fed. Cir. Feb. 21, 2014) (en banc); Ohio Willow Wood Co. v. 



 8 

Alps S. LLC, 735 F.3d 1333, 1341-42 (Fed. Cir. 2013).  The Court reviews 

application of the doctrine of judicial estoppel under the law of the regional circuit, 

in this case, for an abuse of discretion.  Biomedical Patent Mgmt Corp. v. Cal. 

Dept. of Health Servs., 505 F.3d 1328, 1341 (Fed. Cir. 2007). 

II. THE DISTRICT COURT CORRECTLY CONSTRUED “DISPARATE
DIGITAL DATABASES”

A. The District Court’s Construction Is Dictated by the Intrinsic
Evidence 

The inventor, acting as his own lexicographer, defined “disparate databases” 

during prosecution of the patents.  Prior to that, it was undisputed that the term 

lacked any customary and ordinary meaning outside the context of VSi’s patents, 

and the specification mentions the term only in passing.  That definition is 

therefore the most compelling evidence of the meaning of the term, and the district 

court correctly adopted it. 

1. VSi Defined “Disparate Databases” During Prosecution

VSi’s application for the ’006 patent broadly claimed dynamically 

assembling OLAP cubes from data retrieved from a “plurality of digital 

databases.”  A1879.  The Examiner rejected VSi’s claims in light of a prior art 

reference U.S. Patent 6,516,324 to Jones (“Jones”).  A707-14.  In response, VSi 

amended its claims to require that the databases be “disparate digital databases.”  

A717.  VSi’s expert conceded, however, that the phrase had no customary and 

ordinary meaning.  A5580-81;  A5653-56.  Therefore, in Section A of the Remarks 
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that accompanied this amendment, titled “Applicant’s Invention,” VSi defined the 

term:  

The disparate nature of the above databases refers to 
the absence of compatible keys or record identifier (ID) 
columns of similar value or format in the schemas or 
structures of the database that would otherwise enable 
linking data within the constituent databases.  An 
example of such a common key value is a social security 
number that would enable linking or relational database 
“join operations” on an individual’s personnel data with 
his or her insurance plan.  In embodiments of Applicant’s 
invention, such a common key value is not necessary.  
This disparate nature extends, for example, to the type of 
database (e.g. Oracle, IBM DB2, Microsoft SQL Server 
or Object Databases) and the structure, schema, and 
nature of the databases (i.e. type of data fields in various 
tables of the constituent databases). 

A734 (bold and italics added, underlining in original).  The statement that “[t]he 

disparate nature of the above databases refers to” indicates that VSi was providing 

a definition.  See, e.g., Linear Tech. Corp. v. ITC, 566 F.3d 1049, 1054 (Fed. Cir. 

2009) (holding that the patentee’s statement that “[a]s used herein, the term 

‘synchronously-switched switch’ refers to . . . ” constituted an express definition of 

the term “synchronously-switched switch”) (emphasis added).  That the phrase 

“refers to” connotes a definition to a person of skill in the art is demonstrated by 

the fact that, when VSi’s own expert sought to define the term “key” in his 

declaration, he did so by stating:  “To one of ordinary skilled [sic] in the art the 
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term key refers to . . . .”  A5421 (emphasis added); see also A2744 (VSi expert Dr. 

McLeod defining “federation” using the phrase “refers to”).3   

VSi then distinguished Jones from its invention.  In section B of its Remarks, 

titled “Jones et al.,” VSi explained, “Further the component databases in Jones et al 

rely on common keys that relate the data between the different tables and databases 

Col lines 8-60.”  A735 (emphasis added).  VSi continued in section C of its 

Remarks:   

Jones et al. does not disclose teach or suggest 
embodiments of Applicants invention as claimed in 
independent claims 1, 28, and 55.  In particular Jones et 
al. does not disclose teach or suggest in response to 
retrieval request accessing plurality of disparate digital 
databases (see A and B above) and retrieving with 
computer requested data from such databases. 

A736 (bold and italics added). 

That VSi intended to be bound by its narrow definition of “disparate 

databases” is beyond reasonable dispute.  It relied on the same definition during 

3   VSi’s reliance on Abbott Laboratories v. Syntron Bioresearch, Inc., 334 
F.3d 1343, 1355 (Fed. Cir. 2003) (Br.35) is inapt.  In Abbott, it was not disputed 
that the claim term “analyte” actually had a plain meaning.  Id. at 1354 (explaining 
customary meaning of “analyte”).  Further, the patentee presented two different 
“alternative definitions” for the term.  Id. at 1354-55 (“Because the specification 
provides two alternative definitions for the term at issue, the specification does not 
define the claim term in the manner required.”).  In this case, VSi only defined 
“disparate databases” once and then offered examples to illustrate characteristics 
of that defined “disparateness.”  A734.  Tellingly, the patentee in Abbott also used 
examples to describe the meaning of “analyte,” but this Court did not treat those 
examples as alternative definitions, as VSi proposes here.  334 F.3d at 1355. 
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the prosecution of the related ’861 patent.  A795-96.  VSi then distinguished the 

prior art, known as Spielman, as not disclosing that the data used to generate the 

OLAP cube was “accessed dynamically on demand directly from the disparate 

digital databases.”  A797 (emphasis in original). 

VSi now argues that it did not distinguish Jones based on whether it used 

“disparate databases,” but instead based on whether it accessed a “plurality” of 

databases.  Br.29-33.4  VSi, however, argued to the PTO that Jones had 

“component databases” (plural).  A735.  In any event, the prosecution history’s 

definition is binding whether or not it is used to distinguish prior art.  See 

Advanced Fiber Techs. (AFT) Trust v. J&L Fiber Servs., 674 F.3d 1365, 1372 (Fed. 

Cir. 2012) (“In reviewing these sources, if the specification or prosecution history 

defines a claim term, that definition shall apply even if it differs from the term’s 

ordinary meaning.”); Honeywell Inc., v. Victory Co. of Japan, 298 F.3d 1317, 

1323-25 (Fed. Cir. 2002) (adopting definition provided during prosecution even 

though that definition did not narrow the term to avoid prior art).   

In addition, had the claim term “plurality” been the sole basis for 

distinguishing Jones, there would have been no reason for VSi to amend its claims 

in response to the rejection to require that the “plurality of digital databases” also 

be “disparate” and to explain how Jones relied on common keys.  That VSi, in 

4   VSi ignores that it provided the same definition to distinguish Spielman. 
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addition, distinguished Jones on the basis that it used only a single database and 

not a “plurality” is irrelevant.  Andersen Corp. v. Fiber Composites, LLC, 474 F.3d 

1361, 1374 (Fed. Cir. 2007) (“An applicant’s invocation of multiple grounds for 

distinguishing a prior art reference does not immunize each of them from being 

used to construe the claim language.”).   

2. The Court Need Not Find a “Clear Disclaimer” of a
Customary and Ordinary Meaning Because No Such Meaning
Existed

VSi errs when it argues that this Court cannot look to the definition provided 

in the prosecution history unless that definition rose to the level of a “clear and 

unmistakable” disclaimer of a customary and ordinary meaning.  Br.27-28, 33, 35, 

37. As an initial matter, the definition is clear.  In any event, there is no “heavy

presumption” against disclaimer “where a disputed term lacks an accepted 

meaning in the art.”  Irdeto Access v. Echostar Satellite, 383 F.3d 1295, 1300 (Fed. 

Cir. 2004).  The relevance of the prosecution history, especially where the claim 

term lacks a customary and ordinary meaning, is not limited to simply seeking out 

and identifying “clear disavowals.”  Id.  Where there simply is no pre-existing 

“customary and ordinary meaning,” then the Court must look to the intrinsic 

evidence to discern its meaning.5  Indeed, during prosecution, the inventor may 

5   See Sunovian Pharms. v. Teva Pharms., 731 F.3d 1271, 1276-77 (Fed. Cir. 
2013) (where “essentially free” lacked a customary and ordinary meaning, looking 
to the “totality of the record evidence,” including the prosecution history and 
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even redefine a term that actually had a pre-existing customary and ordinary 

meaning by acting as his own lexicographer.  Advanced Fiber Techs. (AFT) Trust, 

674 F.3d at 1374 (“[T]he court correctly relied on a clear definition of a claim term 

set forth by AFT in the prosecution history.”); Teleflex, Inc. v. Ficosa N. Am. 

Corp., 299 F.3d 1313, 1325 (Fed. Cir. 2002) (patentee may act as his own 

lexicographer by providing a definition in the prosecution history).   

It is undisputed that there is no “customary and ordinary meaning” of the 

phrase “disparate digital databases” absent what can be gleaned from the intrinsic 

evidence.  In particular, VSi’s expert, Dr. Dennis McLeod, testified: 

[F]rom the person of ordinary skill in the art, there isn’t 
really very – the word ‘disparate’ for databases is not a 
term for which I have an understanding of a consistent 
use, in general. 

. . . . 

There is not a common understanding of the term 
“disparate databases” that is – exists, in general, outside 
of specific context where that term would be made more 
specific. 

specification to determine a meaning); Power Integrations, Inc. v. Fairchild 
Semiconductor Int’l, Inc., 711 F.3d 1348, 1361 (Fed. Cir. 2013) (“If . . . the claim 
term does not have an ordinary meaning, and its meaning is not clear from a plain 
reading of the claim, ‘we turn to the remaining intrinsic evidence, including the 
written description, to aid in our construction of that term.’”) (quoting Telemac 
Cellular Corp. v. Topp Telecom, Inc., 247 F.3d 1316, 1326 (Fed. Cir. 2001)); 
Honeywell Int’l Inc. v. Universal Avionics Sys. Corp., 488 F.3d 982, 991 (Fed. Cir. 
2007) (“Without a customary meaning of a term within the art, the specification 
usually supplies the best context for deciphering claim meaning.”). 
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. . . . 

The only – pretty much the only use of the term 
“disparate databases” that I have used or experienced is 
that – is in the context of the patents and with the court’s 
claim construction giving that term a specific meaning. 

A5580-81; A5653-56.  It is therefore not sufficient for VSi to point to some alleged 

ambiguity in the definition it gave the Examiner and argue that it must therefore be 

ignored in favor of a “customary and ordinary meaning.”  Absent the prosecution 

history, there is no accepted meaning of the term to apply whatsoever. 

Even were the district court required to find a “clear and unmistakable 

disclaimer” of some non-existent “customary and ordinary meaning,” the record 

more than supports such a finding.  To overcome the Jones rejection, VSi amended 

the claims to require that the recited databases be “disparate” (A717-32), and 

defined “disparate databases” as having (1) an absence of compatible keys, (2) an 

absence of record identifier columns of similar value, and (3) an absence of record 

identifier columns of similar format in the schemas or structures that would 

otherwise enable linking data (A734).  VSi then explained that Jones relied on 

compatible keys and argued that Jones did not disclose the use of “disparate 

databases.”  A734-36.  And VSi provided the same definition again in 

distinguishing Spielman.  A797.  See Computer Docking Station Corp. v. Dell, Inc., 

519 F.3d 1366, 1374 (Fed. Cir. 2008) (“[R]epeated and definitive remarks in the 
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written description could restrict a claim limitation to a particular structure.”).  The 

prosecution history is clear. 

3. The District Court Did Not “Crop” the Definition

VSi incorrectly argues that the district court “cropped” the examples of 

“disparateness” that VSi provided following its definition of “disparate databases.”  

Br.34-37.  The remainder of that paragraph, however, is consistent with and 

confirms the district court’s construction. 

The text immediately following the definition of “disparate digital 

databases” simply provides examples of databases not covered by VSi’s claims:   

An example of such a common key value is a social 
security number that would enable linking or relational 
database “join operations” on an individual’s personnel 
data with his or her insurance plan.  In embodiments of 
Applicant’s invention, such a common key value is not 
necessary.   

A734 (emphasis in original).  VSi’s own underlining in this example demonstrates 

the clear distinction that the invention, unlike the cited prior art, relates to 

databases that do not have common keys.  VSi now erroneously interprets the 

patents to read on embodiments that share common keys. 

VSi argues that the above statement is irrelevant because it describes 

“embodiments” of the invention.  Br.29.  This argument fails for at least two 

reasons.  First, the definition that VSi provided defines “disparate databases” as 

lacking, among other things, compatible keys.  A734.  Thus, all embodiments must 
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lack compatible keys.  The fact that the prosecution history states that 

“embodiments” lack common key values is therefore true and fully consistent with 

that definition.  Second, VSi distinguished Jones based on its lack of common keys. 

See CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366-67 (Fed. Cir. 

2002) (“[A] claim term will not carry its ordinary meaning if the intrinsic evidence 

shows that the patentee distinguished that term from the prior art on the basis of a 

particular embodiment . . . .”). 

VSi also cites the last sentence of the paragraph containing the definition to 

argue that the definition is not limiting and must extend to databases of different 

vendors.  That sentence states: 

This disparate nature extends, for example, to the type of 
database (e.g. Oracle, IBM DB2, Microsoft SQL Server 
or Object Databases) and the structure, schema, and 
nature of the databases (i.e., type of data fields in various 
tables of the constituent databases). 

A734.  As the district court reasoned, nothing in the construction precludes 

databases from different vendors from being “disparate.”  A9-10.  Databases from 

different vendors may be disparate when they (as they may often) have:  (1) an 

absence of compatible keys, (2) an absence of record identifier columns of similar 

value, and (3) an absence of record identifier columns of similar format in the 

schemas or structures that would otherwise enable linking data.  The sentence cited 
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by VSi simply provides some examples of how some of the elements of that 

definition may be satisfied.   

First, this quotation states that the “disparate nature” extends to the “type of 

database” and the “structure” and “schema.”  VSi contends that databases of 

different “types” may have different schemas.  Br.27, 46.  Therefore, databases of 

different “types” may often have “an absence of record identifier columns of 

similar format in the schemas or structures that would otherwise enable linking 

data.”  Thus, databases that differ in these manners may satisfy one elements of the 

definition, but would still require an absence of compatible keys and an absence of 

record identifier columns of similar value to be disparate. 

Second, the statement observes that the “disparate nature” extends to the 

“type of data fields.”  The district court found that the “data field” was part of the 

“schema” of the database.  A4 n.4.  And VSi argues that databases with different 

data types have different schemas.  Br.46.  Thus, databases with different data 

fields may have an “absence of record identifier columns of similar format in the 

schemas or structures that would otherwise enable linking data.”  To be disparate 

however, those databases would still require an absence of compatible keys and an 

absence of record identifier columns of similar value. 
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4. The Mere Fact that Databases Are Made By Different Vendors
Does Not Render Them “Disparate”

VSi argues that vendors often use proprietary database management systems 

(“DBMS”).  Br.34.  According to VSi, the data in databases with different DBMS 

may be “inaccessible” to one another.  The prosecution history does not, however, 

define “disparate databases” as databases whose data are “inaccessible” to one 

another.  It defines the phrase to mean databases that have:  (1) an absence of 

compatible keys, (2) an absence of record identifier columns of similar value, and 

(3) an absence of record identifier columns of similar format in the schemas or 

structures that would otherwise enable linking data.  Databases that use different 

DBMS may satisfy all three elements of this definition, but nothing in the intrinsic 

evidence supports a finding that the use of different DBMS necessarily satisfies all 

three. 

Nor, contrary to VSi’s argument, does the mere fact that databases are made 

by different vendors even show that their data is inaccessible to one another.  

Br.34-35.  A figure in VSi’s own appeal brief notes that there are open source 

DBMS that any vendor can use.  Br.15.  Even VSi’s expert, Dr. McLeod, would 

not opine that all vendors used different DBMS’s or that all databases from 

different vendors necessarily lacked compatible keys.  A4806.  VSi’s other expert, 

Dr. Cardenas, testified that “the key point” of the invention was that “the data 

values and the data types will not coincide” and not merely that “the manufacturers 
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are different.”  A2970.  And during reexamination, VSi explained that “disparity” 

must be determined by “how data is internally stored within the database” and not 

something else, like who made the database or how it is branded.  A2104. 

VSi’s argument that the fact that the data in databases with different DBMS 

are allegedly “inaccessible” to one another is also refuted by the prosecution 

history.  During reexamination of the ’006 patent, the Examiner issued a rejection 

in light of a reference called Bogrett.  In response, VSi argued that Bogrett did not 

disclose the use of “disparate databases” simply because the databases were 

accessed differently: 

However one of ordinary skill in the art would 
understand that the type of protocol used to connect to 
one or more databases does not imply anything about 
the disparateness of those databases as individual 
members of set of compatible (i.e., non-disparate) 
databases could nevertheless employ different connection 
protocols.   

A2104 (emphasis added).  Thus, VSi argued that the fact that these databases were 

inaccessible using one another’s protocols was not sufficient to render them 

disparate.   

B. The District Court Correctly Interpreted the Definition 

The district court’s interpretation of the construction was proper and well 

supported by the prosecution history and basic canons of legal interpretation.  In its 

claim construction order, the district court noted “Should any of the terms 
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contained in the construction set forth above require further clarification such 

matters may be resolved later in the proceedings.”  A10.  Although VSi attacks the 

district court for “rewrit[ing]” or “rewording” the previously issued construction 

(Br.5, 37), VSi itself urged the district court to rewrite the construction to read: 

[D]atabases are disparate if they lack (1) “compatible 
keys … in the schemas or structures that would otherwise 
enable linking data” OR (2) “record identifier columns of 
similar value … in the schemas or structures that would 
otherwise enable linking data” OR (3) “record identifier 
columns of similar … format in the schemas or structures 
that would otherwise enable linking data.” 

A5597 (emphasis in original).  After hearing VSi’s argument, the district court 

rejected VSi’s proposed rewriting.  Instead, based on the prosecution history and 

the plain language of the definition, the court held that databases are disparate if 

they have:  (1) an absence of compatible keys, and (2) an absence of record 

identifier columns of similar value, and (3) an absence of record identifier columns 

of similar format in the schemas or structures that would otherwise enable linking 

data.  A23.   

1. The Prosecution History Supports the District Court’s
Interpretation

The prosecution history demonstrates that its definition contains three 

separate elements that each must be satisfied for databases to be disparate.  In 

response to the Examiner’s rejection in light of Jones, VSi amended its original 

claims to include the “disparate” limitation and provided its definition to overcome 
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the rejection.  A717; A734.  VSi then made clear that the failure to satisfy any one 

of the three elements in its definition meant that databases were not “disparate.”  In 

the same Remarks, VSi explained:  “An example of such a common key value is a 

social security number that would enable linking or relational database ‘join 

operations’ on an individual’s personnel data with his or her insurance plan.  In 

embodiments of Applicant’s invention, such a common key value is not 

necessary.”  A734 (emphasis in original).  VSi’s rewriting of the claim 

construction would read on many products in which a common key value is 

necessary.   

In the same Remarks, VSi again clarified that databases with common keys 

could not be “disparate” when it distinguished the Jones prior art.  After it defined 

“disparate digital databases,” VSi explained, “Further, the component databases in 

Jones et al. rely on common keys that relate the data between the different tables 

and databases.”  A735.  VSi then argued in Part C of its Remarks that Jones did not 

render its invention obvious in part because Jones did not access a plurality of 

disparate digital databases.  A736.  VSi did not argue or cite any evidence that the 

databases in Jones also lacked “record identifier columns of similar value” or 

“record identifier columns of similar format in the schemas or structures that 

would otherwise enable linking data.”  Instead, VSi thought it sufficient to simply 

point out the use of “common keys” between these databases and that this fact, by 
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itself, rendered the databases not “disparate.”  This prosecution history 

demonstrates that databases are not disparate simply by meeting one of the three 

elements of the definition. 

2. The Plain Language Supports the Court’s Interpretation

VSi argued in the district court that the plain language of the definition 

required that the absence of any one of the three listed elements would render 

databases disparate.  In response, the district court performed a detailed analysis of 

the definition’s plain language and correctly rejected VSi’s argument.  A22-23. 

The district court supported its analysis by citing the cannon of construction 

known as DeMorgan’s Law as support for its reading of the plain language of the 

definition.6  DeMorgan’s Law is a well accepted canon of construction for 

interpreting disjunctive statements.  Scalia & Bryan Garner, Reading Law: The 

Interpretation of Legal Texts (2012) at A5658.  The definition of “disparate digital 

databases” is a disjunctive list of elements preceded by a negation.  It requires an 

absence of [1] compatible keys, or [2] record identifier columns of similar value, 

or format in the schemas, or [3] record identifier columns of similar format in the 

schemas or structures that would otherwise enable linking data.  As explained by 

Scalia and Garner in their treatise: 

6   Although the court found that DeMorgan’s Law confirmed its 
construction, it made clear that “[t]he basis for the clarification adopted by this 
order is grounded in the prosecution history of the patents-in-suit as opposed to 
grammatical rules.”  A23. 
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After a negative, the conjunctive and is still conjunctive:  
Don’t drink and drive.  You can do either one, but you 
can’t do them both.  But with Don’t drink or drive, you 
cannot do either one:  Each possibility is negated.  This 
singular-negation effect, forbidding doing anything 
listed, occurs when the disjunctive or is used after a word 
such as not or without.  (The disjunctive prohibition 
includes the conjunctive prohibition:  Since you may not 
do any of the prohibited things, you necessarily must not 
do them all.)  The principle that “not A, B, or C” means 
“not A, not B, and not C” is part of what is called 
DeMorgan’s theorem. 

A5661 (fourth emphasis added).   

The authors also included the following illustration:   

Suppose the statute says: 
To be eligible for citizenship, you must prove that 
you have not (1) been convicted of murder; (2) 
been convicted of manslaughter; or (3) been 
convicted of embezzlement. 

An applicant proves #3—that he has never been 
convicted of embezzlement—but fails to prove that he 
has not been convicted of both murder and manslaughter.  
Is he eligible?  (No.)  Is the requirement that he not have 
done one of those things, or that he have done none?  (He 
must have done none.) 

A5662; see also Lawrence Solan, The Language of Judges 49-52, 58 (1993) 

(discussing use of DeMorgan’s Law).  In this example, each of the three elements 

is negated and every element must be satisfied for a person to be “eligible for 

citizenship.” 

Application of DeMorgan’s Law to the definition of “disparate databases” 

confirms that the district court’s interpretation is supported by the plain and 
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ordinary meaning.  The definition requires an “absence of” three qualities 

separated by “or.”   

Databases with an absence of:  
(1)  compatible keys; or 
(2)  record identifier columns of similar value; or 
(3)  record identifier columns of similar format in the schemas or 

structures that would otherwise enable linking data. 

Applying DeMorgan’s Law “each element is negated.”  Disparate databases cannot 

have any of the three elements.  A22-23.   

VSi makes five arguments why it contends that this canon does not support 

the district court’s construction.  First, VSi argues there are some “common-sense” 

examples of sentences to which the canon produces a counter-intuitive result.  

Br.39.  VSi’s argument simply establishes what has long been understood about 

canons of legal interpretation:  they must be applied in context and are not always 

dispositive in all cases.  See ERBE Elektromedizin GmbH v. Canady Tech. LLC, 

629 F.3d 1278, 1286 (Fed. Cir. 2010) (“‘[N]o canon of [claim] construction is 

absolute in its application.’”) (quoting Renishaw PLC v. Marposs Societa’ per 

Azioni, 158 F.3d 1243, 1248 (Fed. Cir. 1998)).  The fact that VSi can imagine 

colloquial sentences to which application of a canon of construction is 

inappropriate does not render reliance on the canon reversible error when used to 

interpret technical documents like a patent or its prosecution history. 
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Second, VSi argues that the plain meaning of “or” is disjunctive.  Br.40.  

MicroStrategy agrees.  Semantic canons elucidate the plain meaning; they do not 

change it.  As explained in Scalia & Garner, DeMorgan’s Law is one illustration of 

the fact that disjunctive and conjunctive sentences can be equivalent.  A5661 (“The 

principle that ‘not A, B, or C’ means ‘not A, not B, and not C’ is part of what is 

called DeMorgan’s theorem.”). 

The cases VSi cites construing the meaning of “or” as disjunctive are 

irrelevant.  Br.40.  Those cases do not precede the disjunctive with a negative, such 

as “absence of.”  They, therefore, did not concern an application of DeMorgan’s 

Law.  See, e.g., Schumer v. Lab. Computer Sys., 308 F.3d 1304 (Fed. Cir. 2002).  

Moreover, in Schumer, the claim recited that two parts of the claimed system were 

not congruent because “one of the following elements is different” and then recited 

a list of three elements.  Id. at 1311-1312.  Under the plain claim language, only 

“one” of the listed elements was necessary to render the systems incongruent.  

Similarly, in Kustom Signals, Inc. v. Applied Concepts, Inc., the pertinent claim 

language did not have a “negation” before the “or.”  Instead, it read “A method . . . 

comprising the steps of . . . searching said components in memory for the 

component that meets preselected magnitude or frequency criteria.”  264 F.3d 

1326, 1329-30 (Fed. Cir. 2001) (emphasis in original). 
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VSi also argues that United States v. One 1973 Rolls Royce, 43 F.3d 794, 

814 (3d Cir. 1994), supports its interpretation, but that decision explained:  

“Whether requirements in a statute are to be treated as disjunctive or conjunctive 

does not always turn on whether the word ‘or’ is used; rather it turns on context.”  

Id. at 815  (emphasis added).  The Third Circuit continued:  “For example, if a 

statute provides that ‘no cars or motorcycles are allowed in the park,’ a person 

trying to keep a vehicle out of the park need only show that the vehicle is either a 

car or a motorcycle.  From that perspective the statute is disjunctive.  On the other 

hand, a person trying to bring a vehicle into the park must show both that it is not a 

car and that it is not a motorcycle.”  Id.  That case simply confirms that “no canon 

of construction is absolute in its application.”  Renishaw, 158 F.3d at 1248.   

Third, VSi relies on extrinsic expert testimony to argue that “[i]f databases 

have just one of the examples of disparateness stated in VSi’s amendment to the 

PTO, that sole disparity will prevent linking data (absent special software to 

reconcile the disparity).”  Br.40.  Expert opinion testimony on claim construction, 

however, is “in general less reliable than the patent and its prosecution history.”  

Phillips v. AWH Corp., 415 F.3d 1303, 1318 (Fed. Cir. 2005).  Where, as here, an 

analysis of the prosecution history resolves the issue, consideration of litigation 

driven expert opinion is not appropriate.  
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VSi’s expert testimony is also contrary to the intrinsic evidence.  VSi stated 

during prosecution simply that “a common key value” like a social security 

number, “would enable linking or relational database ‘join operations’.”  A734   

Thus, it is not the case that the absence of any one of the three elements of the 

district court’s construction “will prevent linking data,” because the presence of 

one of them, common keys, would enable linking data.  Thus, linking would only 

be prevented if the databases lack all three elements (including common keys).  

Further, even if VSi’s expert testimony is credited, VSi did not define “disparate 

databases” to mean “databases that cannot be linked without special software.”   

Fourth, VSi argues that application of DeMorgan’s Law can sometimes be 

ambiguous.  Br.41.  This simply demonstrates that no canon of construction is 

absolute, resolves all ambiguities, or is applicable in all situations.   

Fifth, VSi again argues that alleged ambiguities preclude finding of 

prosecution history disclaimer.  Br.42.  But as explained above, the Court need not 

find a disclaimer of some “customary and ordinary meaning” to look to the 

prosecution history for guidance on claim meaning, especially where (as here) 

there is no customary and ordinary meaning of the term outside the intrinsic 

evidence to disclaim.  
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3. The Interpretation of the Construction That VSi Argued to the
District Court Was Nonsensical

VSi presented a different and untenable interpretation of the construction to 

the district court.  In this appeal, VSi argues that the entire point of “disparate” 

databases is that they are “incompatible” and cannot be joined without “special 

software to reconcile the disparity.”  Br.40.  But in the district court, VSi argued 

that the construction should be interpreted to mean: 

[D]atabases are disparate if they lack (1) “compatible 
keys … in the schemas or structures that would otherwise 
enable linking data” OR (2) “record identifier columns of 
similar value … in the schemas or structures that would 
otherwise enable linking data” OR (3) “record identifier 
columns of similar … format in the schemas or structures 
that would otherwise enable linking data.” 

A5597 (emphasis in original).  Under VSi’s interpretation, the presence of any one 

of these qualities “would otherwise enable linking data.”  VSi’s interpretation, 

therefore, would have included databases even if they had one of the above 

properties that would, by definition, “otherwise enable linking data.”  But VSi now 

contends that the entire point of “disparity” is that it means that databases cannot 

be linked “absent special software.”  Br.40.   

Realizing its error, VSi has now apparently abandoned this interpretation of 

the construction for purposes of this appeal and apparently no longer contends that 

the feature described in each element of the definition must “otherwise enable 

linking data.”  But VSi cannot urge reversal by advocating a different 
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interpretation of the claims on appeal than it presented to the district court.  

Digital-Vending Servs. Int’l LLC v. Univ. of Phoenix, 672 F.3d 1270, 1273 (Fed. 

Cir. 2012) (“[A] party may not introduce new claim construction arguments on 

appeal or alter the scope of the claim construction positions it took below.”) 

(quoting Conoco, Inc. v. Energy & Envtl. Int’l LC, 460 F.3d 1349, 1358-59 (Fed. 

Cir. 2009)).   

C. VSi’s Construction of “Disparate Databases” Is Unsupported and 
Erroneous 

The district court correctly rejected VSi’s litigation driven construction of 

“disparate databases.”  VSi argues that “disparate databases” means “incompatible 

databases with different schemas.”  Br.44-50.  While it is true that disparate 

databases must be “incompatible” in some sense, the prosecution history defines 

specifically what that incompatibility is.  VSi ignores that definition and 

manufactures a vague and incomplete construction out of whole cloth.   

1. VSi’s Construction Is Not Supported by the Specification

The specification does not state that “disparate databases” are “incompatible 

databases with different schemas.”  Outside of the claims, the patent uses the term 

“disparate” only once, when it states:  “While current software products can 

perform complex collation and correlation of data derived from large and disparate 

set of databases, the databases have to be preconfigured at the design-time of the 

information systems.”  A98, 1:43-46.  This statement is equally consistent with the 
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district court’s construction and says nothing about what makes a database 

“disparate.” 

VSi instead relies on the following statement in the specification, which 

does not mention “disparate databases”: 

The present invention for the first time assembles an 
OLAP (online analytical processing) view of data (i.e., an 
OLAP cube) at run time in response to data query by user 
by accessing plurality of incompatible source data bases. 

A98, 2:38-42.  But this statement is fully consistent with the district court’s 

construction.  VSi does not contend that the district court’s construction excludes 

embodiment that accesses a “plurality of incompatible source databases.”  Indeed, 

the district court’s construction requires the databases in question to be 

incompatible in several ways, including by having an absence of compatible keys, 

an absence of record identifier columns of similar value, and an absence of record 

identifier columns of similar format in the schemas and structures that would 

otherwise enable linking data.  VSi agrees that such databases would be 

“incompatible.”  Further, this statement says nothing about disparate databases 

having “different schemas,” and therefore does not support that portion of VSi’s 

construction. 

VSi next argues that its construction is dictated by the statement that the 

invention can operate on databases containing different “types” of data.  Br.46.  

Again, the district court’s construction is fully consistent with an invention that 
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operates on databases with different types of data, so long as the elements of the 

definition of “disparate” are met.  Further, VSi’s proposed construction is not 

“databases with different ‘types’ of data.”  Instead, VSi seeks a construction that 

requires “different schemas.”  The portions of the specification VSi cites do not 

even use the word “schemas.”  VSi attempts to bridge this gap between “type of 

data” and “schema” by citing an extrinsic expert declaration and a dictionary 

definition of “schema.”  Br.46.  The page of the report that VSi cites does not even 

mention “database types” or “data types,” much less equate that concept with a 

database’s schema.  A4889.  And the dictionary definition of “schema” doesn’t 

even contain the word “type.”  A419.  Further, to the extent use of different “data 

types” is reflected in the databases’ schemas, as VSi contends, that concept is 

captured by the district court’s requirement that disparate databases must have an 

absence of record identifier columns of similar format in the schemas and 

structures that would otherwise enable linking data. 

2. VSi’s Construction Is Not Supported by the Prosecution History

VSi is also incorrect when it contends that the prosecution history supports 

its construction.  Br.46-47.  VSi primarily relies on statements by the Examiner 

during reexamination of the ’006 and ’864 patents that the patent describes a 

method “which access a plurality of incompatible databases.”  A507.  Again, the 

district court’s construction is fully consistent with embodiments that access 
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“incompatible databases.”  Indeed, databases that meet the district court’s 

construction would have a high degree of incompatibility.   

VSi also contends that its construction flows from its statement during 

prosecution that: 

This disparate nature extends, for example, to the type of 
database (e.g. Oracle, IBM DB2, Microsoft SQL Server 
or Object Databases) and the structure, schema, and 
nature of the databases (i.e., type of data fields in various 
tables of the constituent databases). 

Br.47.  This statement, however, does not even use the word “incompatible” and 

lists “schemas” along with several other characteristics of databases, including 

structure, nature, and type.  VSi fails to explain why its construction cherry picks 

only the word “schema.”  And, as stated supra, this statement is fully consistent 

with the district court’s construction. 

3. VSi’s Extrinsic Evidence Is Irrelevant

VSi argues that MicroStrategy marketing documents state that its product 

can access “disparate” data sources and that a thesaurus states that “incompatible” 

is a synonym for “disparate.”  Br.48.  This Court has “viewed extrinsic evidence in 

general as less reliable than the patent and its prosecution history in determining 

how to read claim terms, for several reasons,” and this Court has cautioned that 

“undue reliance on extrinsic evidence poses the risk that it will be used to change 

the meaning of claims in derogation of the ‘indisputable public records consisting 
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of the claims, the specification and the prosecution history,’ thereby undermining 

the public notice function of patents.”  Phillips, 415 F.3d at 1318-19 (quoting 

Southwall Techs., Inc. v. Cardinal IG Co., 54 F.3d 1570, 1578 (Fed. Cir. 1995)).  

This is especially true where the extrinsic evidence was not “created at the time of 

patent prosecution for the purpose of explaining the patent’s scope and meaning.”  

Id. at 1318.   

MicroStrategy’s marketing documents are especially irrelevant.  “[T]he use 

of language in marketing materials often means something quite different from the 

language used in a patent.”  Scantibodies Lab., Inc. v. Immutopics, Inc., 374 F. 

App’x 968, 971 (Fed. Cir. 2010) (nonprecedential).  VSi does not contend that 

these documents were drafted at or near the time of the priority date of the patents, 

presents no evidence that the author used the word “disparate” in the same manner 

as VSi defined it in the prosecution history, or that the author is even a person of 

ordinary skill in the art.  Those documents do not even purport to define 

“disparate,” but instead state only in passing that MicroStrategy’s products can be 

used with disparate data sources.  A4799, A4820-21.    

VSi’s reliance on a non-technical thesaurus fares no better.  VSi cherry picks 

the word “incompatible” from among the twenty-five different synonyms listed for 

the word.  A1098-99.  Many of these synonyms are wholly irrelevant to any 

possible potential meaning of “disparate” as used in the claim term “disparate 
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databases,” such as “at odds,” “far cry,” “like night and day,” and “uneven.”  Id.  

Particularly in the face of VSi’s clear definition of “disparate databases” discussed 

above, these non-technical synonyms have no bearing on the specific technical 

meaning of the term in the context of the asserted claims.  Phillips, 415 F.3d at 

1318 (explaining that non-technical extrinsic publications are less reliable than 

intrinsic evidence because they are “written by or for skilled artisans and therefore 

may not reflect the understanding of a skilled artisan in the field of the patent”).7 

Finally, VSi argues that different defendants from VSi's prior case stipulated 

to VSi’s preferred construction of “disparate databases.”  VSi conceded that 

MicroStrategy is not bound by claim constructions adopted by other defendants, 

whose products may work in wholly different manners and for whom the 

interpretation of this claim term may not have been material.  A1199. 

III. THE DISTRICT COURT CORRECTLY CONSTRUED
“INCOMPATIBLE DATABASES OF DIFFERENT TYPES”

The district court correctly held that the phrase “incompatible databases of

different types” as used in the ’268 patent had the same meaning as the phrase 

“disparate digital databases” as used in VSi’s related patents.  VSi in fact argued in 

the district court and continues to argue in this appeal that “disparate” and 

7   In any event, MicroStrategy does not dispute that “incompatible 
databases” and “disparate databases” are synonyms, which the district court itself 
held.  See infra at III.A.  That does not, however, answer the question of what 
those terms mean. 
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“incompatible” are synonymous.  This conclusion is well supported by the 

prosecution history and VSi’s own representations during litigation.  Indeed, 

throughout this litigation and even this appeal, VSi has continued to maintain that 

the terms are synonymous and states quite clearly the “meaning of ‘disparate’ is 

synonymous with ‘incompatible.’”  Br.48.  It cannot now claim that the district 

court erred by accepting that same argument, equating the terms, and holding that 

VSi was estopped from arguing otherwise.  

A. There Is No Dispute that Incompatible Databases Is 
Synonymous With Disparate Databases 

As VSi itself argues, the specification equates “disparate databases” and 

“incompatible databases of different types.”  Br.45-46.  Thus, there is no dispute 

that, even under de novo review, the terms are synonymous.   

VSi itself marshals the evidence that the terms mean the same thing.  VSi 

first notes that the patents describe “the present invention” as accessing “a plurality 

of incompatible source data bases.”  Br.45.  VSi also agrees that it equated 

“disparate databases” and “incompatible databases of different types” during 

prosecution and that, during reexamination of the ’006 and ’864 patents, the 

Examiner agreed.  Br.46-47.  Further, in the reexamination of the ’006 patent, VSi 

distinguished prior art for failing “to disclose the use of a ‘plurality of disparate 

[i.e., incompatible] databases,” thus equating the two terms.  A2077.   



 36 

VSi also argued to the district court that the prosecution history of the ’268 

patent “equated ‘disparate digital databases’ with ‘incompatible databases’” 

because the Examiner issued an obviousness-type double patenting rejection.  

A289.  Further, in the current reexamination of the ’268 patent, which claims the 

use of “incompatible databases,” VSi stated that the patent “disclose[s] 

dynamically creating . . . an OLAP cube containing live data from disparate source 

databases.”  A2034.  See Edwards Lifesciences LLC v. Cook Inc., 582 F.3d 1322, 

1329 (Fed. Cir. 2009) (“The interchangeable use of the two terms is akin to a 

definition equating the two.”). 

VSi argues that “generally” a definition of a claim term during prosecution 

of a parent application will not affect the meaning of a different claim term in a 

child application.  Br.53.  While that may be true as a general proposition, it 

certainly is not true when the prosecution history shows that the patentee 

subsequently equated the two terms and argued repeatedly that they are synonyms 

during both prosecution of the child application and litigation.   

Thus, there is no dispute that the district court correctly held that 

“incompatible databases” and “disparate databases” should receive the same 

construction.   
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B. VSi Has Waived Any Argument that the District Court’s Claim 
Construction Was Erroneous 

To the extent that VSi contends that the meaning of “incompatible 

databases” is anything other than the definition it provided for “disparate 

databases” during prosecution or that the terms are not synonymous, any such 

claim construction argument is waived.  See Schindler Elevator Corp. v. Otis 

Elevator Co., 593 F.3d 1275, 1282 n.1 (Fed. Cir. 2010) (refusing to allow appellant 

to attack construction argued for in district court). 

In its opening brief, VSi fails to even articulate what it believes the correct 

construction should be.  Instead, it argues that “this term need not be construed” 

(Br.52) despite the fact that the parties clearly dispute its scope.  VSi’s contention 

that the Court should not construe this term is error.  As this Court stated in O2 

Micro Int’l, Ltd. v. Beyond Innovation Tech. Co., Ltd., 521 F.3d 1351, 1361 (Fed. 

Cir. 2008): 

A determination that a claim term ‘needs no 
construction’ or has the ‘plain and ordinary meaning’ 
may be inadequate when a term has more than one 
‘ordinary’ meaning or when reliance on a term’s 
‘ordinary’ meaning does not resolve the parties’ dispute.  
In this case, for example, the parties agreed that ‘only if’ 
has a common meaning, but then proceeded to dispute 
the scope of that claim term, each party providing an 
argument identifying the alleged circumstances when the 
requirement specified by the claim term must be satisfied 
(e.g., at all times or during steady state operation).  In this 
case, the ‘ordinary’ meaning of a term does not resolve 
the parties’ dispute, and claim construction requires the 
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court to determine what claim scope is appropriate in the 
context of the patents-in-suit. 

Here, the parties vigorously dispute the scope of “incompatible databases of 

different types,” specifically what type of “incompatibility” is required.  

Construction is therefore required.  VSi has waived its opportunity to provide a 

construction of “incompatible databases of different types” because it has not 

offered one in its opening brief.  Advanced Magnetic Closures, Inc. v. Rome 

Fastener Corp., 607 F.3d 817, 833 (Fed. Cir. 2010) (“This court has consistently 

held that a party waives an argument not raised in its opening brief.”).  

Accordingly, VSi has waived any challenge to the district court’s construction. 

C. VSi’s Attack on the District Court’s Estoppel Ruling Is Misguided 

VSi argued in the district court that “disparate databases” and “incompatible 

databases of different types” were synonymous.  A287-91; A949-51.  In its claim 

construction ruling, the district court adopted VSi’s view and held that the terms 

shared a common meaning.  A7 n.5.  VSi changed course, however, when the 

district court issued a construction of “disparate databases” that demonstrated non-

infringement.  VSi then began arguing that “incompatible databases of different 

types” meant something other than “disparate databases.”  A5553.  The district 

court rejected that position, held that the terms were synonymous and that VSi was 

estopped from arguing to the contrary.  A17 n.3.  But in this appeal, VSi flips again 

and argues that the terms are synonymous, as the district court held.  The district 
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court’s ruling was therefore not an abuse of discretion, and judicial estoppel 

provides an alternative basis to affirm the district court’s construction of 

“incompatible databases.” 

The district court’s construction of “incompatible databases” can therefore 

also be affirmed on the independent ground that VSi was judicially estopped from 

arguing that the term was not synonymous with “disparate databases.”  VSi fails to 

demonstrate that the court’s estoppel ruling is an abuse of discretion because it has 

not shown that the district court applied the wrong legal rule or that its application 

was illogical, implausible or without support in inferences from the record.  See 

Milton H. Greene Archives, Inc. v. Marilyn Monroe LLC, 692 F.3d 983, 992-93 

(9th Cir. 2012). 

Inconsistent Position:  As discussed above, VSi argued during claim 

construction (as it continues to do so in this appeal) that “incompatible” and 

“disparate” are synonymous.  A287-91; A949-51.  VSi claimed that during 

prosecution, the PTO equated “disparate databases” with “incompatible databases” 

and urged the district court to do likewise.  A289; A949-53.  VSi explained that 

“not once, not twice, not three times, but four separate times in connection with the 

reexaminations the PTO examiner referred to our invention as having a ‘plurality 

of incompatible databases,’ which, of course, is a reference to the disparate 

databases.”  A2026-27.  
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Then, after the district court adopted a construction of “disparate databases” 

that was unfavorable, VSi changed course and argued that “incompatible 

databases” actually meant something different than “disparate databases.”  A5553-

54. Thus, VSi’s attempt to later argue that “incompatible databases” did not equate

to “disparate databases” was inconsistent with the position it took at claim 

construction (and continues to take now) that the terms are synonymous.  See 

A289-91; A950-51.  The district court’s determination that VSi had flip-flopped on 

the issue of whether “disparate databases” and “incompatible databases” are 

synonyms was therefore not an abuse of discretion. 

Success in Prior Proceeding:  The district court did not abuse its discretion 

in concluding that VSi succeeded in urging that “incompatible” databases meant 

the same thing as “disparate” databases.  In its claim construction order, the district 

court agreed with VSi and rejected the argument that “VSi intended ‘incompatible’ 

to mean something other than ‘disparate.’”  A7 at n.5.   As the court noted, “VSi 

succeeded in having its position adopted.”  A17 n.2 (emphasis in original).   

VSi argues that it did not succeed because the district court adopted 

MicroStrategy’s construction of “disparate databases,” even though it accepted 

VSi’s position that “incompatible” was synonymous with “disparate.”  Br.52.  The 

fact that VSi did not prevail on the different claim term “disparate databases” does 

not demonstrate that the district court abused its discretion when it found that VSi 
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prevailed on its position that the intrinsic evidence equates “incompatible” with 

“disparate.”8  VSi did not argue that the terms were synonymous if and only if the 

court accepted its construction of “disparate databases.” 

Unfair Advantage:  To this date, VSi continues to argue, on one hand, that 

“disparate databases” equates to “incompatible databases,” but on the other hand, 

that “incompatible databases” does not equate to “disparate databases.”  VSi’s 

argument is that the terms mean the same thing if, and only if, its definition of 

“disparate databases” during prosecution is disregarded.  The district court judge, 

who participated in the claim construction proceedings, heard extensive oral 

argument from VSi at claim construction and summary judgment, and was 

therefore familiar with VSi’s strategic posturing, was well within his discretion in 

finding that judicial estoppel applied. 

IV. THE COURT PROPERLY GRANTED SUMMARY JUDGMENT OF
INVALIDITY FOR LACK OF ENABLEMENT.

The district court properly granted summary judgment that the claims were

not enabled based on undisputed evidence that:  (1) the inventor was a person of 

8   Harris Corp. v. Ericsson Inc., 417 F.3d 1241, 1252 n.2 (Fed. Cir. 2005) 
relied on by VSi, is inapposite.  Harris involved application of judicial estoppel in 
the first instance on appeal, not a review under an abuse of discretion standard.  Id.  
Harris also refused to find estoppel “[b]ecause Ericsson is advocating the same 
concept as it did in the district court.”  417 F.3d 1241, 1252 (Fed. Cir. 2005).  To 
the extent VSi is arguing that “incompatible databases of different types” means 
something other than “disparate databases,” it is taking a different position than it 
did in the district court.   
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extraordinary skill in the art; (2) at the time that he filed the initial application, he 

could not practice the invention; (3) the patent’s Figures are screenshots of 

software that did not practice the invention; (4) the inventor made several failed 

attempts and took an additional 2,700 to 3,600 hours of work specifically focused 

on the problem of dynamically generating OLAP cubes from disparate databases 

before he claims his prototype software was able to do so; and (5) that prototype 

ended up using different software than the patent specification recommended.  This 

undisputed evidence more than establishes lack of enablement as a matter of law. 

Section 112 requires that the patent claims to be enabled.  Enablement is a 

question of law for the court.  Auto. Techs. Int’l., Inc. v. BMW of N. Am., Inc., 501 

F.3d 1274, 1281 (Fed. Cir. 2007).  “To be enabling, the specification of a patent 

must teach those skilled in the art how to make and use the full scope of the 

claimed invention without ‘undue experimentation.’”  ALZA Corp. v. Andrx 

Pharms., LLC, 603 F.3d 935, 940 (Fed. Cir. 2010) (quoting Genentech Inc. v. Novo 

Nordisk A/S, 108 F.3d 1361, 1365 (Fed. Cir. 1997).   

As this Court has explained on its way to affirming summary judgment of 

lack of enablement: 

If an inventor attempts but fails to enable his invention in 
a commercial product that purports to be an embodiment 
of the patented invention, that is strong evidence that the 
patent specification lacks enablement.  Substantial doubt 
concerning the enablement of the invention was cast by 
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the inventors in this case.  The district court so 
concluded, and we have no reason to disagree.  

Ormco Corp. v. Align Tech., Inc., 498 F.3d 1307, 1319 (Fed. Cir. 2007) (emphasis 

added).  The desire to practice the invention combined with the inability to do so at 

the time of filing is strong evidence that “undue experimentation would be required 

to enable practice of the claims.”  AK Steel Corp. v. Sollac and Ugine, 344 F.3d 

1234, 1244-45 (Fed. Cir. 2003) (affirming summary judgment of lack of 

enablement where the patentee was unable to implement the invention at the time it 

filed the application and the application taught away from certain embodiments 

that fell within the scope of the claims). 

The time that the inventor required following the filing of his application 

before he can practice the invention can be dispositive.  This Court has, for 

example held that experimentation was unreasonable as a matter of law where 

eighteen months to two years’ work was required to practice the patented 

invention.  White Consol. Indus., Inc. v. Vega Servo–Control, Inc., 713 F.2d 788, 

791 (Fed. Cir. 1983); see also Convolve, Inc. v. Compaq Computer Corp., 527 F. 

App’x 910, 930-31 (Fed. Cir. 2013) (unpublished) (affirming summary judgment 

of non-enablement where inventor testified he was unable to implement the 

invention four years after filing his application); In re Ghiron, 442 F.2d 985, 992 

(C.C.P.A. 1971) (a development period of “many months or years . . . does not 
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bespeak a routine operation but of extensive experimentation and development 

work”).   

A. The Inventor Claims He Required an Additional 2,700 to 3,600 
Hours of Experimentation To Practice the Invention 

The undisputed evidence, as recited in VSi’s own brief, demonstrates that 

the claims are not enabled.  VSi concedes that, at the time Mr. Vasudevan filed his 

first utility application on July 13, 2001, he had failed at “dynamically assembling 

OLAP cubes using ‘disparate databases.’“  Br.66.  Mr. Vasudevan nevertheless 

filed his application because the original claims only required the much simpler 

task, known in the prior art, of dynamically generating OLAP cubes from “digital 

databases,” i.e., databases that could have compatible keys.  A1879.  After Mr. 

Vasudevan claims he discovered how to practice his invention on disparate 

databases, he amended the claims to require this feature.  A717; A2561.  Mr. 

Vasudevan did not, however, amend the application’s specification to disclose his 

new method.   

Early versions of Mr. Vasudevan’s software “did not support accessing 

multiple disparate databases.”  A2906.  He stated:  “Around September or October 

of 2000, I attempted to use Jasmine to connect to disparate databases that were 

separate and apart from the Jasmine object database.”  A2560, A2016-2017.  The 

patent teaches that the preferred method of operation is to use the Jasmine object 

database.  Br.68; A100, 6:30-33.  But Mr. Vasudevan was unable to implement the 
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invention using Jasmine because he found that it could not “federate data” that 

would “allow [him] to connect to disparate databases.”  A2531-32; A2560; A2926-

29; A2946-48. 

Mr. Vasudevan then, according to his own declaration, engaged in two more 

years of experimentation before he could practice the invention.  His declaration 

states that he started working in 2001, after filing his application, on implementing 

the invention using a different piece of software called Jasmine ii.  A2560.  Mr. 

Vasudevan concedes that he “was unsuccessful” A2560-61, and failed “in getting 

federation to work with Jasmine ii” A1940-41.  He then attempted to use “a 

different object database from Versant Corporation,” but that version of his 

software also did not practice the invention because it did not access disparate 

databases.  A1942; A2531-32; A2561; A2929.  According to Mr. Vasudevan, he 

did not complete a version of his software that practiced the invention until “late in 

2003” more than two years after filing his first utility application, after several 

iterations of his software, and after “develop[ing] a whole new infrastructure to 

support the capability.”  A2019; A2561; A2929.   

Mr. Vasudevan calculated the time it took him to implement the 

“dynamically assembling OLAP cubes from disparate databases” feature after he 

filed his application.  A2562.  It took him “approximately 2 calendar years” of 

work to develop a program that could “dynamically assemble OLAP cubes using 
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disparate databases.”  A2561.  He “typically worked between 60 and 80 hours per 

week” and “90% of [his] time on MIDaS-related activity” and devoted 

approximately 50% of the time he “spent with MIDaS working on adding the 

functionality to dynamically assemble OLAP cubes using disparate databases.”  

A2561-62.  According to VSi’s own calculation (which assume a 50-week year 

without explanation), this amounts to 2,700 to 3,600 hours of work.  Br.66.9 

This is not 2,700 to 3,600 hours of routine work of a person of ordinary skill 

in the art.  VSi’s expert testified that Mr. Vasudevan was “very qualified,” “top 

line,” “an innovator,” of “high skill in the art” and even “more than that.”  A4067.  

9   A timeline of the inventor’s development work is provided below: 
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The undisputed evidence therefore shows that some of “high skill in the art,” with 

the patent specification in hand, required at least 2,700 to 3,600 hours of additional 

work to even allegedly practice the invention.  There is no dispute that the 

specification required undue experimentation for a person of only ordinary skill to 

practice the invention. 

B. The Wands Factors Confirm the Lack of Enablement 

VSi contends (Br.53) that the eight-factor test articulated in In re Wands, 

858 F.2d 731, 737 (Fed. Cir. 1988), creates a dispute of material fact.  As an initial 

matter, even the cases that VSi relies upon, such as Ormco Corp. v. Align Tech., 

Inc., 498 F.3d 1307, 1318 (Fed. Cir. 2007), have affirmed summary judgments of 

non-enablement without applying the Wands factors when the inventor attempted 

and failed to practice the invention after filing his patent application.10  In this case, 

rigid adherence to the Wands factors is particularly inappropriate because those 

factors are simply a means of approximating the amount of experimentation that 

would be necessary to practice the invention.  In this case, there is undisputed 

empirical evidence of the experimentation it actually took a person of high skill in 

10   See also Genentech, 108 F.3d at 1366 (reaching a determination of 
enablement without applying the Wands factors); In re Buchner, 929 F.2d 660, 
661-62 (Fed. Cir. 1991) (affirming lack of enablement without analyzing the 
Wands factors when “the elements at issue are integral to the practice of the 
invention and neither the application nor the prior art described their structure.”). 
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the art, specification in hand, to purportedly implement the invention.  Nonetheless, 

the Wands factors confirm invalidity. 

1. Wands Factor 1: Quantity of Experimentation Necessary.

The undisputed evidence shows that a great deal of experimentation was 

necessary to practice the invention.  VSi claims that the inventor, with 

specification in hand, took between 2,700 and 3,600 hours specifically working on 

the problem of dynamically generating OLAP cubes from disparate databases 

before he could practice the invention.  Br.66.  Mr. Vasudevan characterized this as 

“develop[ing] a whole new infrastructure to support the capability.”  A2929. 

VSi argues that the Cardenas declaration creates a dispute as to whether this 

number of hours is “undue.”  Br.65.  Dr. Cardenas’ entire opinion on the amount of 

experimentation is: 

I understand that another factor to consider when 
determining whether experimentation is “undue 
experimentation” that precludes enablement is (1) the 
quantity of experimentation necessary.  I understand that 
Mr. Vasudevan spent about one man-year singlehandedly 
developing the technology for dynamically assembling 
an OLAP cube using data from disparate databases (as 
opposed to non-disparate databases) within 
commercially-ready software product.  In my opinion 
that quantity of experimentation is not undue. 

A2557.  This Court has rejected far more detailed expert testimony on enablement 

as conclusory.  Auto. Techs., for example, held that expert testimony on 

enablement failed to create a disputed issue of fact where it did not “discuss what 
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types of tests would need to have been conducted” or “provide any detail on how 

to adapt the existing technology” to practice the invention.  501 F.3d at 1284.  Here, 

Dr. Cardenas asserts, without explanation, that “about one man-year” of work is 

not “undue experimentation,” but provides none of the information called for by 

Auto. Techs.  Further, there is no evidence that Dr. Cardenas was even aware that 

VSi contended that “about one man year” actually meant up to 3,600 hours of work.   

Nor, contrary to VSi’s argument, did the district court ignore the fact that Mr. 

Vasudevan was working on a commercial embodiment.  Br.65.  VSi’s own hours 

calculations do not include all the time Mr. Vasudevan was working on that 

software.  Instead, VSi’s calculation includes only the time Mr. Vasudevan worked 

on the specific problem of dynamically generating OLAP cubes from disparate 

databases.  Br.66.  As the inventor explained, his estimates excluded time “(A) 

developing other features; (B) testing and implementing bug fixes; and (C) 

implementing performance enhancements.”  A2562. 

2. Wands Factor 2: Amount Of Guidance Presented

The second Wands factor, the amount of direction or guidance presented, 

confirms invalidity.  The specification could not provide substantial guidance 

because its author did not know how to practice the invention when he wrote it.   

VSi cites the specification’s use of various buzzwords, such as the use 

“correlation parameters,” “object identifiers,” and an “alias file” in a “serialized 
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file.”  Br.58-59.  But the specification provides no guidance on what these 

“parameters” or “object identifiers” should be (other than compatible keys) or how 

they could be used to dynamically generate OLAP cubes from disparate databases.  

As Mr. Vasudevan’s own failed attempts demonstrate, this description provides, at 

best, “only a starting point, a direction for further research.”  Auto. Techs., 501 

F.3d at 1284.  Mr. Vasudevan testified that he had to “develop a whole new 

infrastructure” after filing his patent application.  A2929. 

Indeed, VSi’s own brief confirms that the specification does not teach how 

to build an embodiment that relies on “disparate databases.”  Instead, the 

specification only discloses the use of databases that use compatible keys to 

generate OLAP cubes.  The portions of the specification that VSi cites describes 

using a “correlation parameter” to enable linking databases: 

In one embodiment, the “correlation parameter” 
corresponding to primary data in a first disparate 
database (such as the name of the column) is used to 
search for similar correlation parameters in a second 
disparate database.  Id. (citing ‘006 7:41-57; 7:64-8:7; 
8:14-17).  The most closely related correlation 
parameters from the second database are then used as a 
query to identify data in the second database that is 
correlated to the primary data in the first database.  Id. 
(citing ’006 7:57-59; 8:17-19). 

Br.60 (emphasis added).  Thus, according to VSi, the correlation parameter can be 

“the name of the column” that is shared by the two databases.   
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Databases that use a shared column name to correlate data are not 

“disparate.”  A shared column name that is used to correlate data between two 

databases meets VSi’s own definition of the use of a “compatible key.”  VSi states 

in its brief that a “‘key’ refers to, among other things, a column name.”  Br.43.11  

But using a common key, such as a common column name, is not the claimed 

invention; it is the prior art.  It is instead teaching away from the claimed invention.  

This teaching away of a specification is strong evidence that the patent is not 

enabled.  See Liebel-Flarsheim Co. v. Medrad, Inc., 481 F.3d 1371, 1379 (Fed. Cir. 

2007) (affirming summary judgment of non-enablement where inventor could not 

make the invention and “the specification teaches away” from the invention); AK 

Steel, 344 F.3d at 1244-45 (affirming summary judgment of non-enablement, and 

stating “[w]e conclude that the specification is inadequate as a matter of law in that 

regard primarily because it expressly teaches against [the claimed invention]”).   

The patent also teaches away because it encourages the use of a database 

that the inventor experimented with but abandoned.  The patent suggests using “an 

11   Similarly, Dr. Cardenas stated:   

To one of ordinary skilled in the art the term “key” refers 
to a domain or set of domains that serve to identify the 
records in database.  In relational database the word 
domain refers to column and includes the name of the 
column as well as the data contained in that column. 

A5421 (emphasis added).  
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object database, such as Jasmine from Computer Associates.”  A100, 6:30-33.  Mr. 

Vasudevan testified that “[t]he Jasmine central object database/data warehouse is 

the only one MIDaS 2.0 used to perform its online analytical processing.”  A2560.  

MIDaS 2.0 did not practice the patents.  A2560.  “Beginning in the fall of 2001,” 

Mr. Vasudevan then began experimenting with Jasmine ii, a different program.  

A2560-61.  Thus, it was undisputed that the inventor redesigned his system to 

move away from the preferred embodiment to experiment with another method.  

Ultimately neither Jasmine ii nor the next attempt (using a Versant database) were 

able to practice the claimed invention.  A2531-32 (VSi conceding that the inventor 

made “unsuccessful attempts to use third party components (Jasmine and Versant) 

in his commercial embodiment”); A2538 (VSi conceding that the inventor 

“believed that Jasmine or Versant provided functionality that would shortcut his 

implementation time. . . .  They did not.”); A2560-61 (declaration of the inventor 

stating that versions of his software that used Versant, Jasmine, and Jasmine ii did 

not practice the invention).   

The specification also teaches away because the screenshots in its Figures 

are taken from software that could not practice the invention.  The inventor 

testified that the screenshots came from MIDaS 2.0, which did not practice the 

invention because it could not access “multiple disparate databases 
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simultaneously.”  A4009; see also A2560-61 (MIDaS 2.0 did not practice the 

patents).    

VSi argues that MIDaS 2.0 “did assemble OLAP cubes from ‘disparate 

databases.’”  Br.68.  But VSi concedes that the invention requires more than that.  

For example, the ’006 patent requires that the OLAP cube be assembled 

“dynamically on demand “ and enable “dynamically updating” the databases.  

A104.  VSi concedes that MIDaS 2.0 could not do this because it “practiced the 

prior art method . . . in which data from disparate databases was ‘relocated via an 

ETL process into a single repository’ and then assembled into static OLAP cubes.”  

Br.68.  Thus, there is no dispute that the screenshots in the patents are taken from 

software that did not practice the invention. 

3. Wands Factor 3: Existence Of Working Examples.

The third Wands factor, the presence or absence of working examples, 

demonstrates that the specification is not enabling.  There are no working examples 

in the specification, and VSi does not dispute that this factor weighs against 

enablement.  Br.70. 

4. Wands Factors 4 and 5: The Nature Of The Invention and the
State of the Prior Art

The fourth and fifth Wands factors demonstrate that the claims are not 

enabled.  Mr. Vasudevan testified that implementing the invention was a “fairly 

big” task.  A2017.  He claimed that Computer Associates, maker of the Jasmine 
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software, was unable to deliver on its promise to him to provide the ability to 

federate data from disparate databases in 1999.  A2014 (“There were capabilities 

that CA had told me that they would have in Jasmine by that time that I thought 

would be really useful -- data federation, for example -- to allow me to connect to 

disparate databases.  Those features weren’t there.”).   

Dr. Cardenas agreed that he had “known about that, about the challenges, the 

problems of disparate databases ever since probably the 1970’s.”  A2491.  But the 

problem remained unsolved:  

[G]etting data from disparate databases, distributed 
databases, it was really not known . . . how to really pull 
that out, how do you really get data that will be 
distributed in a – particularly in a disparate database 
environment, how to really gather all together…  So that 
was unknown. 

A2492.  He could not recall anyone ever claiming that they could “join 

incompatible databases” and if they had, he “probably would ask, ‘Really, can you 

do it how? . . . .  If I had, I probably would have said, ‘That’s interesting.  Tell me 

about it.  Let me see.”  A4489-90.  According to Dr. Cardenas “the question of 

how to deal with disparate databases was a new area to deal with” and “we really 

did not know very well how to deal with that.”  A2494-95.  Given that VSi’s 

expert claims that this was an “unknown” area, Section 112 requires the 

specification to provide a full disclosure of how to implement the invention.  See 

Auto. Techs., 501 F.3d at 1284 (“Given that side impact sensing was a new field 
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and that there were no electronic sensors in existence that would detect side impact 

crashes, it was especially important for the specification to discuss how an 

electronic sensor would operate to detect side impacts and to provide details of its 

construction.”). 

Dr. Cardenas likewise alleged that numerous companies had represented in 

marketing materials that they had the ability to access disparate databases, but in 

reality their software was unable to.  A2971-72.  Because of this history of failures 

in the prior art, Dr. Cardenas placed great emphasis on the importance of a 

working embodiment.  When asked what “evidence [he] would look to to 

determine whether or not someone was going beyond hand waiving and could 

actually do this?” he replied “One is you have an embodiment that says you have a 

prototype system.  Let me see if you can do it.”  A2971.  Those without working 

prototypes, he opined, were simply “hand waving, saying in words, yeah, I can do 

the join and I can deal with disparate databases.  Well the reality is:  Show me.  

Can the system do it or not?”  A2971.  It is undisputed that Mr. Vasudevan had no 

prototype and did not even claim that he could “do it” until years after he filed his 

application.  

VSi argues that the district court misapplied this factor because, according to 

VSi, assembling static OLAP cubes from disparate databases was previously 

known in the prior art.  Br.71.  But VSi cites no actual prior art that it contends 
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could do this, and instead relies solely on a conclusory and hearsay statement in the 

specification that does not identify what prior art a person of skill in the art should 

study to assist in practicing the invention or how that art could be modified to 

perform this step “dynamically” as the claims require.   

5. Wands Factor 6: Relative Skill Of Those In The Art

The district court accepted VSi’s characterization that the “relative skill 

level . . . [was] high.”  A73.  Because the relative skill in the art was deemed to be 

high and VSi’s expert described Mr. Vasudevan as one of “high skill” and even 

“more than that . . . an innovator” A4067, Mr. Vasudevan’s inability to reduce his 

own invention to practice suggests non-enablement.  A73.   

6. Wands Factor 7: Predictability of the Art

VSi contends that software is predictable and that this favors enablement.  

While that may be true in many cases, the undisputed evidence demonstrates that it 

took the inventor thousands of additional hours of experimentation and several 

failures before he claims he was able practice the invention.  Mr. Vasudevan’s 

failures to implement the invention through trial and error demonstrate that the 

field was not as predictable as VSi claims. 

7. Wands Factor 8: Breadth Of The Claims.

The breadth of the claims supports invalidity.  VSi broadly claimed using 

disparate databases to dynamically generate OLAP cubes.  The claims are not 

limited to using “correlation parameters” or a “serialized file,” as described in the 
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preferred embodiment.  VSi, in fact, argues for an even broader claim scope than 

that which the district court held was not enabled.  If VSi’s broad construction of 

“disparate databases” is adopted, the claims are even more invalid for lack of 

enablement.  Magsil Corp. v. Hitachi Global Storage Techs., Inc., 687 F.3d 1377, 

1381 (Fed. Cir. 2012) (“[A] patentee chooses broad claim language at the peril of 

losing any claim that cannot be enabled across its full scope of coverage.”).  

Accordingly, the breadth VSi perceives in “disparate databases” favors invalidity. 

VSi argues that the specification’s claim that it can access “any database 

type” is evidence that it enables the full breadth of the claims.  Br.75.  In addition 

to being wholly conclusory, the statement is hearsay.  Hendricks v. Ford Motor Co., 

No. 4:12cv71, 2012 WL 7958760 (E.D. Tex. Oct. 15, 2012).  If a conclusory 

assertion in the patent itself that the full scope of the claims is enabled can be 

credited at face value, the enablement requirement would be rendered toothless. 

Nor does Dr. Cardenas’ opinion provide substantial evidence that the full 

scope of the claims are enabled.  Br.75.  His opinion merely asserts the conclusion 

that the method could be performed on all types of databases.  A2720-21.  And, as 

described above, the method he claims the specification describes for doing this 

relies on compatible keys (i.e., “correlation parameters” that are column names) 

and therefore does not practice the invention. 
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8. The Wands Factors Overwhelmingly Favor Invalidity.

The Wands factors overwhelmingly show that the claims are not enabled. 

The district court correctly held that there was no dispute of material fact and these 

factors established non-enablement.   

C. Lack of Enablement Is Not Contingent on Affirming the Claim 
Construction 

VSi erroneously argues that, if this Court alters the claim construction, it 

must reverse the judgment of invalidity.  Br.53-54.  The construction that VSi 

argues for on appeal, however, would broaden the claims to encompass systems 

that dynamically generated OLAP cubes based on a wider variety of databases.  

The broader the claim, the more difficult the enablement standard is to meet.  See 

Liebel-Flarsheim Co., 481 F.3d at 1380 (“Liebel successfully pressed to have its 

claims include a jacketless system, but, having won that battle, it then had to show 

that such a claim was fully enabled, a challenge it could not meet.  The motto, 

‘beware of what one asks for,’ might be applicable here.”).  Because the 

specification does not enable the narrower claim scope, it does not enable the 

broader.12   

Further, Mr. Vasudevan testified that under either construction, he was 

unable to implement the invention until long after he filed his application.  He 

12   To the extent VSi contends that “incompatible databases” from the ’268 
patent means something broader than “disparate databases,” then the ’268 patent 
would be (even more) invalid for lack of enablement.   
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testified during VSi’s prior litigation that he had no embodiment until late 2003, 

just as he testified in this litigation.  A4462.  In that case, the parties stipulated that 

“disparate databases” meant “incompatible databases having different schemas,” 

the same construction VSi urges this Court to adopt.  Therefore, lack of 

enablement is demonstrated under either construction.   

V. THE WRITTEN DESCRIPTION REQUIREMENT PROVIDES AN 
ALTERNATIVE GROUND FOR AFFIRMANCE  

The district court held in the TIBCO case that the specification did not 

satisfy the written description requirement with respect to “disparate databases” 

limitations.  A68-70.  For the reasons stated in TIBCO’s appeal brief, the Court 

may also affirm the judgment of invalidity on this alternative ground. 

CONCLUSION 

The judgment should be affirmed. 

Date: March 27, 2014 
/s/ Sean Pak_______     
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