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i

CORPORATE DISCLOSURE STATEMENT

Pursuant to Fed. R. App. P. 26.1(a), Plaintiff-Appellant Moldex-Metric, Inc.

(“Moldex”) certifies that it has no parent corporation and that no public company 

holds ten percent or more of its stock.    
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INTRODUCTION

Plaintiff-Appellant Moldex-Metric, Inc. (“Moldex”), a family-owned, 

California-based business, has manufactured and sold earplugs since 1982.  One of 

Moldex’s key products is a distinctive green earplug, of which more than 1.6 

billion pairs have been sold.  Moldex’s specific shade of green (the “Green Color 

Mark”) has become well known and respected by consumers and competitors due 

to Moldex’s substantial marketing linking that shade with Moldex.  According to

one recent survey, relevant consumers identified these inexpensive and distinctive 

green earplugs as coming from a single source, and specifically identified the 

source by name as Moldex.

Rather than choosing another available color (including even another distinct 

shade of green), Defendant-Appellee McKeon Products, Inc. (“McKeon”) 

intentionally sought to confuse customers and to take advantage of Moldex’s 

investment in the Green Color Mark when it began selling an earplug with a green 

color that is virtually identical to the Green Color Mark:

Moldex’s Excerpts of Record (“ER”) 692.
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Moldex sued McKeon in the U.S. District Court for the Central District of 

California (King, J.) for trademark infringement under 15 U.S.C. § 1125(a)(3).

The district court granted summary judgment in McKeon’s favor based on the 

court’s conclusion that Moldex’s Green Color Mark is “functional” and therefore 

not eligible for trademark protection.  The court based this conclusion on an 

application of the “utilitarian” test of functionality.  Under that test, according to 

the district court, once a trademarked feature is determined to have a function, the 

inquiry is at an end and the court should not inquire into whether there are 

alternatives to the trademarked feature that serve the same function, such that 

granting protection to the trademarked feature will not hinder competition.  Thus, 

upon finding that Moldex’s Green Color Mark has a function (to make earplugs 

visible against skin), the court did not consider Moldex’s evidence that numerous 

alternative colors (equally or more visible against skin) are available to Moldex’s 

competitors, including several that have been registered by the U.S. Patent & 

Trademark Office (“USPTO”).

In applying the utilitarian test of functionality, the district court erred.  This 

Court clearly held, in Au-Tomotive Gold, Inc. v. Volkswagen of Am., Inc., 457 F.3d 

1062, 1064-74 (9th Cir. 2006), that a different functionality test (the “aesthetic”

test) applies in the case of trademarks of a color where the trademark has both 

source-identifying (here, that Moldex is the maker) and non-source-identifying 
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(here, that the earplugs are visible) features.  Under the aesthetic test, unlike the 

utilitarian test, a court must consider whether there are alternative colors that 

perform the same function.

Once the aesthetic test is applied here, and keeping in mind the posture of 

this case on McKeon’s motion for summary judgment, reasonable jurors could 

easily find that there are hundreds of alternative colors to Moldex’s specific green

color.  Many such colors are already on the market, and both Moldex’s and 

McKeon’s experts testified that there is a vast range of color shades (including 

even shades of green that are distinct from Moldex’s Green Color Mark) that are 

just as easily detectable as earplugs with Moldex’s Green Color Mark.  

The district court’s grant of summary judgment to McKeon not only 

contravenes precedent on the aesthetic test for functionality, it also undermines the 

policy of trademark law.  Moldex has invested substantial resources in developing 

an effective, noise-blocking earplug that is recognized by consumers as a Moldex 

earplug based on the earplug’s distinctive specific green color.  If McKeon is 

allowed to produce and to distribute virtually identical colored earplugs, it will be 

able to appropriate Moldex’s investment and to confuse consumers.  There is no 

countervailing competitive need to permit such conduct, for McKeon has hundreds 

of alternative color choices available to it and indeed already successfully sells a 

large array of colored earplugs.  The judgment below should be reversed.
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JURISDICTION

The district court had subject matter jurisdiction under 28 U.S.C. § 1331 

because this case involves claims under the Lanham Act, 15 U.S.C. § 1125(a)(3). 

This Court has jurisdiction 28 U.S.C. § 1291 to review the district court’s final

judgment, which was entered on February 15, 2013. ER1.  Moldex timely filed its

notice of appeal on March 14, 2013. ER14.

STATEMENT OF ISSUES

1. Did the district court err in granting summary judgment to McKeon 

that Moldex’s Green Color Mark is functional and therefore not eligible for 

trademark protection?

a. Did the district court err in applying the utilitarian test of 

functionality, when the Supreme Court and this Court have instructed that

product features like color should be analyzed under the aesthetic test of

functionality (which requires consideration of the number of alternatives)?

b. Applying the aesthetic test here, could reasonable jurors find 

that there are a sufficient number of alternatives to Moldex’s Green Color 

Mark that the Green Color Mark does not qualify as functional?

2. Even if the utilitarian test were applicable, did the district court err in 

finding Moldex’s Green Color Mark functional, where color in general on earplugs

serves only the incidental function of being visible, is not essential to the use of the 

Case: 13-55446     08/26/2013          ID: 8756786     DktEntry: 5-1     Page: 10 of 46



5

earplugs, and increases the cost and difficulty of manufacturing the earplugs 

compared to earplugs without color? 

STATEMENT OF THE CASE 

Moldex filed this suit for trademark infringement, dilution and unfair 

competition against McKeon on February 28, 2011.  ER1062.  After discovery, the 

parties filed cross-motions for summary judgment.  McKeon sought summary 

judgment based on the argument that the Green Color Mark is functional, and also 

on two alternative grounds.  Moldex, for its part, sought partial summary judgment 

that the Green Color Mark is not functional.  On February 15, 2013, the district 

court denied Moldex’s motion and granted McKeon’s motion on the ground that 

Moldex’s Green Color Mark is functional and thus not eligible for trademark 

protection.  ER11.  The court entered final judgment in McKeon’s favor on 

February 15, 2013.  ER1.  Moldex filed its notice of appeal on March 14, 2013.  

ER14.

STATEMENT OF FACTS 

A. Moldex’s Green Color Mark

The very first foam earplug Moldex began selling in 1982 used a specific 

and distinctive green color, which is now well known and respected by consumers 

and competitors.1  Moldex has continuously sold earplug products with the same 

                                          
1   Moldex has always used the same green color dye to manufacture its foam 
earplugs bearing the Green Color Mark.  ER939.
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green color to identify its products and to distinguish them from those made and 

sold by others.  See ER942. To date, Moldex has sold more than 1.6 billion pairs 

of earplugs with the Green Color Mark.  ER768.

To create public awareness of Moldex’s Green Color Mark, Moldex has 

expended substantial time, effort, and money advertising and promoting the Green 

Color Mark in conjunction with its earplugs in the United States and abroad.  

Moldex uses the Green Color Mark to identify its earplug products on all manner 

of materials, including Moldex’s website, the websites of Moldex’s distributors 

and resellers of earplug products, catalogs, brochures, advertisements in trade 

journals, magazines and catalogs, and print media.  See ER942.

As a result of Moldex’s promotional and marketing efforts, Moldex’s 

earplugs bearing the Green Color Mark have a strong reputation in the industry for 

being of extremely high quality.  Moldex’s earplugs bearing the Green Color Mark 

have been used by millions of people and viewed by many millions more.  See

ER768.  As a result, the Green Color Mark has become synonymous with Moldex 

and a key component of Moldex’s goodwill and reputation.2

                                          
2   Moldex’s expert conducted a survey on secondary meaning that demonstrates at 
least 28% of the prospective principal purchasers identifies products with the 
Green Color Mark as coming from a single source, and 55% of those individuals 
identifies the actual source of those products as Moldex.  ER70; see also ER112
(Expert Report of Howard Marylander finding secondary meaning associated with 
Moldex’s specific green color based on confusion level).  In addition, numerous 
distributors of earplugs recognize Moldex’s acquired secondary meaning in the 
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Moldex vigilantly polices the market to ensure that others do not capitalize 

on Moldex’s goodwill and trademark rights.  Moldex has enforced its Green Color 

Mark when third parties have attempted to use the same or confusingly similar 

green colors on earplugs.3 For example, Moldex has enforced its Green Color 

Mark against third parties such as Cabot Safety Corporation, Howard Leight,

Bilsom Group, Affirmed Medical, Aearo Corporation, Tasco Corporation, 

Gateway Safety, Inc., Fairway Import-Export, Inc. (dba “Lift Safety”), Radians, 

Inc. and SwedSafe AB (McKeon’s former manufacturer of the offending green 

earplugs). These third parties agreed, in most cases without a lawsuit being filed,

to cease and desist manufacturing, marketing, promoting, offering to sell and 

selling earplugs bearing the Green Color Mark.4 Although companies manufacture 

and advertise other green colors that are not confusingly similar to the Green Color 

Mark, to Moldex’s knowledge, no other company has lawfully used the specific 

                                                                                                                                       
Green Color Mark, including Andrew Mitchell of CCP Industries, Jeff Stauffer of
Stauffer Glove & Safety, Sandy Seidman of the Safety Zone, Dale Bermond of 
Cal-Olympic Safety, and Lari Rabe of AGRI-PRO Enterprises of Iowa, Inc. See 
ER19, 21, 23, 25, 27, and 29.
3   Moldex identified a small handful of green Pantone shades that are similar to the 
specific green Moldex uses with its earplugs that may be confusingly similar in 
response to McKeon’s interrogatory in this case.  However, the Pantone system of 
color has hundreds of other green shades that are not confusingly similar to 
Moldex’s green color.
4   ER761-62; see also ER945.
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and distinctive green color embodied in its mark for earplugs during the period 

from 1982 to the present.

Through these efforts, Moldex has enjoyed great commercial success selling 

its earplugs with the Green Color Mark. Moldex has sold approximately 

$191,917,123.77 in earplugs bearing the Green Color Mark from 1982 through 

2011. 5 Moldex’s advertising and promotional practices have also generated

immeasurable goodwill. For example, Moldex has participated in a variety and 

extensive number of trade shows to market the Green Color Mark.6 Moldex has 

also participated in an extensive cooperative advertising program and expended 

other resources in advertising related to the Green Color Mark.7  

In light of the secondary meaning associated with Moldex’s Green Color 

Mark (i.e., that the earplugs are Moldex-manufactured), McKeon’s sales of 

earplugs with a green color that is virtually identical to Moldex’s Green Color 

Mark is likely to cause great consumer confusion.  Moldex’s expert found 35% 

confusion between McKeon’s and Moldex’s earplugs among McKeon’s 

prospective purchasers.  ER112.  Other evidence demonstrates that McKeon knew 

of the Green Color Mark and willfully and intentionally copied the mark to exploit 

the secondary meaning in the specific green color used with Moldex’s earplugs, to 

                                          
5   ER768.
6   ER765-68.
7   See ER768, 944.
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take advantage of Moldex’s goodwill and reputation, and to confuse consumers. 

See, e.g., ER949.

B. Other Available Earplug Colors

Earplug manufacturers successfully market and sell earplug products in 

hundreds of colors.  Skin-toned color earplugs are generally advertised as blending

with skin.  See, e.g., http://www.conchahearing.com/custom-hearing-protection/

(“You can select a flesh tone to blend with your skin”); 

http://www.bodyjewelrysource.com/acrylic-fleshtone-double-flared-ear-plugs.html

(“plugs are fleshtone in color to try to better hide your plugs”).  Colored earplugs

(including Moldex’s specific green shade), all of which contrast with skin, are

often advertised in various ways as beneficial for observers to determine whether 

the user is wearing earplugs.  See, e.g., ER764 (Hornstein Decl. ¶¶ 20-24); ER31

(advertisement for orange 3M earplugs noting that the “[o]range fitting ring 

provides a guideline for proper fitting and visual compliance check”); ER34

(advertisement for yellow 3M earplugs noting the “bright yellow color which 

makes it easy to carry-out hearing protection compliance checks”); ER36

(advertisement for orange Uline earplugs noting that the orange color is “[e]asily 

seen for compliance checks”); ER47 (advertisement for blue Elvex earplugs noting 

that the blue color “makes it easy to monitor and enforce proper ear plug usage”).
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The USPTO has concluded on multiple occasions that a single or multi-color

earplug can be granted registered trademark protection despite this incidental 

function of color generally.  3M Company, for example, holds a long-standing 

trademark registration for a particular bright yellow shade:

See U.S. Reg. Ser. No. 73593430 (http://tsdr.uspto.gov/#case Number=73593430

&caseType=SERIAL_NO&searchType=statusSearch); ER183-331 (3M Yellow 

Trademark Prosecution File History).  More recently, the USPTO granted a 

registered trademark for a particular bright pink shade:

See U.S. Reg. Ser. No. 85330051 (http://tsdr.uspto.gov/#caseNumber=85330051

&caseType=SERIAL_NO&searchType=statusSearch).  The USPTO has also 
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granted a registered trademark for multi-color earplugs.  Moldex, for example, has 

a registered trademark on a random multi-color swirl pattern:

             

See U.S. Reg. Ser. No. 76347406 (http://tsdr.uspto.gov/#caseNumber=76347406

&caseType=SERIAL_NO&searchType=statusSearch); see also http://moldex.

smugmug.com/Hearing-Protection/Earplugs-Foam/4999976_xBJ6rb#!i=12501395

82&k=b5p5WS8. 

Indeed, McKeon itself successfully sells earplugs in numerous colors that

contrast with skin for easy detection:  
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See http://www.macksearplugs.com/category/sleeping-earplugs, last accessed on 

August 14, 2013; see also ER639 (undisputed that McKeon’s best selling earplugs 

are beige and teal); ER640 (undisputed that McKeon sells earplugs in other 

colors); ER1027-29 (Herman Dep. at 158:7-160:1) (McKeon’s National Sales 

Manager testifying that McKeon had success selling earplugs in white, sea foam 

green, hot pink, and beige); ER449-453 (McKeon Catalog); ER465, 467, 470-71

(McKeon Catalog); ER370-71, 383-84 (McKeon discovery responses).

C. The Parties’ Dispute

McKeon willfully and intentionally copied the Green Color Mark by 

purchasing foreign-manufactured earplugs bearing the Green Color Mark and 

importing them to the United States to directly compete with Moldex’s Green 

Color Mark earplugs. Moldex learned of McKeon’s infringement when McKeon 

approached Moldex to manufacture foam earplugs for McKeon.  In the spirit of 

building a business relationship, Moldex offered to manufacture another non-

infringing green color or any other color earplug for McKeon, so long as McKeon

agreed to stop importing and selling earplugs bearing the Green Color Mark. 

McKeon refused, and Moldex filed this suit.

In its Complaint, Moldex asserted that McKeon’s green earplugs, which are 

virtually identical to the Green Color Mark, infringe and dilute Moldex’s 

trademark, and that McKeon’s actions constitute unfair competition.  McKeon
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counterclaimed for declaratory relief that its imported earplugs with the Green 

Color Mark do not infringe or dilute Moldex’s trademark and that its actions are 

lawful. Following discovery, the parties cross-moved for summary judgment, with 

McKeon arguing, inter alia, that the specific green color of Moldex’s earplugs is 

functional and therefore not eligible for trademark protection.  According to 

McKeon, Moldex’s Green Color Mark has a “function” in certain situations, such 

as hunting or sleeping, where a person might want to see if a user has earplugs

inserted. McKeon argued that the district court should ignore, as supposedly 

legally irrelevant to functionality, that hundreds of other equivalent or superior

skin-contrasting colors perform the same function.

D. The District Court’s Decision

In an order entered on February 15, 2013, the district court accepted 

McKeon’s functionality argument and thus granted summary judgment to 

McKeon.  ER11.  In so ruling, the district court placed particular reliance on Disc 

Golf Ass’n, Inc. v. Champion Discs, Inc., 158 F.3d 1002 (9th Cir. 1998), which 

involved the utilitarian test of functionality.  ER3-7.  The district court did not 

discuss or apply the aesthetic test for functionality.8

                                          
8   McKeon argued in the district court that Moldex’s citation of cases applying the 
“aesthetic” test was inapplicable to the functionality analysis of the Green Color 
Mark.  ER702, 716.  
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Under the utilitarian test, the district court ruled, it is not necessary to 

examine whether there are sufficient alternatives to Moldex’s specific green color 

that McKeon (and others) could achieve the same function through use of other 

colors, without any impact on competition.  ER9.  More specifically, the court 

found it unnecessary to consider the existence of alternatives because the first three 

factors, in the opinion of the district court, weighed in favor of a finding of 

functionality:  “Here, … Plaintiff has failed to put forth evidence that, if 

uncontroverted, would entitle it to a directed verdict as to the first two factors, and 

the third factor is neutral. Thus, under Talking Rain [Beverage Co. v. South Beach 

Beverage Co., 349 F.3d 601 (9th Cir. 2003)], because the first three factors support 

a finding of functionality, the existence of alternative designs alone is insufficient 

to negate functionality.”  ER9.

Having found it unnecessary to consider the existence of alternative colors,

the district court did not give any weight to the unrebutted testimony of Moldex’s 

color expert, who explained that there are “hundreds of other colors, including 

hues between unique green and unique yellow that Defendant could choose from.”  

ER9 n.7 (internal quotations omitted); see also ER54.9 The district court did not

reach McKeon’s additional arguments for summary judgment, namely that

                                          
9   The district court took the parties’ cross-motions under submission without oral 
argument, thereby denying Moldex and its color expert any opportunity to appear 
in court to present these available alternatives in a live, visual format.
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(according to McKeon) there is no secondary meaning in Moldex’s Green Color 

Mark and no likelihood of confusion from McKeon’s identical green earplugs.

ER11 n.9.

SUMMARY OF ARGUMENT  

The district court’s grant of summary judgment to McKeon should be 

reversed for two independent reasons.  First, the court’s application of the 

“utilitarian” functionality test is incorrect because Moldex’s Green Color Mark is a 

color trademark that must be analyzed using the aesthetic functionality test under 

this Court’s decision in Au-Tomotive Gold, 457 F.3d 106, and the Supreme Court’s 

decision in Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159 (1995).  Analyzed 

under the aesthetic test, which unlike the utilitarian test requires the consideration 

of the number of alternatives to the trademarked feature, the Green Color Mark 

could be found non-functional by reasonable jurors because the undisputed 

evidence shows hundreds of alternative colors, such that competition is not 

hindered.  

Second, even if the utilitarian test were applicable here, the district court 

misapplied that test.  The court first erred in finding that color is essential to the 

use or purpose of sound-blocking earplugs.  The court also ignored the increased

cost and difficulty of manufacturing color earplugs and the existence of hundreds 

of alternative colors that perform the exact same non-essential function of being 

Case: 13-55446     08/26/2013          ID: 8756786     DktEntry: 5-1     Page: 21 of 46



16

visible to others as part of the overall functionality analysis.  Simply put, 

functionality is a question of fact and a reasonable fact-finder could find Moldex’s 

Green Color Mark non-functional on the evidentiary record.  See, e.g., Clicks 

Billiards v. Sixshooters, Inc., 251 F.3d 1252, 1261 (9th Cir. 2001) (reversing grant 

of summary judgment on functionality where plaintiff had  “presented sufficient 

evidence of the … non-functional nature of its design … and the availability of 

alternative designs to clear the summary judgment hurdle”); see also Minn. Mining 

& Mfg. Co. v. Beautone Specialties, Co., 82 F. Supp. 2d 997, 1003 (D. Minn. 

2000) (functionality issue was inappropriate for summary judgment because “3M 

[had] introduced evidence … that any number of colors perform the job as well as 

or better than canary yellow and that protecting canary yellow via trademark law 

will foreclose defendants from nothing other than their ability to trade on the good 

reputation of the 3M POST-IT brand”).

STANDARD OF REVIEW

This Court reviews de novo the district court’s grant of summary judgment 

in favor of McKeon. See, e.g., Clicks Billiards, 251 F.3d at 1257 (so holding in the 

context of trademarks and functionality). Such review involves the application of 

the same standard applied by the district court under Fed. R. Civ. P. 56(c), under 

which the court views the evidence in the light most favorable to the nonmoving 

party (Moldex) and draws all reasonable inferences in that party’s favor. See id.  
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ARGUMENT

I. THE DISTRICT COURT ERRED IN ANALYZING MOLDEX’S
GREEN COLOR MARK USING THE UTILITARIAN, RATHER 
THAN THE AESTHETIC, TEST FOR FUNCTIONALITY

The district court erred in applying the utilitarian test of functionality, rather 

than the aesthetic test.  As confirmed by Au-Tomotive Gold, 457 F.3d at 1064-74,

and other precedent, the aesthetic test applies to a color that is likely to serve

primarily as a way of identifying the source of the product, and only secondarily to 

achieve some function.  Importantly, unlike the utilitarian test, the aesthetic test 

requires consideration of the number of alternatives to the trademarked feature 

(which in turn demonstrates whether competition will be impeded by granting 

trademark protection).  

Here, reasonable jurors could find Moldex’s Green Color Mark non-

functional under the aesthetic test because Moldex adduced substantial evidence of 

numerous color alternatives, many of which are already on the market and enjoy 

their own USPTO-granted registered trademarks.  The district court, having chosen 

the utilitarian rather than the aesthetic test, did not undertake that inquiry.  

Accordingly, reversal is warranted.

A. The District Court Erred In Applying The Utilitarian Test Rather 
Than The Aesthetic Test

“The functionality doctrine prevents trademark law, which seeks to promote 

competition by protecting a firm’s reputation, from instead inhibiting legitimate 
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competition by allowing a producer to control a useful product feature.”  Qualitex, 

514 U.S. at 164; see also id. (“It is the providence of patent law, not trademark 

law, to encourage invention by granting inventors a monopoly over new product 

designs or functions for a limited time, after which competitors are free to use the 

innovation.”) (citations omitted).  Thus, if a feature proposed for trademark 

protection is deemed functional, it is not eligible for such protection.

The most frequently employed test of functionality, to be sure, is the 

utilitarian test applied by the district court below.  As this Court explained in Au-

Tomotive Gold:

Our long-standing test for functionality largely excluded aesthetic 
considerations, instead asking:  (1) whether the feature delivers any 
utilitarian advantage, (2) whether alternative designs are possible, (3) 
whether advertising touts utilitarian benefits of the feature, and (4) 
whether the feature results in economies in manufacture or use.  See 
Disc Golf Ass’n v. Champion Discs, Inc., 158 F.3d 1002, 1006-09 (9th 
Cir. 1998 (applying the four factors to conclude that the design of disc 
golf holes was utilitarian).

Au-Tomotive Gold, 457 F.3d at 1072 n.8.  Although this test’s second factor 

inquires into the existence of alternative designs, that factor cannot trump the other 

factors if the other factors point to a finding of functionality but should 

nevertheless be considered as part of the overall functionality analysis.  See id.

(“[In Talking Rain, 349 F.3d at 603-04], [w]e noted that ‘the existence of 

alternative designs cannot negate a trademark’s functionality,’ but the existence of 

alternative designs ‘may indicate whether the trademark itself embodies functional 
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or merely ornamental aspects of the product.’”).  In other words, the utilitarian test 

effectively presumes that trademark protection of a functional feature will harm 

competition and thus should not receive that protection.10

However, as to a sub-category of features (principally, colors) whose effect 

is likely to be primarily source-identifying and only incidentally functional, the 

utilitarian test would sweep too broadly in denying trademark protection for all 

colors based on the slimmest allegation of function.  Accordingly, courts, including 

this Court in Au-Tomotive Gold, have devised the aesthetic functionality test, under 

which, rather than presuming from the feature’s function that it would harm 

competition, a court must make that determination on a case-by-case basis, 

“inquir[ing] whether protection of the feature as a trademark would impose a 

significant non-reputation-related competitive disadvantage.”  Au-Tomotive Gold, 

                                          
10   Disc Golf, cited in the block-quoted passage in text and relied upon by the 
district court below (ER3-7), illustrates application of the utilitarian test.  Disc Golf 
did not involve a color trademark, but rather a particular parabolic shape of disc 
entrapment device that was used in the game of frisbee golf.  After expiration of 
the plaintiff’s utility patent on the device, the defendant began manufacturing a 
similarly shaped device, and the plaintiff sued for trademark infringement.  The 
defendant argued that the plaintiff was impermissibly attempting to extend its 
expired utility patent to maintain a monopoly over the particular parabolic shape 
device that, given the prior patent, served a utilitarian function by allowing frisbee 
golf players to see more clearly when a disc was successfully thrown into the 
entrapment device.  Because the previously patented parabolic shape was directly 
related to the function of the device, the Disc Golf court analyzed the claimed mark 
using the utilitarian test and found that the above factors, especially the existence 
of a prior utility patent, demonstrated that the parabolic shape was functional.  See 
Disc Golf, 158 F.3d at 1005-10.
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457 F.3d at 1072; see also Paramount Farms Int’l LLC v. Keenan Farms Inc., No. 

2:12-cv-04163-SVW-E, 2012 WL 5974169, at *4 (C.D. Cal. Nov. 28, 2012) 

(under the aesthetic test, “the court must proceed … [to] prob[e] whether the 

feature in question perform[s] some function such that the exclusive use of [the 

feature] would put competitors at a significant non-reputation-related 

disadvantage”)  (emphasis added; internal quotation marks omitted).

Although color trademarks are not necessarily the only trademarks subject to 

the aesthetic test, they are the principal examples discussed by the case law.  Three 

of the four precedents cited by Au-Tomotive Gold to illustrate the scope of the 

aesthetic test involved color trademarks:

In practice, aesthetic functionality has been limited to product features 
that serve an aesthetic purpose wholly independent of any source-
identifying function.  See Qualitex, 514 U.S. at 166, 115 S.Ct. 1300 
(coloring dry cleaning pads served nontrademark purpose by avoiding 
visible stains); Publications Int’l Ltd. v. Landoll, Inc., 164 F.3d 337, 
342 (7th Cir. 1998) (coloring edges of cookbook pages served 
nontrademark purpose by avoiding color “bleeding” between pages); 
Brunswick Corp. v. British Seagull Ltd., 35 F.3d 1527, 1532 (Fed. Cir. 
1994) (color black served nontrademark purpose by reducing the 
apparent size of outboard boat engine).

457 F.3d at 1073.11

                                          
11  Au-Tomotive Gold’s fourth example did not involve a color, but a pattern.  See 
457 F.3d at 1073 (describing Pagliero v. Wallace China Co., 198 F.2d 339 (9th 
Cir. 1952), with the following parenthetical: “(china patterns at issue were 
attractive and served nontrademark purpose because ‘one of the essential selling 
features of hotel china, if, indeed, not the primary, is the design’)”).
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Qualitex, the first precedent cited by Au-Tomotive Gold, is instructive.  

Qualitex involved a trademark on “a special shade of green-gold color on … pads 

… for use on dry cleaning presses.”  514 U.S. at 161.  One manufacturer, who had

obtained a trademark registration for the color from the USPTO, brought suit 

against a competitor who began using “a similar green gold.”  Id.  The Court found 

the color eligible for trademark protection and specifically rejected the 

competitor’s functionality defense.  Id. at 164.  The Court found both a source-

identifying and a functional aspect to the green-gold color.  As to the former, 

“customers identified the green-gold color as Qualitex’s.”  Id. at 166.  As to the 

latter, the green-gold color helps “to avoid noticeable stains” on the press pads.  Id.  

Under the aesthetic test of functionality, the existence of this incidental function 

did not preclude trademark protection; instead, the Court affirmed the district 

court’s finding that there is “no competitive need in the press pad industry for the 

green-gold color, since other colors are equally usable.”  Id. (internal quotation 

marks omitted; emphasis added); see also, e.g., SLB Toys USA, Inc. v. Wham-O, 

Inc., 330 Fed. App’x 634, 636 (9th Cir. 2009) (unpublished) (“SLB’s successful 

use of bright orange on its own slide (as opposed to its packaging) defeats its 

argument that yellow is the only color that stands out against green grass or evokes 

the appropriate aesthetic response.”).12

                                          
12 The Second Circuit has similarly described the distinction between the 
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Here, as in the cases discussed in Au-Tomotive Gold, including Qualitex,

Moldex’s specific green color primarily serves a source-identifying purpose 

(identifying the ear plugs as manufactured by Moldex) and incidentally serves a

non-trademark purpose (allowing others to see whether a person is wearing the 

earplugs).  Accordingly, the aesthetic test applies here, and the district court erred 

by applying the utilitarian test.  

The error plainly impacted the remainder of the district court’s analysis, 

because, applying the utilitarian test, the court reasoned that, “if the first three

[Disc Golf] factors support a finding of functionality, ‘the existence of alternative 

designs does not diminish these indicia of functionality.”  ER9 (quoting Talking 

Rain, 349 F.3d at 604); see also ER9 (“[U]nder Talking Rain, because the first 

three factors support a finding of functionality, the existence of alternative designs 

alone is insufficient to negate functionality.”).  Thus, even though, as explained 

above, the aesthetic test requires consideration of the number of alternatives, the 

                                                                                                                                       
utilitarian and the aesthetic tests.  In Fabrication Enters., Inc. v. Hygenic Corp., 64 
F.3d 53, 58 (2d Cir. 1995), the colors of color-coded exercise bands identified the 
source of the product, but also indicated increasing levels of resistance to the user, 
thus unmistakably performing a useful function.  The Second Circuit held, 
however, that “a finding that a color serves a useful non source-identifying 
function … is in fact only the starting point for analysis of whether protecting the 
color … would restrain competition unduly.” Id. Based on Qualitex, the Second 
Circuit endorsed the ability of the color coding to serve as a trademark, because the 
“dispositive issue is whether that benefit [(i.e., showing resistance levels)] may be 
achieved by alternative means.” Id. at 61.
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district court did not meaningfully engage in that analysis.  As explained below, 

under the aesthetic test, reasonable jurors could easily find that ample alternatives 

to Moldex’s Green Color Mark exist (and therefore that competition would not be 

hindered by providing trademark protection to the mark), and the district court thus 

erred in granting summary judgment to McKeon.  

B. Applying The Aesthetic Test, Moldex’s Green Color Mark Is Not 
Functional

As noted above, the aesthetic test requires consideration “whether protection 

of the feature as a trademark would impose a significant non-reputation-related 

competitive disadvantage.”  Au-Tomotive Gold, 457 F.3d at 1072; see also Valu 

Eng’g, Inc. v. Rexnord Corp., 278 F.3d 1268, 1276 (Fed. Cir. 2002) (“The 

existence of actual or potential alternative designs that work equally well strongly 

suggests that the particular design used by plaintiff is not needed by competitors to 

effectively compete on the merits.”) (emphasis added); Keystone Consol. Indus., 

Inc. v. Mid-States Distrib. Co., Inc., 235 F.Supp. 2d 901, 907 (C.D. Ill. 2002)

(“evidence that alternate designs existed that were available ... that would lead to 

the conclusion that copying [plaintiff’s] color placement design was not necessary 

for effective competition”); Maker’s Mark Distillery, Inc. v. Diageo N. Am., Inc., 

679 F.3d 410, 418-19 (6th Cir. 2012) (“[r]ed wax is not the only pleasing color of 

wax nor does it put competitors at a significant non-reputation related disadvantage 

to be prevented from using red dripping wax”) (internal citations omitted); Colur 
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World, LLC v. SmartHealth, Inc., 93 U.S.P.Q.2d 1690, 1695 (E.D. Pa. 2010) 

(finding that manufacturing of blue products in addition to claimed pink supported 

plaintiffs’ non-functionality burden and was enough to survive a motion to 

dismiss); DAP Products, Inc. v. Color Tile Mfg., Inc., 821 F. Supp. 488, 493 (S.D. 

Ohio 1993) (finding “red bucket is clearly not a functional feature ... This 

conclusion is supported by the fact that [the product] is packaged in other types 

and colors of buckets”).  Protection of Moldex’s Green Color Mark would clearly 

not impose a competitive disadvantage on others; at a minimum, reasonable jurors 

could find that it would not do so, which is the relevant standard on McKeon’s

motion for summary judgment.  Indeed, the evidence on this point is sufficiently 

conclusive that reasonable jurors could only find under the aesthetic test that the 

Green Color Mark is not functional, such that Moldex’s motion for partial 

summary judgment on this point should have been granted.  

There are hundreds, if not thousands, of alternative colors other than 

Moldex’s Green Color Mark, including other distinct shades of green.  ER54.  

Many of these available alternatives are already successfully sold by McKeon and 

other earplug manufacturers, including, for example, shades of sea foam, purple, 

pink, blue, orange, and white:  
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See http://www.macksearplugs.com/category/sleeping-earplugs, last accessed on 

August 14, 2013.13         

Indeed, McKeon conceded below that there are many green shades and other 

colors available besides Moldex’s Green Color Mark that would serve the function 

of being easily detectable by an observer.  See ER1024-26 (Herman Dep. at 

152:23-154:1) (McKeon’s National Sales Manager testifying that it is possible 

there were other shades of green that could be as effective as McKeon’s accused 

green color).  And McKeon’s expert, Dr. Green, testified that Moldex’s Green 

                                          
13   See also ER639 (undisputed that McKeon’s best selling earplugs are beige and 
teal); ER640 (undisputed that McKeon can, and does, sell earplugs in other colors); 
ER1027-29 (Herman Dep. at 158:7-160:1) (McKeon’s National Sales Manager 
testifying that McKeon had success selling products in white, seafoam green, hot 
pink, and beige); ER449-453 (McKeon Catalog); ER465, 467, 470-71 (McKeon 
Catalog); ER370-71, 383-84 (McKeon discovery responses); ER54 (Berns Decl.).
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Color Mark has a significant disadvantage compared to colors within the ANSI 

standard that both Moldex and 3M14 have agreed McKeon could use as non-

infringing alternative colors for its earplugs.  ER551-52 (Green Dep. at 157:12-

158:6); ER53-54, 60 (Berns Decl. and Exh. 3 thereto); ER637 (undisputed that 

proffered 80:1 color is within the ANSI standard); ER560 (Green Dep. at 181:13-

19).

The district court further erroneously suggested, in a footnote, that the 

various shades of color—e.g., green, many of whose shades Moldex does not seek 

to protect because they are plainly distinct from Moldex’s particular shade of 

green—should not count as different colors, and thus, contrary to Moldex’s 

evidence, that there are really only two available alternative colors:  “orange and 

yellow.”  Compare ER9 n.7 (district court’s opinion), with ER54 (Berns Decl. at 

¶ 14); ER1024-26 (Herman Dep. at 152:23-154:1) (McKeon’s National Sales 

Manager testifying that its possible there are other shades of green that could be as 

effective as McKeon’s facsimile of the Green Color Mark).  But the court did not

so suggest in the context of applying the summary judgment standard and granting 

summary judgment to McKeon.  Rather, the court used its finding only to conclude 

                                          
14   3M informed Moldex and McKeon that it does not object to McKeon selling a 
particular lime color distinct from the Green Color Mark, which McKeon’s own 
expert identified as having superior functional advantages. ER931 (8/31/2012 
Email from 3M).  Moldex likewise does not object.
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that “the existence of these [supposedly] limited alternatives would not entitle 

Plaintiff [Moldex] to a directed verdict as to the alternative designs factor.”  Id. 

(emphasis added).  The question on this appeal from the court’s grant of summary 

judgment to McKeon is not whether Moldex is entitled to a directed verdict, but 

rather whether reasonable jurors could find in Moldex’s favor after a trial.  See 

supra, at 16.  Reasonable jurors could clearly so find, relying on the evidence 

discussed above.

This finding is supported by numerous USPTO trademark registrations on 

specific colors used with earplugs with the very same inherent visibility 

characteristics as Moldex’s Green Color Mark.  For example, and as shown in the 

images above, the USTPO has granted trademark registrations for a particular 

yellow, pink, and random multi-color swirls used with earplugs, as recently as last 

year.  See supra, at 10-12.15

Decisions that apply the aesthetic test and find functionality under that test 

are inapposite because, unlike this case, they involved very few or inadequate 

alternative product designs.  In Brunswick Corp., 35 F.3d at 1531, for example, the 

                                          
15   The only contrary decision, apart from the decision of the district court below, 
is the Trademark Trial and Appeal Board decision in In re Howard S. Leight &
Associates, Inc., 39 U.S.P.Q.2d 1058, 1059 (1996), in which a registration for a 
particular coral color earplug was denied.  Howard Leight is inapposite because, 
unlike here, the mark did not have a source-identifying secondary meaning in the 
marketplace and the Board did not consider or apply Qualitex.  Id. at 1060.
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Federal Circuit examined the functionality of the color black on outboard marine

motors and held that few if any alternatives were available: “the color black 

exhibits both color compatibility with a wide variety of boat colors and ability to 

make objects appear smaller. With these advantages for potential customers, the 

[Trademark] Board [correctly] found a competitive need for engine manufacturers 

to use black on outboard engines.” Id.  Here, by contrast, as shown above, 

reasonable jurors could find that hundreds of alternatives to Moldex’s specific 

green are available and thus Moldex’s Green Color Mark is not functional under 

the aesthetic test.

II. EVEN IF THE UTILITARIAN TEST WERE APPLICABLE, THE 
DISTRICT COURT ERRED BY FAILING TO RECOGNIZE THAT
COLOR IS NOT ESSENTIAL TO THE USE OR PURPOSE OF 
EARPLUGS AND DOES NOT AFFECT THE COST OR QUALITY 
OF EARPLUGS

If this Court agrees with Argument Point I that the aesthetic (rather than 

utilitarian) test applies here and that Moldex’s Green Color Mark is not functional 

under that test, reversal is required and this Court need not proceed to this 

alternative argument.  If this Court rejects that argument, however, it should rule 

that, even under the utilitarian test, Moldex’s Green Color Mark is not functional.

Under the utilitarian test of functionality, a product feature is considered

“functional” if it is (1) “essential to the use or purpose of the article,” or (2)

“affects its cost or quality.”  Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 
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850 n.10 (1982) (emphasis added).  This Court subsequently described the test as 

comprising four factors: “(1) whether the feature delivers any utilitarian advantage, 

(2) whether alternative designs are possible, (3) whether advertising touts the 

utilitarian benefits of the feature, and (4) whether the feature results in economies 

in manufacturing or use.” Au-Tomotive Gold, 457 F.3d at 1072 n.8.  Here, these 

factors either support a finding of non-functionality or are neutral.  

A. Color On Earplugs Serves An Incidental Rather Than Essential
Function

Although Moldex’s Green Color Mark, like all colors, serves a function of 

allowing others to detect whether the plugs are being worn, that function is clearly 

incidental relative to the “essential,” Inwood Labs., 456 U.S. at 850 n.10, function 

of ear plugs: to block sound.  See ER760 (Hornstein Decl. at ¶ 4); ER959

(Leumer Dep. at 70:8-18) (McKeon’s National Sales Manager admitting that color 

has no effect on sound).  Color does not affect sound waves or impact earplugs 

ability to reduce sound; the physical design of the earplugs does have such an 

effect, but Moldex does not seek trademark protection for the design.  ER631

(undisputed that color has no effect on sound); id. (undisputed that color has no 

function in reducing sound in earplugs); see also Keystone, 235 F.Supp. 2d at 906, 

n. 2 (red top wire not functional because the “benefit of the color placement feature 

is one that is incidental to the mark” and “the addition of color does nothing to 

enhance the efficacy of . . . fencing”); Texas Tech Univ. v. Spiegelberg, 461 
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F.Supp. 2d 510, 520 (N.D. Tex. 2006) (“no evidence . . . color scheme [is] the 

reason the products work”); DAP, 821 F. Supp. at 493 (“red bucket is clearly not a 

functional feature [because] [it] is not essential to the use or purpose of [the 

product in the bucket]”).

B. Moldex’s Green Color Mark Inherently Results From A More 
Difficult And Expensive Method Of Manufacture

Moldex’s earplugs require a particular dye in order to be manufactured with 

the specific color green embodied in the Green Color Mark.  ER939.  Thus, the 

earplugs inherently cost more to manufacture than earplugs without any color dye

and require the additional step during manufacturing of adding color dye.  By 

definition, colored earplugs generally, and Moldex’s Green Color Mark earplugs 

specifically, therefore do not result from a simple or inexpensive method of 

manufacture compared to non-colored earplugs under this factor of the Ninth 

Circuit utilitarian test.  

It is also undisputed that the cost of earplugs with Moldex’s specific green 

dye is not lower than the cost of earplugs in other colors; nor is the quality of 

Moldex’s Green Color Mark earplugs better than the quality of earplugs in other 

colors.  See ER760-61 (Hornstein Decl. at ¶ 5) (no material cost difference

compared to other colors); ER1002 (Benner Dep. at 234:12-24), ER1011 (297:7-

14) (McKeon’s CEO and Fed. R. Civ. P. 30(b)(6) witness admitting “no 

knowledge” of it costing more to manufacture foam earplugs in colors other than 
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green); ER972-73 (Leumer Dep. at 159:21-160:2) (McKeon’s National Sales 

Manager testifying that he “d[id]n’t see any advantage” to selling green earplugs), 

ER970 (141:11-21) (testifying that he did not know whether green earplugs 

provided a marketing advantage), ER971 (142:4-15) (testifying that he has no 

recollection of ever presenting green as a selling advantage).  

Despite this undisputed evidence, the district court ruled that this factor is 

merely neutral and therefore does not support Moldex’s opposition to McKeon’s 

motion for summary judgment.  ER8.  Here again, at a minimum, there are factual 

disputes concerning this factor that should be resolved in Moldex’s favor on 

McKeon’s motion for summary judgment.  If the district court had done so, it 

would have weighed this factor in favor of finding that Moldex’s Green Color 

Mark is not functional.

C. A Wide Range Of Equivalent Or Superior Colors Is Available To 
McKeon And Other Earplug Manufacturers And Is Relevant To 
The Overall Utilitarian Functionality Analysis

As explained in Section I.B, supra, numerous alternatives to Moldex’s 

specific green color are available to McKeon.  Those alternatives must clearly be 

considered under the aesthetic test, but they are also relevant under the utilitarian 

test.  The district court erred in deeming them irrelevant.

Nothing in the Supreme Court’s decision in TrafFix Devices, Inc. v. Mktg 

Displays, Inc., 532 U.S. 23, 33 (1991), or this Court’s decision in Talking Rain
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suggests that consideration of alternative designs is not properly a part of the 

overall utilitarian functionality analysis, let alone that the availability of alternative 

designs is irrelevant to the utilitarian test for functionality. These decisions merely 

note that, once a product feature is found functional as part of the overall mix, the 

availability of alternative designs alone cannot overcome the finding of 

functionality (unlike under the aesthetic test, where it can).

However, as this Court explained in Talking Rain, the number of alternatives 

is properly considered to determine functionality in the first place.  “The existence 

of alternative designs may indicate whether the trademark itself embodies 

functional or merely ornamental aspects of the product.”  Talking Rain, 349 F.3d at 

603; see also Valu Eng’g, 278 F.3d at 1276 (“The existence of actual or potential 

alternative designs that work equally well strongly suggests that the particular 

design used by plaintiff is not needed by competitors to effectively compete on the 

merits.”) (emphasis added).  

The district court improperly ignored undisputed evidence that hundreds if 

not thousands of alternative colors exist and that many of those alternatives are 

equivalent to Moldex’s specific green embodied in the Green Color Mark. Indeed, 

there was evidence that other colors are superior to the Green Color Mark.  

McKeon’s own expert, Dr. Green, testified that if Moldex’s specific green is not 

within the fluorescent yellow-green color range defined by the American National 
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Standards Institute (“ANSI”) then it does not provide much functional advantage in 

terms of allowing others to detect whether the earplugs are being worn:

Q:  ...Moldex’s range, let’s assume in this hypothetical, falls 
completely outside of those available ANSI standard colors.  You 
would agree with me in that instance, that Moldex – the colors 
Moldex claims as its trademark would not provide a functional 
advantage? 

A:  If someone were free to use the colors inside the ANSI range, then 
the colors that Moldex is trying to trademark -- at least the ones that I
saw in the Pantone sheet, that’s all I know about, I don’t know the full 
range, but assuming those are the colors and they are outside and they 
are outside the ANSI standard, then the answer would be yes.  

ER551-52 (Green Dep. at 157:12-158:6) (emphasis added, objections omitted).16    

D. Evidence Of Advertising Alone Is Not Sufficient To Find 
Moldex’s Green Color Mark Functional On Summary Judgment

To be sure, earplug manufacturers (not just Moldex) advertise colored

earplugs—as compared to skin-tone earplugs—as providing the incidental function 

of being visible on the wearer.  See ER764 (Hornstein Decl. at ¶¶ 20-24); ER31

(advertisement for orange 3M earplugs noting that the “[o]range fitting ring 

provides a guideline for proper fitting and visual compliance check”); ER34

(advertisement for yellow 3M earplugs noting that the “bright yellow color which 

                                          
16   Moldex’s expert compared the specific green color of Moldex’s earplugs to the 
ANSI range.  See ER53-54, 57-58, 60 (Berns Decl. and Exhs. 2 and 3 to the Decl.); 
ER636 (Dr. Green does not dispute the colorimetric data); ER636-37 (Dr. Green 
does not dispute the methodology Dr. Berns used to obtain colorimetric data).  His 
analysis shows that Moldex’s specific green color, identified as Moldex Purafit, is 
not within the ANSI range.  See ER53-54, 60 (Berns Decl. and Exh. 3 thereto).
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makes it easy to carry-out hearing protection compliance checks”); ER36

(advertisement for orange Uline earplugs noting that the orange color is “[e]asily 

seen for compliance checks”); ER47 (advertisement for blue Elvex earplugs noting 

that the blue color “makes it easy to monitor and enforce proper ear plug usage”).

But any statement in advertising that a particular color is “useful for 

compliance checks” does not suggest that this is the essential (rather than an 

incidental function) of the earplugs.  Nor does it indicate that the particular color 

being used was chosen because it is essential or superior to any other color that 

could have been chosen.  As explained above, there are hundreds of other 

alternative colors, both non-infringing green shades and an infinite array of other 

colors, that serve the identical incidental function of being visible against skin or 

other backgrounds.

The fact that a color among hundreds or even thousands of other colors 

“contributes to the consumer appeal and saleability of the product” does not make 

it functional.  Au-Tomotive Gold, 457 F.3d at 1072.  Even where advertisements 

“heavily, if not exclusively” emphasize some advantageous feature, it is not 

enough to establish functionality.  Clamp Mfg. Co. v. Enco Mfg. Co., 870 F.2d 512, 

516-17 (9th Cir. 1989) (affirming summary judgment in plaintiffs’ favor on the 

issue of functionality despite an expired utility patent and “advertising [that] 

heavily, if not exclusively, touted the utilitarian aspects of its product”).  
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In any event, even if the district court had properly found that this one factor 

supported McKeon’s motion for summary judgment, evidence of Moldex’s 

advertising alone is not sufficient to find the Green Color Mark functional.  This 

factor is but one of four factors that must be considered as part of this Court’s 

utilitarian test.  See Au-Tomotive Gold, 457 F.3d at 1072 n.8.  As explained above, 

the other three factors, applied in the light most favorable to Moldex on McKeon’s 

motion for summary judgment, strongly support a finding that Moldex’s Green 

Color Mark is not functional under the utilitarian test. 

Case: 13-55446     08/26/2013          ID: 8756786     DktEntry: 5-1     Page: 41 of 46



36

CONCLUSION

The judgment should be reversed.

DATED:  August 26, 2013 Respectfully submitted,

By  /s Joseph M. Paunovich         
Harold A. Barza
Joseph M. Paunovich
QUINN EMANUEL URQUHART 

  & SULLIVAN, LLP
865 S. Figueroa St., 10th Floor
Los Angeles, CA  90017
(213) 443-3000

Sanford I. Weisburst
QUINN EMANUEL URQUHART 

  & SULLIVAN, LLP
51 Madison Avenue, 22nd Floor
New York, NY 10010
(212) 849-7000

Attorneys for Plaintiff-Appellant
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REQUEST FOR ORAL ARGUMENT

Plaintiff-Appellant Moldex respectfully requests that the Court hear oral 

argument in this case.

DATED:  August 26, 2013

By  /s Joseph M. Paunovich                 
Harold A. Barza
Joseph M. Paunovich
QUINN EMANUEL URQUHART 

  & SULLIVAN, LLP
865 S. Figueroa St., 10th Floor
Los Angeles, CA  90017
(213) 443-3000

Sanford I. Weisburst
QUINN EMANUEL URQUHART 

  & SULLIVAN, LLP
51 Madison Avenue, 22nd Floor
New York, NY 10010
(212) 849-7000

Attorneys for Plaintiff-Appellant
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STATEMENT OF RELATED CASES

Pursuant to Circuit Rule 28-2.6, Plaintiff-Appellant Moldex states that it is

not aware of any related cases pending in this Court.  

DATED:  August 26, 2013

By  /s Joseph M. Paunovich                 
Harold A. Barza
Joseph M. Paunovich
QUINN EMANUEL URQUHART 

  & SULLIVAN, LLP
865 S. Figueroa St., 10th Floor
Los Angeles, CA  90017
(213) 443-3000

Sanford I. Weisburst
QUINN EMANUEL URQUHART 

  & SULLIVAN, LLP
51 Madison Avenue, 22nd Floor
New York, NY 10010
(212) 849-7000

Attorneys for Plaintiff-Appellant
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