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(i) 

QUESTIONS PRESENTED 

1.  Whether the initial authorized sale outside the 
United States of an item patented under U.S. law 
allows the purchaser to repair the item and resell it 
in the United States. 

2.  Whether the factual showing of repair may be 
deemed satisfied on appeal even though the defend-
ant failed to make that showing in the court or 
agency of first instance. 



ii 

 

CORPORATE DISCLOSURE STATEMENT 

Pursuant to Supreme Court Rule 29.6, Respond-
ents Epson Portland Inc. and Epson America, Inc., 
state that they are wholly-owned subsidiaries of 
U.S. Epson, Inc., which in turn is a wholly-owned 
subsidiary of Respondent Seiko Epson Corporation.  
Respondent Seiko Epson Corporation states that it 
has no parent company and that no publicly-held 
company owns 10% or more of its stock. 
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STATEMENT 

Even if this Court were now inclined to address 
a question on which it has twice recently denied 
certiorari, this case would be an improper vehicle 
in which to do so because a ruling on the merits 
in Petitioners’ favor would not alter the outcome.  
Whether an exhausting first sale occurred is only the 
first element of the inquiry; Petitioners would still 
need to show that their remanufacture of spent 
Epson printer cartridges qualifies as “permissible 
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‘repair’” rather than “infringing ‘reconstruction.’”  Aro 
Mfg. Co. v. Convertible Top Replacement Co., 365 
U.S. 336, 342 (1961).  Petitioners waived their ability 
to satisfy that second element:  The International 
Trade Commission (“Commission”) found that Peti-
tioners had failed to plead or to prove permissible 
repair, and the court of appeals did not excuse the 
waiver (in contradistinction with waiver of another 
issue, which the court did excuse).  Moreover, even as 
to the first element, the court of appeals found that 
Petitioners had conceded in a Commission prehearing 
brief that only a U.S. sale can exhaust U.S. patent 
rights.  Finally, Petitioners, having failed to pursue 
an available avenue for determination whether a 
foreign sale can exhaust U.S. patent rights before 
Petitioners brazenly violated the Commission’s orders, 
should not be rewarded by having the issue reviewed 
by this Court now. 

These vehicle problems aside, there is no reason for 
this Court to revisit the court of appeals’ rule that 
only sales within the United States can exhaust U.S. 
patent rights.  That rule is firmly supported by, inter 
alia, the presumption that U.S. patent law does not 
apply extraterritorially and the practical reality that, 
due to variations in patent laws and market condi-
tions in foreign countries as compared to the United 
States, a foreign sale often will not garner the reward 
that the U.S. patentholder would receive from a U.S. 
sale of the item. 

Nor should this case be held for Kirtsaeng v. John 
Wiley & Sons, Inc., No. 11-697 (cert. granted Apr. 16, 
2012; argued Oct. 29, 2012), or Bowman v. Monsanto 
Co., No. 11-796 (cert. granted Oct. 5, 2012; argued 
Feb. 19, 2013).  Kirtsaeng involves interpretation of 
specific language in copyright statutes (rather than 
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the common law of patents) and turns on the location 
of manufacture (not of sale).  Bowman, while a patent 
case, does not involve foreign sales.  Even if those 
cases did pertain to the first Question Presented 
here, they still would not warrant holding the Peti-
tion given its insurmountable vehicle problems.  The 
Petition should be denied. 

A. Legal Background 

Permissible repair is an affirmative defense avail-
able to an alleged infringer who shows that (1) the 
U.S. patentholder’s “patent rights have been ex-
hausted through a first sale,” Fuji Photo Film Co. v. 
Int’l Trade Comm’n, 474 F.3d 1281, 1293 (Fed. Cir. 
2007); and (2) “‘the activities performed in processing 
the used [items] constituted permissible repair [as 
opposed to impermissible reconstruction,]’” id. at 1295 
(quoting Jazz Photo Corp. v. Int’l Trade Comm’n, 
264 F.3d 1094, 1102 (Fed. Cir. 2001)).  See generally 
RAYMOND T. NIMMER & JEFF DODD, MODERN 
LICENSING LAW § 10:28 (2012) (“NIMMER”). 

Although this Court has not addressed whether the 
first element requires a first sale in the United 
States, it has addressed the second element: 

[Impermissible] reconstruction of a patented 
entity, comprised of unpatented elements, is 
limited to such a true reconstruction of the entity 
as to in fact make a new article after the entity, 
viewed as a whole, has become spent.…  Mere 
replacement of individual unpatented parts, one 
at a time, whether of the same part repeatedly or 
different parts successively, is no more than the 
lawful right of the owner to repair his property. 

Aro Mfg. Co., 365 U.S. at 346 (internal quotation marks 
and citation omitted).  “‘The line between permissible 
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‘repair’ and impermissible ‘reconstruction’ is a diffi-
cult one to draw and is the subject of numerous 
cases.’”  Husky Injection Molding Sys. Ltd. v. R & D 
Tool & Eng’g Co., 291 F.3d 780, 785 (Fed. Cir. 2002) 
(quoting 5 DONALD S. CHISUM, CHISUM ON PATENTS 
§ 16.03[3], at 16-159 (1997)).1

Contrary to Petitioners’ suggestion (Pet. 4), the line 
between repair and reconstruction for printer car-
tridges was not drawn as a matter of law for all time 
by Hewlett-Packard Co. v. Repeat-O-Type Stencil 
Manufacturing Corp., 123 F.3d 1445 (Fed. Cir. 1997).  
The court in Hewlett-Packard limited its holding to 
“the undisputed facts in this case” and recognized 
that “there is no bright-line test for determining 
whether a modification is a ‘reconstruction.’”  Id. at 
1452.  The instant case involves a different manufac-
turer, different cartridges, and a different alteration 
process from that in Hewlett-Packard.

  The alleged infringer 
“bears the burden of preponderant proof on its affirm-
ative defense of repair.”  Fuji Photo Film Co. v. Jazz 
Photo Corp., 394 F.3d 1368, 1373 (Fed. Cir. 2005); 
accord, NIMMER  § 10:28.  

2

                                                 
1 Given that the second element prohibits reconstruction even 

of an item that has undergone an exhausting first sale, Petition-
ers’ statement that such a sale “terminates all patent rights to 
that item” (Pet. i (emphasis added)) is incorrect. 

 

2 Were Petitioners correct that the reconstruction/repair line 
may be drawn for broad categories of products as a matter of 
law, the court of appeals would not, after its initial decision 
on disposable cameras, Jazz Photo Corp. v. Int’l Trade Comm’n, 
264 F.3d at 1107, have revisited the factual issues presented by 
different models of such cameras manufactured at different 
facilities, see, e.g., Fuji Photo Film Co. v. Jazz Photo Corp., 394 
F.3d at 1373-74; Fuji Photo Film Co. v. Int’l Trade Comm’n, 474 
F.3d at 1295-97. 
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As to the first element, Petitioners mischaracterize 
U.S. precedent prior to Jazz Photo, 264 F.3d at 1105, 
as “consistently [holding] that sales abroad author-
ized by a U.S. patentee exhausted U.S. patent 
rights.”  Pet. 3.  In fact, the Second Circuit suggested 
in an early decision that a purchaser in a foreign sale 
must obtain explicit consent from the patentholder 
before importing and reselling the item in the United 
States.  See Dickerson v. Matheson, 57 F. 524, 528 (2d 
Cir. 1893) (“Had Domeier obtained consent to import 
into the United States from the Berlin Company, 
which had the right to sell both under the United 
States and the German patents, the right of the 
defendants to use and sell the color would also have 
been unrestricted.”).3

Although Petitioners correctly note (at 3, 10-13) 
that some U.S. courts have held to the contrary, the 
case law was hardly “clear” (Pet. 10), either before or 
after the enactment of the Patent Act of 1952.  For 
example, a 1983 decision cited by Petitioners (at 13) 
described the issue as “a novel and difficult question.”  
Sanofi, S.A. v. Med-Tech Veterinarian Prods., Inc., 
565 F. Supp. 931, 934 (D.N.J. 1983).  And a com-
mentator observed in 2005 that, before Jazz Photo, 
only “[a] smattering of non-precedential lower court 

  A more recent decision simi-
larly recognized the default rule that a foreign sale 
authorized by the holder of the U.S. patent does not 
exhaust the holder’s U.S. patent rights.  Griffin v. 
Keystone Mushroom Farm, Inc., 453 F. Supp. 1283, 
1284-87 (E.D. Pa. 1978). 

                                                 
3 To be sure, some courts have read Matheson to hold that a 

first sale outside the United States exhausts the patentholder’s 
U.S. patent rights.  See, e.g., Dickerson v. Tinling, 84 F. 192, 195 
(8th Cir. 1897).  But, as discussed in text, U.S. precedent on the 
issue was scarce and divided before Jazz Photo.  
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cases ha[d] addressed the issue.”  Daniel R. Cahoy, 
Patent Fences and Constitutional Fence Posts:  Prop-
erty Barriers to Pharmaceutical Importation, 15 
FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 623, 660-
61 (2005).4

In Jazz Photo, the court of appeals held that a 
foreign sale authorized by the U.S. patentholder does 
not exhaust the seller’s U.S. patent rights.  264 F.3d 
at 1105 (“To invoke the protection of the first sale 
doctrine, the authorized first sale must have occurred 
under the United States patent.”) (citing Boesch v. 
Graff, 133 U.S. 697, 701-03 (1890)).  The court of 
appeals later reaffirmed Jazz Photo and elaborated 
on its rationale: 

   

Fuji’s foreign sales can never occur under a 
United States patent because the United States 
patent system does not provide for extraterrito-
rial effect.  Int’l Rectifier Corp. v. Samsung Elecs. 
Co., 361 F.3d 1355, 1360 (Fed. Cir. 2004) (“Fur-
ther, it is well known that United States patent 
laws ‘do not, and were not intended to, operate 
beyond the limits of the United States,’” quoting 
Brown v. Duchesne, 60 U.S. 183, 195 (1856)).  In 
Jazz, therefore, this court expressly limited first 
sales under the exhaustion doctrine to those 
occurring within the United States. 

                                                 
4 Petitioners mischaracterize (at 12) Becton, Dickinson & Co. 

v. Eisele & Co., 86 F.2d 267, 268-70 (6th Cir. 1936), as address-
ing whether a first sale abroad exhausts U.S. patent rights.  
Becton did not address foreign sales, but rather whether a party 
had “obtained the exclusive right to sell in the United States 
products made [but not sold] abroad.”  Id. at 268.  Not surpris-
ingly, Becton did not cite any of the cases Petitioners describe 
(at 10-12) as holding that foreign sales exhaust U.S. patent 
rights.    
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Fuji Photo Film Co. v. Jazz Photo Corp., 394 F.3d at 
1376.  The court of appeals has reaffirmed Jazz Photo 
on numerous occasions.  See, e.g., Fujifilm Corp. v. 
Benun, 605 F.3d 1366, 1370-72 (Fed. Cir. 2010); Jazz 
Photo Corp. v. United States, 439 F.3d 1344, 1350 
(Fed. Cir. 2006); Pet. App. 7a-8a. 

This Court has twice denied certiorari on the issue.  
See Benun v. Fujifilm Corp., 131 S. Ct. 829 (2010); 
Jazz Photo Corp. v. Int’l Trade Comm’n, 536 U.S. 950 
(2002). 

B. Factual Background And Proceedings 
Below 

1.  Respondents Epson Portland Inc., Epson Amer-
ica, Inc., and Seiko Epson Corporation (collectively, 
“Epson”) own or hold exclusive licenses to U.S. 
patents covering inkjet printer cartridges.  Pet. App. 
36a.5

Petitioner Ninestar Technology Co., Ltd. (“Ninestar 
China”), a Chinese corporation, is one of China’s 
largest manufacturers and sellers of inkjet cartridges, 
including cartridges compatible with Epson printers.  
Pet. App. 117a.  Petitioners Ninestar Technology 
Company, Ltd. and Town Sky Inc., U.S. corporations, 
are wholly-owned subsidiaries of Ninestar China.  Id. 
at 117a-119a.  During the relevant time period, 
Ninestar China sold inkjet cartridges to these 

  Epson and its affiliates also manufacture and 
sell, in the United States and abroad, cartridges that 
practice the patents, as well as printers with which 
the cartridges are compatible.  Pet. App. 8a, 36a, 38a, 
115a-16a. 

                                                 
5 The Commission, whose Enforcement Order, Pet. App. 28a, 

was affirmed by the court of appeals, Pet. App. 2a, is also a 
Respondent in this Court. 
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subsidiaries, which in turn resold them in the United 
States.  Id. at 117a. 

2.  In February 2006, Epson filed a complaint with 
the Commission, which has jurisdiction under 19 
U.S.C. § 1337 (“Section 337”) to bar importation 
into the United States of products that infringe 
U.S. patents.  See Pet. App. 102a.  At issue in the 
Commission’s ensuing investigation were so-called 
“compatible” inkjet cartridges that are manufactured 
in the first instance by Ninestar China for use  
with Epson printers.  Pet. App. 38a.  (By contrast, 
“remanufactured” ink cartridges, which were not 
directly involved in that investigation, are cartridges 
that are initially manufactured by Epson, used by a 
consumer, and then collected and refilled with new 
ink by Ninestar China.  Ibid.) 

The Commission found that Petitioners violated 
Section 337 by importing compatible cartridges that 
infringe Epson’s patents.  Pet. App. 25a.  The Com-
mission issued remedial orders prohibiting Petition-
ers from “importing, selling, … [or] offering for sale 
… ink cartridges that are covered by one or more” of 
Epson’s patents.  Pet. App. 3a.  Although remanufac-
tured cartridges were not explicitly mentioned by the 
orders, there was no doubt that such cartridges “are 
covered by one or more” of Epson’s patents—
Petitioners later stipulated as much.  See Pet. App. 
42a, 145a.  The court of appeals affirmed the Com-
mission’s orders, Ninestar Tech. Co. v. Int’l Trade 
Comm’n, 309 F. App’x 388 (Fed. Cir. 2009) (per 
curiam), and this Court denied certiorari, 129 S. Ct. 
2759 (2009). 

3.  After the remedial orders were issued, “[r]ather 
than importing and selling the compatible cartridges 
which were clearly prohibited, [Petitioners] began 
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importing and selling remanufactured cartridges,” 
Pet. App. 58a-59a, “the vast majority” of which had 
been collected by Petitioners outside the United 
States (and hence presumably had been sold abroad 
in the first instance), Pet. App. 8a.  Petitioners 
were well aware that, under Jazz Photo, such foreign 
sales do not exhaust U.S. patent rights.  This aware-
ness was demonstrated, inter alia, by Petitioners’ 
“place[ment] [of] a premium on collecting cartridges 
used in the United States.”  Pet. App. 53a.  After a 
time, however, the U.S. supply of empty cartridges 
ran low and Petitioners shifted mainly to purchasing 
from Asian and European sources.  Pet. App. 8a, 60a.   

To the extent Petitioners believed that Jazz Photo 
is incorrect, they did not avail themselves—before 
undertaking importation of remanufactured car-
tridges in violation of the Commission’s orders—of 
the opportunity to present that argument by request-
ing an opinion from the Customs Service of the 
Treasury Department pursuant to 19 C.F.R. § 177, 
from which an appeal lies to the Court of Interna-
tional Trade, 28 U.S.C. § 1581(h), from which a 
further appeal lies to the Federal Circuit, 28 U.S.C. 
§ 1295(a)(5), whose decisions are reviewable by this 
Court on certiorari.  

4.  In February 2008, Epson initiated an enforce-
ment proceeding before the Commission, asserting 
that Petitioners’ importation and sale of remanufac-
tured cartridges violated the Commission’s orders.  
Prior to a hearing before the Commission’s admin-
istrative law judge (“ALJ”), Petitioners filed a brief 
stating:  “Admittedly, a patent attorney would and 
should know that refurbishing and reselling of spent 
cartridges, which were not first sold in the United 
States, would be patent infringement.”  Pre-Hearing 
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Statement of Respondents Ninestar Tech. Co. et al. 
at 5, In re Certain Ink Cartridges & Components 
Thereof, Inv. No. 337-TA-565 (Dec. 11, 2008) 
(“Ninestar Commission Br.”).  At no point during the 
hearing or in briefs surrounding the hearing did 
Petitioners attempt to prove that their refilling 
of the cartridges constituted permissible repair as 
distinguished from impermissible reconstruction; the 
ALJ therefore found the repair defense waived.  Pet. 
App 171a.  The ALJ subsequently found that Peti-
tioners had violated the Commission’s orders in bad 
faith, and recommended imposition of the maximum 
statutory penalty of $20,504,974 upon Petitioners, 
jointly and severally, payable to the United States.  
Pet. App. 53a-56a, 242a.6

The Commission accepted the ALJ’s determination, 
but reduced the penalty to $11,110,000.  Pet. App. 
27a.  The Commission adopted the ALJ’s finding that 
Petitioners had waived the affirmative defense of 
permissible repair by failing to assert that their con-
duct constituted repair rather than reconstruction.  
Pet. App. 47a.  Turning to Petitioners’ bad faith, the 
Commission affirmed the ALJ’s reliance on Petition-
ers’ awareness that only cartridges originally sold in 
the United States could possibly qualify for a repair 

   

                                                 
6 Petitioners did argue, in subsequent filings with the ALJ 

and the Commission, that new authorities, including Quanta 
Computer, Inc. v. LG Electronics, Inc., 553 U.S. 617, 632 n.6 
(2008), suggest that “Jazz Photo … is likely no longer the law.”  
E.g., Respondents’ Supplemental Authority at 1, In re Certain 
Ink Cartridges & Components Thereof, Inv. No. 337-TA-565 
(Apr. 16, 2009).  But, as explained in text, an exhausting first 
sale is merely one element of the repair defense; Petitioners also 
were required to show (but, according to the ALJ and the Com-
mission, did not attempt to show) that their actions constituted 
repair rather than reconstruction.   
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defense, Pet. App. 54a, 58a-60a; Petitioners’ failure to 
seek an advisory opinion from the Commission before 
violating the orders, Pet. App. 54a, 60a; and Peti-
tioners’ failure to obtain an opinion of counsel, Pet. 
App. 54a-55a, 60a.  The Commission further noted 
that Petitioners had deliberately attempted to back-
date sales of cartridges so that they would appear to 
have been consummated before issuance of the Com-
mission’s orders, Pet. App. 59a & n.9, 71a & n.13, and 
that Petitioners “filed compliance statements [as to 
the origin of remanufactured cartridges] that they 
knew or should have known were false,” Pet. App. 72a. 

5.  The court of appeals affirmed.  Pet. App. 2a.  
The court elected to dispose of Petitioners’ repair 
defense based on Jazz Photo in light of Petitioners’ 
concession that “the vast majority of [Petitioners’] 
remanufactured cartridges were of Asian or Euro-
pean origin.”  Pet. App. 7a-8a.  Indeed, the court 
explained, Petitioners had invited any (allegedly) 
erroneous reliance by the Commission on Jazz Photo 
by representing in their prehearing brief before the 
Commission’s ALJ that “‘a patent attorney would and 
should know that refurbishing and reselling of spent 
cartridges, which were not first sold in the United 
States, would be patent infringement.’”  Pet. App. 8a 
(quoting Ninestar Commission Br. 5).    

The court of appeals did not discuss (and thus 
neither accepted nor rejected) the Commission’s addi-
tional finding that Petitioners had in any event 
waived the affirmative defense of repair by failing to 
offer any proof that their remanufacturing consti-
tuted repair rather than reconstruction.  By contrast, 
the court did address Epson’s contention that Peti-
tioners had waived a separate argument that the 
Commission’s proceedings are unconstitutional; the 
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court found that Petitioners had failed to present this 
argument to the Commission, but the court explicitly 
excused the waiver and rejected the argument on 
its merits.  Pet. App. 15a-16a.7

REASONS FOR DENYING THE WRIT 

  Thus, contrary to 
Petitioners’ suggestion (Pet. 8 & n.5), the court of 
appeals showed that it knows how to excuse a waiver 
when it wishes to do so, and it did not do so with 
respect to Petitioners’ failure to demonstrate per-
missible repair.       

This case is an inappropriate vehicle in which to 
weigh the merits of Jazz Photo.  A ruling rejecting 
Jazz Photo would not benefit Petitioners because, 
even if foreign sales were held to exhaust U.S. patent 
rights, Petitioners waived their ability to satisfy the 
independent element of the repair defense that their 
conduct amounted to repair rather than reconstruc-
tion.  Additionally, Petitioners invited any (alleged) 
error in the Commission’s reliance on Jazz Photo 
when they conceded its validity in a prehearing brief.  
And in any event, Petitioners should not be rewarded 
by having their challenge to Jazz Photo heard now 
given their failure to assert the challenge before they 
imported remanufactured cartridges, in knowing 
violation of the Commission’s order. 

Vehicle problems aside, there is still no reason to 
grant certiorari because Jazz Photo is sound as a 
matter of law and policy, and no reason to hold the 
Petition for Kirtsaeng (which arises under inapposite 
copyright statutory language and turns on where the 

                                                 
7 Petitioners reiterated their constitutional arguments in 

their petition for rehearing and rehearing en banc below, but 
have not included them in their Petition in this Court. 
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goods were made, not sold) or Bowman (which in-
volves patent law but not foreign sales).  The Petition 
should be denied. 

I. THIS CASE IS AN IMPROPER VEHICLE 
FOR EVALUATION OF JAZZ PHOTO 

For any of three reasons, this case is an inappropri-
ate vehicle for this Court to weigh the merits of Jazz 
Photo. 

First, Petitioners waived their ability to satisfy the 
independent prerequisite of the repair defense (i.e., 
that their remanufacture of the cartridges consti-
tuted repair rather than reconstruction), and thus 
any reversal of Jazz Photo by this Court would not 
alter the outcome of this case.  As discussed supra, 
at 10, the ALJ found, Pet. App. 171a, and the 
Commission affirmed, Pet. App. 47a, that Petitioners 
waived this element by failing to plead or to prove it 
before the ALJ.   

Petitioners acknowledge the ALJ’s and Commis-
sion’s findings of waiver, but assert (at 8 & n.5, 25 
n.11) that the court of appeals excused the waiver.  
Petitioners are wrong.  That the court of appeals 
rejected their argument concerning the exhaustion 
element based on circuit precedent (Jazz Photo), Pet. 
App. 7a-8a, without addressing or rejecting Respond-
ents’ waiver contention, does not support an infer-
ence that the court was excusing the waiver.  To the 
contrary, the court explicitly excused Petitioners’ 
waiver of another issue, Pet. App. 15a-16a, thus 
demonstrating that the court knows how to excuse a 
waiver when it wishes to do so.  Petitioners’ approach 
would inefficiently burden the court of appeals (and 
other courts of appeals) with a requirement that it 
address each and every independent basis that an 
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appellee offers in support of affirmance, or else those 
independent bases are deemed rejected by this 
Court on certiorari review.  In any event, this Court 
surely can deny certiorari based on any alternative 
ground present in the record, even if that ground 
was not relied upon by the court of appeals.  Cf. 
Granfinanciera, S.A. v. Nordberg, 492 U.S. 33, 38-39 
(1989). 

Moreover, it would be particularly odd to infer that 
the court of appeals meant to excuse the waiver here 
when “excusing the waiver” would mean deeming 
satisfied a factual showing (that the cartridges were 
repaired rather than reconstructed) that was never in 
fact made.  By contrast, the waiver that the court of 
appeals did excuse (Petitioners’ argument that the 
Commission’s governing statute is unconstitutional, 
see Pet. App. 15a-16a) concerns a purely legal argu-
ment, and thus one much more appropriate for con-
sideration by an appellate court in the first instance.  
See, e.g., U.S. Nat’l Bank of Oregon v. Indep. Ins. 
Agents of America, Inc., 508 U.S. 439, 447-48 (1993) 
(court of appeals did not abuse its discretion in 
addressing sua sponte a “question of law”). 

Second, even if the court of appeals excused Peti-
tioners’ waiver of the repair/reconstruction element, 
the court found that Petitioners had invited any 
alleged error regarding the exhaustion element (i.e., 
whether, contrary to Jazz Photo, a foreign first sale 
can exhaust U.S. patent rights).  Specifically, in 
their prehearing statement before the Commission’s 
ALJ, Petitioners stated—without preserving any 
argument that Jazz Photo should be overturned—
that, “[a]dmittedly, a patent attorney would and 
should know that refurbishing and reselling of spent 
cartridges, which were not first sold in the United 
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States, would be patent infringement.”  Ninestar 
Commission Br. 5.  As the court of appeals found, this 
and other evidence “showed that [Petitioners] under-
stood the law and the Commission’s orders.”  Pet. 
App. 8a.  Petitioners thus invited application by the 
Commission (and the court of appeals) of Jazz Photo 
and cannot now contend that such application was 
erroneous.  See, e.g., Mercer v. Theriot, 377 U.S. 152, 
154 (1964); Key Pharm. v. Hercon Labs. Corp., 161 
F.3d 709, 714-15 (Fed. Cir. 1998). 

Third, Petitioners, having failed to seek this Court’s 
review of Jazz Photo’s continuing viability before 
they violated the Commission’s orders by importing 
remanufactured cartridges, should not be rewarded 
by having the issued reviewed now.  In the judicial 
context, Petitioners would be barred outright from 
challenging the lawfulness of an injunctive order 
after having already violated it.  See, e.g., Vance v. 
Universal Amusement Co., 445 U.S. 308, 316 (1980); 
Lawson v. Murray, 515 U.S. 1110, 1114 (1995) (Scalia, 
J., concurring).  Although the Commission did not 
invoke this rationale to reject Petitioners’ repair 
defense, the Commission did view Petitioners’ brazen 
violation of its orders as evidence of Petitioners’ bad 
faith, justifying a penalty.  See Pet. App. 51a-53a 
(respondent’s good or bad faith is relevant to imposi-
tion of a penalty, and bad faith is more likely to be 
found where the respondent failed to “reques[t] an 
advisory opinion or clarification from the Commis-
sion” or an “opinion of counsel indicating that it 
obtained legal advice before engaging in the acts 
underlying the charge of violation”) (citing, inter alia, 
Certain Agricultural Tractors Under 50 Power Take-
Off Horsepower, Inv. No. 337-TA-380 (Enforcement 
Proceeding), USITC Pub. 3227, Commission Enforce-
ment Opinion at 32 (Aug. 1999)) (emphasis added). 
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Here, Petitioners could have, but did not, assert 
their challenge to Jazz Photo before violating the 
Commission’s orders by requesting an opinion from 
the Customs Service of the Treasury Department 
pursuant to 19 C.F.R. § 177, from which an appeal 
lies to the Court of International Trade 28 U.S.C. 
§ 1581(h), from which a further appeal lies to the 
Federal Circuit, 28 U.S.C. § 1295(a)(5), whose deci-
sions are reviewable by this Court on certiorari.8

II. JAZZ PHOTO IS CORRECT 

  
Having failed to avail themselves of this avenue 
before violating the Commission’s injunctive orders, 
Petitioners should not be heard to raise the issue 
now.  Instead, to the extent this Court wishes to 
review the merits of Jazz Photo, it should await a 
case where the petitioner has timely and appropri-
ately raised the issue. 

Jazz Photo, in refusing to attribute U.S. legal 
consequences (namely, the exhaustion of a U.S. 
patentholder’s U.S. patent rights) to a sale of the 
patented product abroad, rests on the long-standing 
principle that “[o]ur patent system makes no claim to 
extraterritorial effect.”  Deepsouth Packing Co. v. 
Laitram Corp., 406 U.S. 518, 531 (1972).  See also, 
e.g., Microsoft Corp. v. AT & T Corp., 550 U.S. 437, 
441 (2007) (“It is the general rule under United 
States patent law that no infringement occurs when a 
patented product is made and sold in another 
country.”); Brown, 60 U.S. at 195 (U.S. patent laws 

                                                 
8 Because this process includes the ability to seek certiorari 

review from this Court (and not merely review by the court of 
appeals), Petitioners cannot claim that pursuit of this avenue 
would have been futile because Jazz Photo would have been 
binding. 



17 

 

“do not, and were not intended to, operate beyond the 
limits of the United States”).  This rule applies not 
just to foreign sales that are unauthorized by the 
U.S. patentholder, but also to authorized foreign 
sales:  “It makes no sense to speak of a foreign sale 
being ‘authorized’ under a U.S. patent, because there 
is no sense in which a foreign sale constitutes the 
exercise of any rights under a U.S. patent.”  Thomas 
G. Hungar, Observations Regarding the Supreme 
Court’s Decision in Quanta Computer, Inc. v. LG 
Electronics, Inc., 49 IDEA 517, 543 n.128 (2009) 
(emphasis added).  See also Fuji Photo Film Co. v. 
Jazz Photo Corp., 394 F.3d at 1376 (applying Brown 
in context of an authorized sale abroad, and holding 
that such sale did not exhaust U.S. patent rights); 
Griffin, 453 F. Supp. at 1286 (same).9

Jazz Photo also rests on sound policy.  From the 
U.S. patentholder’s perspective, contrary to Petition-
ers’ suggestion (at 19), there is no practical assurance 
that a sale of the product abroad will yield an ade-
quate “single reward” to the patentholder that war-
rants deeming the patentholder’s U.S. patent rights 
exhausted.  As one court explained: 

 

[I]f we are to accept the defendant’s theory 
that it would be inequitable to allow [the U.S. 

                                                 
9 Petitioners respond to this extraterritoriality point by citing 

(at 17 n.7) a case from the copyright context, Quality King 
Distributors, Inc. v. L’Anza Research International, Inc., 523 
U.S. 135, 145 n.14 (1998).  But this Court has cautioned against 
freely transporting first-sale exhaustion rules between the 
copyright and patent contexts.  See Bobbs-Merrill Co. v. Straus, 
210 U.S. 339, 345-46 (1908).  Petitioners’ other two citations (at 
17 n.8) are inapposite because neither involved foreign sales.  
See Adams v. Burke, 84 U.S. 453, 454-55 (1873) (sale in Massa-
chusetts); Keeler v. Standard Folding Bed Co., 157 U.S. 659, 659 
(1895) (sale in Michigan).   
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patentholder] to collect two royalties, we believe 
we would have to compare his licensing agree-
ments in Italy and the United States in order to 
determine whether the royalty from the Italian 
sale was adequate to make equitable the loss of 
the American royalty.  Such inquiry would be 
impossible on this record since we do not know 
the compensation plaintiff is entitled to under 
his United States licensing agreement. 

Griffin, 453 F. Supp. at 1287 n.2.  Such comparison 
would involve not only the nature of the patent rights 
under the foreign patent relative to the U.S. patent, 
but also the “market differences” that may “prevent a 
U.S. patentee from receiving equivalent compensa-
tion abroad for his patent rights.”  Michele L. 
Vockrodt, Patent Exhaustion and Foreign First Sales:  
An Analysis and Application of the Jazz Photo 
Decision, 33 AIPLA Q.J. 189, 200 (2005).  See also 
ibid. (“For example, a first sale that occurred in a 
foreign market where prices are artificially low due 
to price controls, or in a developing country where 
lower economic standards keep prices down, would 
not be sufficient to justify forcing the patent-holder to 
give up the more valuable rights under the U.S. 
patent.”). 

To the extent it is appropriate to consider the 
extraterritorial impact of the Jazz Photo rule, the 
rule is superior from the standpoint of foreign con-
sumers, particularly those in developing countries.  
“If foreign first sales exhausted U.S. patent rights, 
companies with multinational patent rights would be 
discouraged from offering lower prices in developing 
countries, because products that were sold at low 
prices abroad could later be imported into wealthier 
countries and resold in direct competition with the 
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higher-priced version.”  Ibid.  See also Hillary A. 
Kremen, Note, Caveat Venditor:  International Appli-
cation of the First Sale Doctrine, 23 SYRACUSE J. INT’L 
L. & COM. 161, 163 (1997) (if parallel importation 
were allowed, it would transfer benefits from foreign 
consumers to importers); Mainak Mazumdar & Dyuti 
S. Banerjee, On Price Discrimination, Parallel Trade 
and the Availability of Patented Drugs in Developing 
Countries, 32 INT’L REV. L. & ECON. 188, 189-93 
(2012) (similar).  

Petitioners’ attacks on Jazz Photo are unpersua-
sive.  First, they contend that the common law was 
“clear” (Pet. 10) prior to enactment of the Patent Act 
of 1952.  As shown supra, at 5-6 & n.3, however, the 
common law was in fact scarce and divided on the 
issue and hence was not implicitly adopted by the 
Patent Act.  See, e.g., Payton v. New York, 445 U.S. 
573, 598 (1980) (rejecting argument that Fourth 
Amendment adopted a common-law rule because 
“the issue is not one that can be said to have been 
definitively settled by the common law at the time”).   

Second, Petitioners argue (at 13-14) that Jazz 
Photo erred in relying on Boesch, 133 U.S. 697, 
because Boesch involved a foreign first sale that was 
not authorized by the U.S. patent holder (instead, it 
was authorized as a matter of German law’s prior-use 
defense).  But that distinction is irrelevant once it is 
understood (as explained above) that the U.S. patent 
laws do not attribute any U.S. legal consequence to 
acts abroad, and indeed that it is impossible for a 
U.S. patentholder to “authorize” a foreign sale under 
a U.S. patent.  See Griffin, 453 F. Supp. at 1285 
(“The source of the alleged infringer’s authorization 
under foreign law … was without significance in the 
[Boesch] Court’s reasoning.”).  In any event, the Jazz 
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Photo rule does not rest solely on the court of appeals’ 
reading of Boesch.  Rather, as discussed above, the 
court of appeals later reaffirmed Jazz Photo in 
reliance on the principle against extraterritorial 
application of the U.S. patent laws, and the Jazz 
Photo rule is supported by policy considerations as 
well. 

Third, Petitioners submit (at 15-16) that this 
Court, in a footnote in Quanta Computer, Inc. v. LG 
Electronics, Inc., 553 U.S. 617, 632 n.6 (2008), 
reversed the Jazz Photo rule sub silentio.  As an 
initial matter, that same argument was made to this 
Court on petition for a writ of certiorari in a prior 
case, see Petition for Writ of Certiorari at 2-3, 7-11, 
15-16, 23-24 & 26-27, Benun v. Fujifilm Corp., 
No. 10-486 (2010), and this Court denied certiorari, 
131 S. Ct. 829.  That denial was sound because the 
argument lacks merit.  By way of background, in 
Quanta, LG Electronics (“LGE”) licensed its patents 
to Intel, which sold products embodying the patents 
(the “Intel Products”) to Quanta, which in turn 
sought to incorporate those Intel Products into 
computers that LGE sought to bar from sale under a 
patent-infringement theory.  See 553 U.S. at 623-24.  
This Court’s footnote discussed whether a sale of the 
Intel Products, if it occurred abroad, would constitute 
infringement of the U.S. patentholder’s rights (as 
discussed above, given the extraterritoriality princi-
ple, it would not).  See id. at 632 n.6 (“LGE suggests 
that the Intel Products would not infringe its patents 
if they were sold overseas ….”).  More specifically,  
the footnote focused on the question whether the 
Intel products “substantially embodied” the patent 
under United States v. Univis Lens Co., 316 U.S. 241 
(1942), not on the exhaustion consequences of a first 
sale abroad.  See Quanta Computer, Inc., 553 U.S. at 
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632 n.6 (“Whether outside the country or functioning 
as replacement parts, the Intel products would still 
be practicing the patent ….”); accord, Hungar, 49 
IDEA at 543 n.128 (Quanta footnote is properly 
understood to address contributory infringement 
rather than exhaustion). 

Fourth, Petitioners’ arguments that the Question 
Presented is of “enormous practical importance for 
the global economy” (Pet. 21) do not salvage Petition-
ers’ unpersuasive arguments on the merits.  In any 
event, these policy arguments are deficient.  For 
example, that parallel imports amounted to $44.5 
billion in 2011 (see ibid.) under the Jazz Photo regime 
shows that such imports are already robust and need 
not be augmented by allowing importation of prod-
ucts that Jazz Photo deems infringing.  For another 
example, Petitioners’ notion (at 22-23) that reducing 
patent protection (by overturning Jazz Photo) will 
benefit American consumers ignores the compensat-
ing benefit of affording patent protection:  providing 
inventors “an exclusive monopoly for a limited period 
of time” in order to “encourag[e] both the creation 
and the public disclosure of new and useful advances 
in technology.”  Pfaff v. Wells Elecs., Inc., 525 U.S. 55, 
63 (1998).  As to global welfare, one of Petitioners’ 
own sources acknowledges that “parallel trade that 
undermines third-degree price discrimination can 
reduce world welfare by reallocating sales from 
markets with low demand elasticities to markets 
with high demand elasticities.”  Gene M. Grossman & 
Edwin L.-C. Lai, Parallel Imports and Price Controls, 
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39 RAND J. ECON. 378, 379 n.4 (2008) (cited at Pet. 
21 n.10).10

III. THE PETITION SHOULD NOT BE HELD 
FOR KIRTSAENG OR BOWMAN 

 

Even if there were some conceivable relation be-
tween the Jazz Photo rule and this Court’s pending 
decisions in Kirtsaeng or Bowman, there would be no 
basis to hold the Petition because, as discussed in 
Point I, supra, a reversal of Jazz Photo would not 
alter the outcome here.  Additionally, as discussed 
below, neither Kirtsaeng nor Bowman bears on the 
validity of Jazz Photo. 

As to Kirtsaeng, Petitioners overlook, at the outset, 
that it involves the question of first sale under 
copyright law, whereas the Jazz Photo rule applies 
in the patent context.  This Court has specifically 
cautioned that the first-sale rule in one of these areas 
should not be reflexively imported into the other.  See 
Bobbs-Merrill Co. v. Straus, 210 U.S. 339, 345 (1908) 
(“We may say in passing, disclaiming any intention to 
indicate our views as to what would be the rights of 
parties in circumstances similar to the present case 
under the patent laws, that there are differences 
                                                 

10 Petitioners’ assertion (at 24) that the Jazz Photo rule 
encourages manufacturers to move abroad rests on a mis-
understanding of the rule as turning on the location of manufac-
ture, rather than the location of first sale.  Precedent confirms 
that only the location of first sale is relevant.  See, e.g., Jazz 
Photo Corp. v. Int’l Trade Comm’n, 264 F.3d at 1105 (“Our 
decision applies only to [products] for which the United States 
patent right has been exhausted by first sale in the United 
States.”); Fuji Photo Film Co. v. Jazz Photo Corp., 394 F.3d at 
1376 (“In Jazz, … this court expressly limited first sales under 
the exhaustion doctrine to those occurring within the United 
States.”). 
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between the patent and copyright statutes in the 
extent of the protection granted by them.”).  This is 
especially so because the first-sale doctrine in copy-
right law is codified in 17 U.S.C. § 109, while the 
first-sale doctrine in the patent area resides in 
common law. 

Moreover, the question presented in Kirtsaeng 
turns on whether a work made abroad is “lawfully 
made under this title” such that it qualifies for 
Section 109’s protection.  See Petition for Writ of 
Certiorari at i, Kirtsaeng, No. 11-697 (Dec. 5, 2011) 
(“The question presented is how these provisions [of 
the Copyright Act] apply to a copy that was made and 
legally acquired abroad and then imported into the 
United States.”) (emphasis added); Brief in Opposi-
tion at i, Kirtsaeng, No 11-697 (Mar. 5, 2012) (“The 
question presented is whether copies made outside 
the United States are ‘lawfully made under this title’ 
within the meaning of Section 109(a).”).  The Jazz 
Photo rule, by contrast, turns on where the product 
was sold, not where it was made.  See Jazz Photo 
Corp. v. Int’l Trade Comm’n, 264 F.3d at 1105 (“Our 
decision applies only to [products] for which the 
United States patent right has been exhausted by 
first sale in the United States.”); Fuji Photo Film Co. 
v. Jazz Photo Corp., 394 F.3d at 1376 (“In Jazz, … 
this court expressly limited first sales under the 
exhaustion doctrine to those occurring within the 
United States.”); n.10, supra.  

While Bowman involves the first-sale doctrine in 
the patent context, it does not involve any issue of 
sales abroad.  See Petition for Writ of Certiorari at 
4-5, Bowman, No. 11-796 (Dec. 20, 2011) (petitioner 
is a farmer in Indiana who purchased soybean seeds 
from Monsanto Company).  Accordingly, it bears no 
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possible relationship to the merits of the Jazz Photo 
rule.   

CONCLUSION 

The petition for a writ of certiorari should be 
denied. 
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