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A “Hard Brexit” for Commercial Litigators, and the “Brave New World” of Civil 
Procedure
On 24 December 2020, the EU and the UK finally 
reached agreement on the terms of the “EU-UK 
Trade and Cooperation Agreement” (the “Brexit 
Agreement”).  Its 1200-plus pages do not contain 
much that need detain litigators as it is entirely silent 
on matters relating to rules on service, jurisdiction, 
choice of law and enforcement of judgments.  As a 
consequence, the existing network of EU law rules 
that practitioners in the EU have used for the last 
few decades have fallen away as regards litigation 
involving the UK, and potentially significant changes 
will result.  For civil litigators, this represents a “hard 
Brexit” and the resulting patchwork of rules is complex 
and will require great care to navigate accurately.  
 This “brave new world” began on 1 January 
2021, when the transitional period, that was in place 
following the UK’s formal departure from the EU on 
31 January 2020, expired.  The transitional period 
effectively maintained the status quo of the network 
of EU rules.  Some of those rules have since been 

absorbed into UK law, and 
will therefore -- in substance 
at least -- continue to apply, 
albeit without the previous 
EU apparatus. Others will 
apply for a run-off period, 
for example, in relation to 
proceedings issued prior 
to 31 December 2020, but 

many will be replaced by the Hague Convention or 
common law rules.  We set out below an overview of 
some of the key changes for civil litigation. 

Choice of Law 
The EU adopted rules for choice of law in relation to 
contractual (Regulation (EC) No 593/2008 “Rome 
I”) and non-contractual (Regulation (EC) No 
864/2007 “Rome II”) liability.  Those rules continue 
to apply, post-Brexit, as the UK chose to incorporate 
Rome I and Rome II into domestic law as part of its 
Brexit arrangements, thereby electing to oblige the 
UK courts to apply those rules.  As far as the courts 
of the remaining EU Member States are concerned, 
Rome I and Rome II continue to represent the law 
they must apply.  The fact that the UK is no longer a 
member of the EU is irrelevant because Rome I and 
Rome II do not require that the applicable law is the 
law of an EU Member State.  Consequently, as far 
as choice of law is concerned, Brexit will not bring 
about any substantive change.

Jurisdiction and Enforcement of Judgments
The EU also adopted rules on the jurisdiction and 
enforcement of judgments in civil and commercial 
matters which is governed by the Brussels Recast 
Regulation (Regulation (EU) No 1215/2012).  The 
extent that these rules continue to apply depends on 
the date when proceedings were commenced.
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California Institute of Technology v. Broadcom Ltd., et al. 
Named One of the Daily Journal’s ‘Top Verdicts of 2020’
Partners James Asperger, Kevin Johnson, and William Price were featured in the  
Daily Journal’s ‘Top Verdicts of 2020’ for their work on California Institute of Technology 
v. Broadcom Ltd., Avago Technologies Limited, Apple Inc., and Cypress Semiconductor 
Corporation, et al.  Caltech, represented by Quinn Emanuel, was awarded $1.1 billion 
after a jury found the defendants liable for infringing Caltech’s patented Wi-Fi coding 
technology. Q
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Proceedings Commenced Prior to 31 December 2020: 
The Brussels Recast Regulation will continue to apply 
as between the UK and EU in respect of jurisdiction 
and recognition and enforcement of judgments relating 
to proceedings which were commenced before the end 
of the transition period, namely before 31 December 
2020.  As a result, the Brussels Recast Regulation, and 
the case law of the Court of Justice of the EU (“CJEU”), 
the bete-noire of the Brexiteers, will hold sway for many 
years to come.

Proceedings Commenced After 1 January 2021: The 
Brussels Recast Regulation will not however apply in 
respect of proceedings commenced after the end of 
the transition period, namely from 1 January 2021.  
Instead, those rules are replaced by a combination of 
international agreement and pre-existing common law 
rules that have always applied to litigation that fell 
outside the scope of the Brussels Recast Regulation.  
 The UK has taken steps towards acceding to two 
international conventions in the field of civil judicial 
cooperation, the effect of which would be largely to 
plug the gap left by the Brussels Recast Regulation: the 
Lugano Convention and the Hague Convention. 
 The UK deposited an instrument of accession 
to the 2007 Lugano Convention on 8 April 2020. 
The Lugano Convention governs jurisdiction and the 
recognition and enforcement of judgments between 
the EU, Norway, Iceland and Switzerland.  Although 
it is less complete than the Brussels Recast Regulation, 
if the UK is able to accede, it will allow “business as 
usual” as regards jurisdiction and the recognition and 
enforcement of judgments to a significant degree. 
 For the UK to be able to accede to the Lugano 
Convention, however, the unanimous approval of 
all contracting parties, including the EU, is required.  
Norway, Iceland and Switzerland have already issued 
statements of support of the UK’s accession but the 
European Commission is yet to make any statement in 
this regard. Therefore, it cannot be taken for granted 
that the UK will eventually accede to Lugano.
 As regards exclusive jurisdiction clauses, the UK 
has already acceded as an independent contracting state 
to the 2005 Hague Convention on Choice of Court 
Agreements (the “2005 Convention”). The UK was 
a contracting state by virtue of its membership of the 
EU, but from 1 January 2021 it will be an independent 
member for the first time.  This Convention is designed 
to give effect to exclusive jurisdiction clauses, in 
particular by requiring that contracting states respect 
such clauses, and enforce judgments resulting from 
them.  Its utility is, therefore, limited to exclusive 
jurisdiction clauses and, specifically, it is not understood 

as applying to asymmetrical clauses.  Crucially, as far as 
enforcement is concerned, it does not apply to interim 
measures, such as freezing orders or injunctions.
 One matter in relation to which there is some 
uncertainty concerns the application of the 2005 
Convention to any exclusive jurisdiction clauses 
concluded between the 2005 Convention’s entry into 
force on 1 October 2015 and 31 December 2020, the 
date on which the UK became a contracting party in 
its own right. The UK has passed regulations which 
provide that the UK will apply the 2005 Convention 
to any exclusive jurisdiction clauses concluded in that 
period but it is unclear if other countries will do the 
same.  Importantly, it appears that the EU and certain 
EU Member States currently do not intend to do so.
 In the event that the UK is not able to accede to the 
Lugano Convention, or if the matter is not within the 
scope of the 2005 convention, matters will fall back on 
bilateral treaties, and general principles of international 
comity.  In practice, that is likely to mean that respect 
for, and enforcement of, clear jurisdiction agreements 
will be the norm, even where no binding commitment 
to do so exists.  The UK Government is considering 
becoming a contracting party to the 2019 Hague 
Convention on the Recognition and Enforcement of 
Judgments, but even if it does become a contracting 
party, it will not come into effect in the UK in the 
short-term.

Service of Proceedings
The rules regarding service have already changed.  The EU 
Service Regulation (Regulation (EU) No 1393/2007) 
applied to judicial and extrajudicial documents received 
by the “receiving agency” in the Member State within 
which service was to be effected before 31 December 
2020.  Thus, if proceedings were issued in, say, England 
on Christmas Eve and were to be served on a party 
in Germany, if the German receiving agency had not 
received those proceedings by 31 December 2020, the 
EU Service Regulation ceased to apply and the post-
Brexit rules would have to be followed.
 Those post-Brexit rules are those set out in the 
Hague Convention of 15 November 1965 on the 
service abroad of judicial and extra judicial documents 
in civil and commercial matters.  Essentially, those rules 
require service through a central authority, which serves 
following the rules of that state. 

Taking Evidence
The Taking of Evidence Regulation (Council Regulation 
(EC) No 1206/2001) sought to establish a framework 
for the swift and efficient transmission of requests 
for the taking of evidence in another EU Member 
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State in support of either litigation or arbitration. 
It afforded three mechanisms to bring this about: (i) 
active assistance (the forum court requests a court in 
another EU Member State to take the evidence on 
its behalf ); (ii) passive assistance (the forum court 
seeks permission from a court in another EU Member 
State to take evidence directly in that State); and (iii) 
dialogical assistance (the forum court conducts the 
evidence taking in the presence of a court in another 
EU Member State).

 Requests received before 31 December 2020 are 
still governed by the Regulation.  From 1 January 2021, 
however, recourse now has to be had to the Hague 
Convention of 18 March 1970 on taking of evidence 
abroad in civil or commercial matters, which means 
that for request to most EU Member States, it will be 
necessary to issue letters of request. Q

NOTED WITH INTEREST
Lessons from Trial:  
Potential Upsides to Foregoing Invalidity Defenses as an Accused Infringer
Patent trials tend to follow a familiar pattern:  Plaintiff 
argues infringement of patent claims; defendant argues 
the claims are not infringed and, even if they were, they 
are invalid.  Defendants typically raise both arguments 
because invalidity is a defense to infringement, the 
conventional way of thinking being that two defenses 
are better than one.  But not so fast.  As a trial team for 
Google recently proved, under the right circumstances, 
dropping invalidity might not only be beneficial for 
streamlining trial presentation and simplifying issues 
for the jury, but may just be the defendant’s ticket to a 
clear-cut victory.  Personalized Media Communications, 
LLC v. Google LLC, No. 2:19-cv-00090 (E.D. Tex.) 
(Judge Gilstrap) (Google winning jury verdict of non-
infringement after dropping all invalidity arguments); 
see also December 2020 Business Litigation Report 
(detailing the trial).  
 Indeed, the PMC v. Google trial stands as compelling 
evidence that there are situations where it could be 
strategically advantageous to forego invalidity altogether.  
In this article, we discuss reasons why a defendant may 
want to buck the conventional wisdom and not pursue 
invalidity at a jury trial.  This is clearly not a decision to 
be made lightly, as it can have profound consequences 
on the outcome of a case—including giving up the 
chance to invalidate the asserted patent or patents for 
good.  The pros and cons of this approach thus should 
be weighed carefully based on the specific facts of the 
case.  

Reasons Why One Might Consider Dropping 
Invalidity
So why might you consider dropping your invalidity 
defense at trial?  To start with, both sides are nearly 

always under incredible time constraints.  While patent 
trials typically last a week or two, each party is pressed 
to get through its best arguments and witnesses.  And 
this is particularly true where there are multiple patents, 
numerous claims, or different technologies at issue, as 
frequently happens.  Admittedly, foregoing invalidity 
reduces the time pressure on both parties.  But typically 
the extra time is more helpful to the defendant, who 
often needs to provide more detailed testimony from 
more witnesses to show why the infringement allegations 
are wrong.  Because of this dynamic, and in the hopes 
of making it more difficult for the defendant to mount 
a successful defense, plaintiffs will often advocate for 
less overall trial time.  Absent the need to spend time 
putting on an invalidity case, the defendant should 
have ample time to focus on why it does not infringe, as 
well as to present any other jury-friendly defenses (e.g., 
licensing).
 A second reason to consider dropping invalidity is 
that juries tend to react negatively if they hear too many 
defenses.  When presented with a veritable smorgasbord 
of different—sometimes inconsistent—defenses, jurors 
may decide that the defendant protests too much.  Jurors 
often see the layering of defenses on top of defenses as 
something that a guilty party would do if it were caught 
red-handed.  And if jurors don’t reach that conclusion 
on their own, savvy plaintiffs’ lawyers are often quick to 
point it out, frequently right from the outset in opening 
statement.  As such, defendants often start on the back-
foot simply because they need to spend time rebutting 
the notion that they are throwing a bunch of defenses 
at the wall (i.e., the jury) and hoping something sticks.  
By reducing the number of defenses presented at trial, a 
defendant can blunt the impact of these typical plaintiff-
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side arguments and potentially enhance its credibility 
with the jury.  
 Yet another benefit of not presenting invalidity 
to the jury is that the case can be reduced to a single 
burden of proof—one that juries have an easy time 
understanding:  To win on non-infringement, a 
defendant only has to show that the plaintiff cannot win 
by a preponderance of the evidence, i.e., by showing 
there is a 50% or less chance the plaintiff’s allegation is 
true.  But to win on invalidity, a defendant has to show 
the patent is invalid based on a loftier standard: clear and 
convincing evidence, i.e., highly and substantially more 
likely than not.  That is because there is a presumption 
of patent validity under 35 U.S.C. § 282(a).  Clear 
and convincing evidence is understandably a difficult 
concept for jurors to grasp.  It cannot be distilled to a 
simple percentage, and the articulations in most jury 
instructions are difficult-to-understand legalese.  Thus, 
while a 51% chance that a contention is true means the 
preponderance of the evidence standard is satisfied, it’s 
much less apparent when clear and convincing is met 
in a particular case.  Jurors may struggle to draw a line 
and instead default to finding the standard has not been 
met.   
 In addition, to prevail on invalidity, the defendant 
must effectively convince the jury that the USPTO 
made a mistake and should never have issued the 
asserted patent claims in the first place.  Depending on 
the jurisdiction, this may be a conclusion that jurors 
are reluctant to reach, even in the face of compelling 
evidence.  Jurors may find it easier to simply defer to the 
“experts” at the Patent Office.  By foregoing invalidity, 
defendants can not only avoid putting that issue to the 
jury, but can keep them focused on the arguments and 
patent elements most favorable to the defendant.      

Additional Reasons That May Further Tip the Scale
The benefits discussed above apply to just about any 
patent case, but may not be enough on their own to 
justify foregoing invalidity altogether.  There are, 
however, other circumstances that may further tip the 
scale in favor of taking this approach at trial.  
 For example, dropping invalidity may be a more 
compelling option if the asserted patent has a very 
early priority date or the asserted claims have been 
construed exceedingly narrowly, making prior art 
invalidity arguments more difficult.  Less credible 
prior art arguments can be exploited by the plaintiff in 
rebutting the defendant’s non-infringement positions—
for example, by pointing out where a defendant is 
interpreting claim language in a different way in service 
of its invalidity arguments.  Of course, defendants can 
also benefit from exposing inconsistences between 

a plaintiff’s infringement assertions and its rebuttal 
arguments on invalidity.  If such inconsistences exist 
and can be exploited, this may be a reason to pursue 
invalidity at trial. Either way, credibility is key in any 
jury trial, and making arguments that are not strong, 
simply to have something to say on a particular issue or 
defense, should only be done at the defendant’s peril.  
The last thing you want as a defendant is to have a cross 
examination of your invalidity expert compromise your 
entire case.  By not pursuing invalidity, the defendant 
takes that arrow out of the plaintiff’s quiver.  
 It may also make sense to drop invalidity if an 
advantage can be gained in terms of the anticipated 
expert testimony from each side.  Patent infringement 
trials can be won or lost based on how well experts do on 
the stand—the proverbial “battle of the experts.”  In a 
typical case where both non-infringement and invalidity 
defenses are presented by the defendant, each side will 
usually have at least two technical experts—one to testify 
on the background of the patents and their validity/
invalidity, the other to testify on the accused products 
and how they infringe or do not infringe the patents.  
Under these circumstances, the defendant can reduce 
the number of technical experts down to potentially 
one per side by giving up any invalidity defense, thus 
forcing the plaintiff to rely solely on its infringement 
expert to present its technical side of the case.  If the 
plaintiff had planned to use its invalidity expert to tell 
the inventive story of the asserted patent’s (and drafted 
expert reports accordingly), it may unexpectedly find 
itself with a substantial hole in its trial presentation.  
Reducing the plaintiff to a single technical expert is an 
especially attractive approach if the defendant believes 
the plaintiff’s infringement expert won’t perform well 
on the stand or if there is any concern over how the jury 
may respond to the parties’ respective validity/invalidity 
experts.  
 Finally, having fewer issues to address at trial can 
facilitate the creation and preservation of a favorable 
record for any post-trial appeal.  A more robust record 
can be developed on non-infringement (or other issues) 
if invalidity is not in play, allowing the defendant to 
focus on aspects of the plaintiff’s case that may provide 
a strong basis to overturn any adverse jury verdict.  

At Least Make It Part of the Conversation
As with most trial strategy questions, whether to 
forego invalidity at trial is a judgment call, and there 
is no one-size-fits-all answer.  But when formulating a  
trial presentation, dropping invalidity and focusing on 
other infringement defenses should, at a minimum, be 
a part of the conversation.  It may just make all the 
difference. Q
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Copyright & Trademark Litigation Update
Ninth Circuit’s Unpredictable Approach to 
Substantial Similarity
Plaintiffs alleging copyright infringement of literary 
works face an uphill battle.  Courts in the Second 
and Ninth Circuits—where more than half of all U.S. 
copyright cases are filed—have ruled for defendant 
studios and networks in roughly nine out of every ten 
modern copyright cases involving literary works.  And 
in recent years, district courts in those circuits have 
been increasingly willing to dismiss these claims at 
the pleading stage after finding, without the benefit of 
discovery or expert opinion, that the works at issue are 
not substantially similar.  But recent decisions from the 
Ninth Circuit—dubbed the “Court of Appeals for the 
Hollywood Circuit” by one former jurist—suggest that 
trend may be slowing.
 Courts in the Ninth Circuit assess substantial 
similarity first through an “extrinsic test.”  Under the 
test, courts evaluate similarities of works by examining 
only the objective, protectable elements of each work.  
In cases involving literary works, for example, courts 
look to articulable similarities between plot, themes, 
dialogue, mood, setting, pace, characters, and sequences 
of events.  Because the extrinsic test only examines 
“protectable” elements, courts filter out and disregard 
any non-protectable elements, such as scènes à faire, 
common tropes, and material in the public domain, 
before examining whether the remaining elements are 
substantially similar.  
 Over the past decade, the extrinsic test has been the 
death knell for most copyright cases involving literary 
works at the pleading stage, even though discovery 
and expert testimony may bear on whether particular 
elements should be considered under the extrinsic tests 
as “protectable” elements.  But in two decisions issued 
this past July, the Ninth Circuit pushed back on that 
trend, reversing district court decisions involving “The 
Shape of Water” and “Pirates of the Caribbean.”
 In the “The Shape of Water” case (Zindel v. Fox 
Searchlight Pictures, Inc., No. 18-56087 (9th Cir. 2020)), 
the plaintiff alleged Fox Searchlight and Guillermo 
del Toro infringed his father’s play.  The district court 
disagreed, dismissing the case because the stories were 
different despite some “superficial similarities.”  But 
the Ninth Circuit reversed.  The appeals court held 
“reasonable minds could differ” about whether the 
two works were substantially similar, and that other 
evidence, “including expert testimony,” may bear on 
the extent and qualitative importance of the similarities.  
The court further suggested that expert testimony would 
illuminate whether any similarities were unprotectable 

literary tropes or scènes à faire.
 In the “Pirates of the Caribbean” case (Arthur Lee 
Alfred II v. Walt Disney Co., No. 19-55669 (9th Cir. 
2020)), the plaintiffs alleged Disney’s film franchise 
infringed their screenplay about pirates.  In dismissing 
the claim, the district court compared the two works 
and held that most of the similarities between them 
were unprotected generic, pirate-movie tropes.  But the 
Ninth Circuit reversed, holding that it was too early 
in the case to know whether such elements are indeed 
unprotectable.  Once again, the court suggested that 
expert testimony would aid in determining whether the 
similarities are qualitatively significant.
 The Ninth Circuit’s push back did not last for 
long, however.  In August, the court issued two more 
decisions on substantial similarity in cases involving 
literary works—one involving “Inside Out” and the 
other involving “Empire.”  Both times, the appeals court 
affirmed the lower court ruling dismissing the claims at 
the pleading stage.  
 In the “Inside Out” case (Masterson v. Walt Disney 
Co., No. 19-55650 (9th Cir. 2020)), the plaintiff claimed 
that Disney’s animated film infringed her copyrights in 
a movie script and poetry book involving depictions 
of children’s emotions.  In comparing the works, the 
district court filtered out unprotectable elements, such 
as common movie tropes and general themes.  After 
finding the remaining elements were not substantially 
similar, the district court dismissed the case.  The Ninth 
Circuit affirmed.  The appeals court found no error in 
the dismissal of lawsuit at the pleading stage, noting 
“determining substantial similarity does not necessarily 
require expert testimony” and the lower court could rely 
on its “judicial experience and common sense” to make 
that assessment.
 In the “Empire” case (Astor-White v. Strong, No. 
19-55735 (9th Cir. 2020)), the plaintiff claimed 
the producers and creators of Fox’s television series 
“Empire” infringed his one-page treatment for a 
television series about a recording industry mogul and 
his family.  The district court dismissed the case, finding 
the treatment had no similarities with “Empire” beyond 
unprotectable ideas and concepts, material in the public 
domain, and scènes à faire.  The Ninth Circuit affirmed.  
The panel explained that no similarities in protectable 
literary expression, as opposed to unprotectable ideas 
and concepts, existed in the two works.
 These four opinions—all issued in quick succession 
over a two-month span—are difficult to square.  In “The 
Shape of Water” and “Pirates of the Caribbean” cases, the 
court found that discovery and expert testimony were 
necessary to identify any unprotectable elements that 
should be disregarded before comparing the remaining 
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elements under the “extrinsic test.”  By contrast, both 
the “Inside Out” and “Empire” courts filtered out and 
disregarded unprotectable elements before conducting 
a comparison, despite the lack of discovery or expert 
testimony.
 Adding to the uncertainty is that all four opinions 
are unpublished.  Under the Ninth Circuit’s rules, 
unpublished decisions are not precedent in unrelated 
matters.  But the rules do not prohibit litigants from 
citing them, and it appears unpublished cases still 
have some influence on how courts rule in later cases.  
Indeed, the court in “Inside Out” relied on a string of 
ten unpublished cases to support the notion that the 
Ninth Circuit has “affirmed [Rule 12(b)(6)] dismissals 
repeatedly over the past decade in unpublished 
[decisions].”  
 In contrast to the uncertainty created by recent 
Ninth Circuit decisions, other circuits have continued 
to employ a more traditional substantial similarity 
analysis.  The Second Circuit, which has the second 
largest copyright case load, applies the “more discerning 
observer” test.  This test requires substantial similarity 
between only the elements that provide copyrightability 
to the allegedly infringed work.  Although the Second 
Circuit’s “more discerning observer” test shares common 
elements with the Ninth Circuit’s “extrinsic test,” courts 
in the Second Circuit appear more willing to find 
elements unprotectable without the benefit of discovery 
or expert testimony.
 For example, in August, the Second Circuit issued 
its own substantial similarity decision in a case involving 
CBS’s television series Star Trek: Discovery (Abdin v. 
CBS Broadcasting Inc., No. 193160-cv (2d Cir. 2020)).  
There, the plaintiff alleged that CBS’s series infringed 
his unreleased science fiction videogame, including his 
use of a tardigrade, a microscopic animal that can travel 
in space, as well as the other plot and mood elements.  In 
affirming the lower court’s dismissal of the claim based 
on lack of substantial similarity, the Second Circuit 
explained that any alleged similarities (e.g., tardigrades, 
space travel, and alien encounters) were unprotectable 
ideas, stock elements of science fiction genres, and 
generalized character traits.  A different result may have 
been reached had the Ninth Circuit decided the case.
 Ultimately, the Ninth Circuit’s recent substantial 
similarity decisions indicate a results-driven approach to 
copyright infringement claims involving literary works.  
For plaintiffs with confidence in their claims, that may 
come as welcome news: it at least offers a glimmer of 
hope to plaintiffs in an area they have traditionally 
found little success.  But the opposite is likely true 
for defendants seeking certainty in the resolution 
of claims against them.  For those defendants, one 

option to consider is seeking a declaratory judgment 
of non-infringement in a jurisdiction other than the 
Ninth Circuit, such as the Second Circuit, where courts 
have applied a more predictable substantial similarity 
analysis.

Class Action Litigation Update
Supreme Court to Consider New Standing 
Requirements for Class Actions
Who must satisfy standing requirements in the final 
stage of a class action, and what are those requirements? 
The Supreme Court granted certiorari in December on 
a Ninth Circuit opinion that tackled these questions. 
Its decision may transform current rules on standing in 
class actions. The case is set for argument on Tuesday, 
March 30, 2021. 
 In Ramirez v. TransUnion, a class of consumers 
sued a credit reporting agency that erroneously placed 
terrorist alerts on class members’ credit reports in 
purported violation of the Fair Credit Reporting Act 
(FCRA). Ramirez v. TransUnion LLC, 951 F.3d 1008, 
1016 (9th Cir. 2020), cert. granted in part sub nom. 
TransUnion LLC v. Ramirez, 2020 WL 7366280 (U.S. 
Dec. 16, 2020). TransUnion acknowledged the named 
plaintiff suffered a concrete, particularized injury. Id. at 
1017. But TransUnion argued that other class members 
failed to meet the “irreducible constitutional minimum 
showing of harm that Article III standing requires.” Id. 
The Ninth Circuit agreed, and in an important decision 
held the following: (1) as an issue of first impression, it 
held that “every member of a class certified under Rule 
23 must satisfy the basic requirements of Article III 
standing at the final stage of a money damages suit when 
class members are to be awarded individual monetary 
damages;” Id (emphasis added); (2) the class members 
had indeed met the standing requirements under Spokeo 
II. Id. at 1024-25; Cert. Pet. App. at 16-18; (3) that the 
class was properly certified; and (4) class-wide damages 
were properly awarded. TransUnion appealed the last 
three points in the Ninth Circuit opinion.  Cert. Pet. 
App. at 16-18. 
 Importantly, the unanimous holding that every class 
member must satisfy Article III standing requirements 
at the monetary damages stage, a matter of first 
impression for the Ninth Circuit, is not up on appeal 
because plaintiffs did not contest this holding. Ramirez, 
951 F.3d at 1016. Appellant TransUnion focused much 
of its petition on the second (non-unanimous) holding, 
that all class members in Ramirez had standing . See 
Cert. Pet. App. at 16-18. The Court’s decision here will 
be the latest in a line of precedent spawned by Spokeo 
II, which held that merely breaching a statute does 
not confer standing by right. Id. at 1017, 1024 (citing 
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Spokeo, Inc. v. Robins (Spokeo II), 136 S. Ct. 1540 
(2016)). Finally, TransUnion also contested damages on 
the basis that they violate the Due Process Clause, and 
appealed the grant of class certification on the basis that 
the Rule 23(a) typicality requirement was not met. See 
Cert. Pet. App. at 16-18 But the Court’s decision on 
damages and typicality are less likely to have national 
import. Id. Ultimately, class action litigators should 
watch what the Court says on the standing issue, which 
will have wide ramifications on who in a class needs to 
show standing and whether the showing has been made.
 Although neither Appellant nor Respondent allot 
many words to the Circuit Court’s first conclusion, 
this holding is noteworthy because of the potential 
to create a new standing requirement for claimants at 
the final stage of a class action. See generally Cert. Pet. 
App., Cert. Pet. Resp. The Ninth Circuit has previously 
held that only a representative plaintiff needs standing 
at earlier stages and in the final stage of class actions 
seeking injunctive relief. Ramirez, 951 F.3d at 1023 
(citing In re Zappos.com, Inc., 888 F.3d 1020, 1028 
n.11 (9th Cir. 2018); Bates v. United Parcel Serv., Inc., 
511 F.3d 974, 985 (9th Cir. 2007)). Ramirez marks the 
first time this Circuit held that each member must have 
standing before receiving individual monetary awards at 
the final judgment stage. Id. at 1023. In its reasoning, 
with which the dissenting judge concurred, the Circuit 
Court noted that this decision “clearly follows from 
Supreme Court precedent, as well as the fundamental 
nature of our judicial system,” since holding otherwise 
would “transform the class action—a mere procedural 
device—into a vehicle for individuals to obtain money 
judgments in federal court even though they could 
not show sufficient injury to recover those judgments 
individually.” Id. at 1023-24, 1038.
 The bulk of Appellant’s argument lays in the second 
holding. To reach its conclusion in favor of plaintiffs in 
Ramirez, the Ninth Circuit applied a two-part test it 
established in Spokeo III, its decision on remand after 
Spokeo II. Id. at 1025-26 (citing Robins v. Spokeo, Inc. 
(Spokeo III), 867 F.3d 1108, 1111 (9th Cir. 2017)). 
This inquiry, which determines when a statutory 
violation creates an injury sufficient for standing, first 
asks whether the relevant provision was established to 
protect the plaintiff’s concrete interests and not “purely 
procedural rights.” Id. If yes, a court then assesses 
whether the violations actually caused harm or presented 
a material risk of harm. Id. The court in Ramirez 
followed this test to conclude that plaintiffs’ standing 
was clear because “the fact that [Appellant] made the 
reports available to numerous potential creditors and 
employers...is sufficient to show a material risk of harm 
to the concrete interests of all class members.” Id. at 

1028. But Appellant disagrees. Cert. Pet. App. at 18-19. 
In its Supreme Court briefing, the credit agency cited 
Spokeo II to argue that plaintiffs failed to show that the 
violation actually caused harm or a material risk of harm. 
Cert. Pet. App. at 18-19 (citing Spokeo II, 136 S.Ct. 
at 1550.) Appellant also cited favorably to the Ninth 
Circuit dissent, which found that whether any other 
class member “suffered the adverse consequences that 
befell [the class representative]” was “pure conjecture” 
Cert. Pet. App. at 25 (citing Ramirez, 951 F.3d at 1041 
(McKeown, J., dissenting in part)).  
 Of significance are the unique underlying facts 
of this case. As the circuit court in Ramirez noted, 
the credit union’s conduct was “reprehensible,” and it 
was “unsurprising that a jury was ‘incensed’ by [its] 
flippant placement of terrorist alerts on consumer credit 
reports and its constant refusal to take responsibility 
or acknowledge the harm it has caused.” Id. at 1037-
38. But also notable, as the dissent highlights, is the 
“missing...evidence related to other members of the 
class, a deficiency that cannot be cured by speculation.” 
Id. at 1038 (J. McKeown, dissenting). 
 How these particularities will impact the Court’s 
reasoning remains unclear.  But keep an eye out for 
whether the Court addresses standing requirements for 
class members at the final stage of a class action. And 
expect the court to revisit standing for statutory-based 
class actions it addressed in Spokeo four years ago.

Bankruptcy & Restructuring Litigation 
Update
Bankruptcy Courts’ Willingness To Apply Rarely-
Invoked Force Majeure Clauses During Pandemic 
Enhances Debtors’ Restructuring Options for Non-
Residential Real Property Leases
The COVID-19 pandemic and resulting shutdown 
orders have ignited litigation over a type of contract 
clause that was previously invoked infrequently, even in 
bankruptcy court: force majeure.  A force majeure clause 
“excuses performance of contractual obligations—either 
wholly or for the duration of the force majeure—upon 
the occurrence of a covered event which is beyond the 
control of either party to the contract.” In re Flying Cow 
Ranch HC, LLC, 2018 WL 7500475, at *2 (Bankr. S.D. 
Fla. June 22, 2018).
 Closures and capacity restrictions imposed on 
movie theaters, restaurants, and other venues have left 
operators in a difficult position: how could they pay 
rent if they could not generate revenue?  Even in a 
chapter 11 case, section 365(d)(3) of the Bankruptcy 
Code requires debtors leasing non-residential real 
property to timely perform their obligations, including 
the payment of rent in full, unless and until the lease 
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is rejected.  Although section 365(d)(3) allows the 
bankruptcy court to suspend these obligations upon 
a chapter 11 filing for sixty (60) days—which courts 
have done liberally—when the 60 days have elapsed, 
the obligation to pay rent resumes.  
 Enter force majeure—which provides debtors a 
basis to argue that as a contractual matter performance 
is excused and a rent abatement is required.  As the three 
cases discussed below illustrate, bankruptcy courts have 
ordered a wide range of relief invoking force majeure 
clauses contained in non-residential real property leases 
in the past year, including rent abatement in whole or in 
part.  But if there is one unifying theme, it is that however 
sympathetic these debtors’ cases may be, force majeure 
clauses will be construed like any other bargained-for 
contract terms.  And common-law doctrines such as 
commercial impossibility or frustration of purpose will 
not supply an alternative basis for relief when the parties 
have contractually allocated these risks through a force 
majeure clause in their non-residential real-property 
lease.

In re Cinemex
The court in In re Cinemex, Case No. 20-14695-LMI, 
ECF 100 (Bankr. S.D. Fla. Jan. 27, 2021), held that 
a lease’s force majeure clause allowed for a full rent 
abatement during  a government shutdown.  The debtors 
operated luxury movie theaters with attached restaurants 
and bars.  As a result of various state government orders 
designed to curb the spread of COVID-19, the debtors 
were forced to shut down operations and lay off nearly 
all of their employees.  Shortly thereafter, the debtors 
filed for chapter 11 protection in the Southern District 
of Florida.
 The debtors secured a 60-day extension under 
section 365(d)(3) and successfully negotiated lease 
amendments with many of the lessors, but not all of 
them.  After the 60-day extension lapsed, the debtors 
filed a motion to abate rent and escrowed the disputed 
amounts pending a resolution of the motion and 
ongoing lease negotiations.  One lessor moved under 
section 365(d)(3) to compel the payment of rent.
 At a hearing on the motion to compel, the debtors 
argued the lease’s force majeure clause excused payment 
of rent while movie theaters were closed by order of the 
State of Florida.  The court agreed, holding that the lease 
excused performance when a failure to perform resulted 
from “acts of God [or] governmental action.”  The 
court rejected the lessor’s argument that a carveout to a 
separate clause of the lease—which excused performance 
under circumstances “beyond the reasonable control 
of the party obligated to perform (other than failure 
to timely pay monies required to be paid under this 

Lease)”—somehow meant the obligation to pay rent 
was not excused when governmental action prevented 
performance under the contract.  The court held that 
the carveout modified only the discrete clause to which 
it was confined—and not the force majeure clause.
 The court found additional support for its conclusion 
in another clause of the lease stating that if performance 
was “delayed by reason of ‘Force Majeure,’” including 
“acts of God” and “governmental restrictions,” the 
“period for the commencement or completion thereof 
shall be extended for a period equal to such delay.”  
Appling this clause, the court abated rent for the 
duration of the shutdown and extended the term of the 
lease by the length of the abatement period.  Between 
the initial section 365(d)(3) 60-day suspension and 
the relief granted under the court’s order, the debtors 
obtained an almost six-month rent abatement.
 After the shutdown, the debtors were able to open 
at 50% capacity with stringent sanitation and PPE 
requirements.  With respect to this post shut-down 
period, however, the court declined to grant any relief.  
Concluding that performance was not impossible 
but instead merely “impracticable,” the court held 
that neither the force majeure clause nor Florida’s 
law on frustration of purpose supported partial relief.  
Noting that under Florida law, “courts are reluctant to 
excuse performance that is not impossible but merely 
inconvenient, profitless, and expensive to the lessor,” the 
court concluded that the debtors’ choice not to reopen 
for “primarily economic concerns” did not provide a 
sufficient basis for relief.

Hitz Restaurant Group
The court in In re Hitz Restaurant Group, 616 B.R. 374 
(Bankr. N.D. Ill. 2020), applying a differently worded 
force majeure clause, found a partial rent abatement 
was appropriate during a shutdown that partially 
prevented performance.  In Hitz, a restaurant group 
filed for chapter 11 protection after the state of Illinois 
shut down indoor dining for a prolonged period but 
permitted takeout and delivery.  One lessor moved 
under section 365(d)(3) to compel payment of rent 
in full.  The debtor opposed, citing the lease’s force 
majeure clause, under which performance was excused 
where “prevented or delayed, retarded or hindered by 
. . . laws, governmental action or inaction, [or] orders 
of government.”  As in Cinemex, the lessor urged that 
the failure to pay rent could not be excused because 
a separate, subsequent clause provided that “Lack of 
money shall not be grounds for Force Majeure.”  The 
court ruled for the debtor, excusing the payment of rent 
because the government orders restricting in-person 
dining were the “proximate cause” of the force majeure.
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 The court also held, however, that the debtor’s rent 
could be abated only to the extent the government 
orders prevented performance.  The debtors estimated 
that 75% of the restaurant’s square footage was rendered 
unusable by the indoor-dining ban.  But the remaining 
25% could be devoted to takeout and delivery activities.  
Accordingly, the court ordered the debtor to pay 25% 
of its rent obligation, indicating the percentage could 
increase if government restrictions lifted.

In re CEC Entertainment
The court in In re CEC Entertainment, 2020 WL 
7356380 (Bankr. S.D. Tex. Dec. 14, 2020), denied the 
debtor’s request for complete rent abatement.  However, 
the leases arguably contained stricter force majeure 
terms than those in Cinemex and Hitz.  CEC operated 
Chuck E. Cheese, a nationwide chain of venues 
providing arcade entertainment and dining services that 
catered mainly to children’s parties.  After government 
orders across multiple states restricted in-person dining, 
banned large-group gatherings, and prohibited the 
operation of gaming and arcade establishments, CEC 
made a business decision to close its stores in lieu of 
offering limited dining services without the arcade 
experience for which Chuck E. Cheese was primarily 
known.
 After CEC filed for bankruptcy and requested rent 
abatement relief, most lessors settled their objections. 
Six lessor persisted successfully.  The court rejected the 
debtor’s argument that section 365(d)(3) gave the court 
discretion to suspend rent obligations beyond the 60 
days, finding instead the court’s equitable powers do not 
authorize it to “override that statutory mandate.”  (The 
court observed, however, that should CEC refuse to 
comply with the mandate, the remedy for such violation 
was not prescribed by statute and might implicate the 
court’s equitable powers.)
 The court also concluded the leases’ force majeure 
clauses did not provide a contractual basis for rent 
abatement.  One lease contained an anti-force majeure 
clause:

This Lease and the obligations of either party 
hereunder shall not be affected or impaired 
because either party is unable to fulfill any of its 
obligations hereunder or is delayed in doing so, 
if such inability or delay is caused by reasons of 
strike, labor troubles, acts of God, or any other 
cause beyond the reasonable control of either 
party.

 Another lease specified that the types of performance 
excused under its force majeure clause did not include 
“Tenant’s obligation to pay, when due and payable, the 
rents, charges or other sums reserved hereunder.”  The 

rest of the leases specified that excuse of performance 
due to force majeure “shall not apply to the inability to 
pay any sum of money due hereafter.”  
 Finally, the court considered and rejected 
“frustration of purpose” as a basis for relief because the 
parties’ bargained-for force majeure clause “supplanted” 
the common law and “delegate the risk [of frustration] 
to CEC,” and CEC was not entirely prevented from 
operating its business, but was simply subject to 
restrictions that restricted, but did not destroy the value 
of the leases and instead only made operations far less 
profitable. 

Takeaways
While the Cinemex and Hitz decisions demonstrate 
that force majeure clauses can provide a basis to avoid 
the requirements of section 365(d)(3) and obtain rent 
abatement, they also underscore the importance of the 
lease’s language.  The text of the force majeure provision 
may constrain whether, and to what extent, bankruptcy 
courts will grant rent abatement in force-majeure events.  
These cases also confirm that common-law alternatives, 
such as frustration of purpose, generally will not apply 
where the parties have contractually allocated risks 
through a force-majeure clause, or where performance 
has not been prevented but merely impaired.  
Ultimately, even with these potential limitations, the 
prospect of a successful force majeure or frustration of 
purpose defense may incentivize lessors to cooperate 
on lease amendments rather risk complete abatement.  
Bolstering such incentive is the fact that section 365(d)
(3) does not specify a remedy, leaving the debtor with 
an argument that the bankruptcy court should exercise 
its equitable powers to fashion one.  Absent an agreed-
upon amendment, a lessor may have only the option 
of competing with other administrative claimants for 
unpaid rent.   Q
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VICTORIES
Victory for the National Association of 
REALTORS®
The firm recently won a complete victory at the pleading 
stage for the National Association of REALTORS® in 
United States District Court for the Central District of 
California.  NAR, the largest trade association in the 
United States, promulgates rules and regulations that 
govern REALTOR® association-owned multiple listing 
services, which are databases real estate agents use to 
aggregate information about homes that are for sale in 
particular coverage areas.  ThePLS.com, a private listing 
service that allowed its members to share information 
about real estate listings, filed an antitrust suit against 
NAR, challenging a multiple listing service regulation 
called the Clear Cooperation Policy.  NAR’s Clear 
Cooperation Policy requires that multiple listing service 
participants submit real estate listings to their multiple 
listing services within one business day of marketing the 
subject properties to the public.  PLS alleged that this 
requirement excludes competing listing networks and 
harms competition.
 Quinn Emanuel argued that the allegations in PLS’s 
complaint showed the opposite: the Clear Cooperation 
Policy excludes nothing, increases access to information 
about the real estate market, and benefits consumers.  
The Court agreed.  
 In an opinion that adopted arguments from our 
motion to dismiss—and arguments we made during the 
three-hour hearing on the motion—the Court explained 
that, “accepting PLS’s allegations as true, the Clear 
Cooperation Policy has some plainly pro-competitive 
aspects, which underscore that PLS cannot allege a 
plausible connection between harm to its business and 
harm to competition and consumers.”  The Court went 
on to dismiss PLS’s claims in full and without leave to 
amend.  

Complete Victory in Western District of 
Oklahoma Bankruptcy Court Dismissal
Quinn Emanuel, working together with local Oklahoma 
counsel, recently obtained dismissal as bad faith filing 
of bankruptcy cases filed by the owners of two hospitals 
in rural Oklahoma, two months after the chapter 11 
reorganization cases were filed.  
 The firm represents Rural Hospital Acquisition, 
First Physicians Realty Group, First Physicians 
Business Solutions, First Physician Resources, and First 
Physicians Services, the secured creditor, landlord, and 
companies providing management and related services 
to certain rural hospitals in Oklahoma.  
 In February 2020, Quinn Emanuel filed a case in 
Oklahoma state court against the hospitals’ owners on 

behalf of the secured creditor and landlord, seeking 
money owed to our clients and the appointment 
of a receiver for the insolvent hospitals.  Following a 
September in-person trial before the court in Caldwell, 
Oklahoma, the court granted our application for a 
receiver.  On a Sunday evening in October 2020, 
before the state court had entered the order that would 
formally appoint the receiver and set out the scope of 
his authority, and without any notice to the hospitals’ 
management company or vendors, the hospitals’ owners 
filed for bankruptcy.  The filing created confusion 
and disruption for vendors and employees at the two 
hospitals, which had been operating smoothly for years 
and were filled to capacity during the COVID-19 
pandemic. 
 Knowing that courts rarely grant dismissal of 
chapter 11 cases in the early stages, Quinn Emanuel 
nonetheless filed within two weeks of the bankruptcy 
commencement a motion to dismiss, arguing that the 
cases were really a two party dispute and that the debtors 
were administratively insolvent, could not confirm a 
plan of reorganization, and had commenced the cases 
in bad faith to avoid the appointment of a receiver 
in the state court action.  The U.S. Trustee joined in 
Quinn Emanuel’s motion.  Quinn Emanuel swiftly 
sought discovery in support of its motion to dismiss via 
written discovery, as well as depositions of the debtors, 
two of their board members, and the principal of a 
management company—formed after Quinn Emanuel 
filed its motion to dismiss—with which the hospitals’ 
owners sought to replace our clients.  
 During the mid-December three-day remote trial on 
the motion to dismiss, Quinn Emanuel presented both 
fact and expert witnesses, deposition testimony, and 
cross-examined the witnesses who testified on behalf of 
the debtors.  On December 30, 2020, the court issued 
a 26-page opinion granting Quinn Emanuel’s motion 
in full, finding that dismissal under Section 1112 of the 
Bankruptcy Code was warranted based on a continuing 
loss to the debtors’ estates and absence of a likelihood 
of rehabilitation, and on the debtors’ bad faith, and that 
dismissal was also warranted under Section 305 of the 
Bankruptcy Code.

William Underwood Victory: Significant 
Win for Federal Prisoner Under First Step 
Act
Quinn Emanuel recently achieved a significant victory 
for one of its pro bono clients, Mr. William Underwood, 
in the U.S. District Court for the Southern District of 
New York.  On January 15, 2021, Judge Stein granted 
Mr. Underwood’s motion for compassionate release, 
and reduced Mr. Underwood’s life sentence to time 
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served.
 Mr. Underwood served over three decades in 
federal prison.  He was convicted in 1988 for drug 
trafficking violations, at the height of the New York 
City crack epidemic.  Since his conviction, and despite 
having no realistic expectation of ever being released, 
Mr. Underwood was dedicated to helping others in 
prison and had an unblemished institutional record.  
In May 2020, Quinn Emanuel submitted a motion for 
compassionate release, pursuant to The First Step Act 
of 2018 (“FSA”), 18 U.S.C. § 3582(c)(1)(A).  As part 
of that motion, the firm submitted ample evidence of 
Mr. Underwood’s substantial rehabilitation, including 
the fact that he maintained a perfect disciplinary record 
over the past 30-plus years in prison.  Quinn Emanuel 
also argued that, given his age, Mr. Underwood was 
also at a severe risk for complications if he contracted 
COVID-19, which rapidly spread through the federal 
prison system.
 Despite an aggressive opposition by the 
Government, the Court adopted nearly all of Quinn 
Emanuel’s arguments and granted Mr. Underwood’s 
motion for compassionate release.  The Court found 
that Mr.  Underwood had an “exceptional record of 
rehabilitation and service over his past three decades 
in federal custody.”   The Court observed that Mr. 
Underwood “has by all accounts been a manifestly 
model inmate, a mentor to countless young men 
in custody, and an active and devoted father and 
grandfather, all while under the specter of a life-
without-parole sentence.”  The Court recognized that 
Mr. Underwood’s motion attached “more than three 
dozen detailed letters in support of his release” and 
agreed that Mr. Underwood had “transformed himself 
into a model prisoner, father, and American father.”  The 
Court emphasized that the fact that Mr.  Underwood 
had a perfect disciplinary record  was “extraordinary.”   
The Court also found that Mr.  Underwood faced 
“particularized dangers posed to him by contracting the 
coronavirus.”  The Court therefore concluded that Mr. 
Underwood had shown “extraordinary and compelling 
reasons” meriting his release.  The Court then reduced 
Mr. Underwood’s sentence to time served, and ordered 
that Mr. Underwood be immediately released.  
 The Court’s opinion represents not only a significant 
win for Mr. Underwood, but also for advocates of 
criminal justice reform and for federal prisoners serving 
life sentences for drug offenses.  The First Step Act 
of 2018 provides an opportunity to courts to reduce 
sentences that no longer serve the penal objections of the 
federal criminal justice system, including for prisoners 
who have been sentenced to life imprisonment.  As 
the Second Circuit recently recognized, the First 

Step Act “freed district courts to consider the full 
slate of extraordinary and compelling reasons that an 
imprisoned person might bring before them in motions 
for compassionate release.” United States v. Brooker, 976 
F.3d 228, 237 (2d Cir. 2020). Q
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